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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



CAPrrOL RECORDS, INC., a Delaware 
corporation; BMG MUSIC, a New York 
general partnership; ATLANTIC 
RECORDING CORPORATION, a Delaware 
corporation; UMG RECORDINGS, INC., a 
Delaware corporation; WARNER BROS. 
RECORDS INC., a Delaware corporation; 
VIRGIN RECORDS AMERICA, INC., a 
California corporation; SONY BMG MUSIC 
ENTERTAINMENT, a Delaware general 
partnership; and MOTOWN RECORD 
COMPANY, L.P., a California limited 
partnership, 

Plaintiffs, 



V. 



JOHN DOE, 



Defendants. 



Civil Action No.: 



DECLARATION OF JONATHAN WHITEHEAD IN SUPPORT OF MOTION FOR 

LEAVE TO TAKE IMMEDIATE DISCOVERY 



I, Jonathan Whitehead, have personal knowledge of the facts stated below and. 



under penalty of perjury, hereby declare: 



1 . I am Vice President and Counsel for Online Copyright Protection for the 
Recording Lidustry Association of America, Inc. ("RIAA"), where I have been employed for 
over 6 years. My office is located at 1330 Connecticut Avenue, N.W., Washington, DC 20036. 



I submit this declaration in support of Plaintiffs' Motion for Leave to Take Immediate Discovery. 
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1. This declaration is based on my personal knowledge, and if called upon to 
do so, I would be prepared to testify as to its truth and accuracy. 



The RIAA's Role in Protecting Its Member Recording Industry Companies From 

Copyright Infringement 

3. The RIAA is a not-for-profit trade association whose member record 
companies create, manufacture, and/or distribute approximately ninety percent of all legitimate 
sound recordings produced and sold in the United States. The RIAA's member record 
companies comprise the most vibrant national music industry in the world. A critical part of the 
RIAA's mission is to assist its member companies in protecting their intellectual property in the 
United States and in fighting against online and other forms of piracy. All of the Plaintiffs in this 
action are members of the RIAA. 



4. The RIAA investigates the unauthorized reproduction and distribution of 
copyrighted sound recordings online. As Vice President and Counsel for Online Copyright 
Protection, I am responsible for formulating and implementing online strategies for the RIAA, 
including investigations into the online infringement of copyrighted sound recordings of all 
kinds. 



The Internet and Music Piracy 

5. The Internet is a vast collection of interconnected computers and computer 
networks that conmiunicate with each other. It allows hundreds of miUions of people around the 
world to communicate freely and easily and to exchange ideas and information, including 
academic research, literary works, financial data, music, movies, graphics, and an unending and 
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ever-changing array of other data. Unfortunately, the Internet also has afforded opportunities for 
the wide-scale piracy of copyrighted sound recordings and musical compositions. Once a sound 
recording has been transformed into an unsecured digital format, it can be copied further and 
distributed an unlimited number of times over the Internet, without significant degradation in 



sound quality. 



6. Much of the unlawful distribution of copyrighted sound recordings over 



the Internet occurs via "peer-to-peer" ("P2P") file copying networks or so-called onUne media 
distribution systems. The most notorious example of such a P2P system was Napster, which was 
enjoined by a federal court. In addition, there are many other P2P networks, including KaZaA, 
eDonkey, iMesh, Grokster, and Gnutella, that continue to operate and to facilitate widespread 
copyright piracy. The major recording companies are currently engaged in litigation against 
KaZaA and Grokster. At any given moment, millions of people illegally use online media 
distribution systems to upload or download copyrighted material. 

7. P2P networks, at least in their most popular form, refer to computer 
systems or processes that enable Litemet users to: (1) make files (including audio recordings) 
stored on a computer available for copying by other users; (2) search for files stored on other 
users' computers; and (3) transfer exact copies of files from one computer to another via the 
Internet. P2P networks enable users who otherwise would have no connection with, or 
knowledge of, each other to offer to each other for distribution and copying files off of their PCs, 
to provide a sophisticated search mechanism by which users can locate these files for 
downloading, and to provide a means of effecting downloads. 



Case 1 :05-cv-01 059-JDB Document 3-3 Filed 05/26/2005 Page 4 of 1 53 



8. The major record companies generally have not authorized their 
copyrighted sound recordings to be copied or distributed in unsecured formats by means of P2P 
networks. Thus, the vast majority of the content that is copied and distributed on P2P networks 
is unauthorized by the copyright owner - that is, the distribution violates the copyright laws. 

9. The scope of online piracy of copyrighted works cannot be 
underestimated. Retail sales - the principal revenue source for most record companies - 
declined 7% in 2000, 10% in 2001, and 1 1% in 2002. The RIAA member companies lose 
significant revenues on an annual basis due to the millions of unauthorized downloads and 
uploads of well-known recordings that are made available on the Internet by infringers who, in 
virtually all cases, have the ability to maintain their anonymity to all but the Intemet Service 
Provider ("ISP") they use to supply them with access to the Intemet. 



10. In contrast to the terrible harm to copyright owners, ISPs likely benefit 
from P2P networks. Those who would unlawfully upload and download copyrighted music 
often use large amounts of bandwidth (because music files are so large). The infringers thus tend 
to subscribe to services, such as DSL and cable modems, that are far more expensive than 
ordinary telephone services. One publication recently estimated that 50-70 percent of the 
bandwidth of cable broadband network was being used for P2P file copying. See Alan 
Brezneck, "Service Control Vendors vie for MSO Business," Cable Datacom News (March 1, 
2003). 



1 1 . The persons who commit infringements by using the P2P networks are, by 
and large, anonymous to Plaintiffs. A person who logs on to a P2P network is free to use any 
alias (or computer name) whatsoever, without revealing his or her true identity to other users. 
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Thus, Plaintiffs can observe the infringement occurring on the Internet, but do not know the true 
names or mailing addresses of those individuals who are committing the infringement. 



The RIAA's Identification of Copyright Infringers 

12. hi order to assist its members in combating copyright piracy, the RIAA 
conducts searches of the hitemet, as well as file-copying services, for infringing copies of sound 
recordings whose copyrights are owned by RIAA members. A search can be as simple as 
logging onto a P2P network and examining what files are being offered by others logged onto the 
network. These searches generally result in the identification of specific Internet Protocol ("IP") 
addresses from which infringers are making unauthorized copies of sound recordings available to 
the public. An IP address is a unique identifier that, along with the date and time, specifically 
identifies a particular computer or server using the Litemet. An IP address also allows the RIAA 
to use pubhcly available databases to ascertain, in general terms, the ISP that provides the 
infringer with access to the Internet. 



13. The RIAA engages in a painstaking process to determine whether a person 
is infringing. That process relies on human review of evidence supporting the allegation of 
infringement. For each suspected infringer, the RIAA reviews a hsting of the music files that the 
user has offered for upload by others from his or her computer in order to determine whether 
they appear to be copyrighted sound recordings. The RIAA also downloads copyrighted sound 
recordings from these users, and listens to them in order to confirm that they are, indeed, illegal 
copies of sound recordings whose copyrights are owned by RIAA members. The RIAA also 
downloads and stores other evidence, such as metadata accompanying each file being 
disseminated that demonstrates that the user is engaged in copyright infringement. 
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14. The RIAA frequently has used the subpoena processes of Federal Rule of 
Civil Procedure 45 and the Digital Millennium Copyright Act ("DMCA") to obtain the names of 
infringers from ISPs. (Lidividuals only can gain access to the Internet after setting up an account 
with, or subscribing to, an ISP.) The RIAA typically has included in their subpoenas to ISPs an 
IP address and a date and time on which the RIAA observed use of the IP address in connection 
with allegedly infringing activity. In some instances, providing the IP address alone to the ISP 
has been enough to enable the ISP to identify the infringer. Providing the date and time further 
assists some ISPs in identifying infringers, especially ISPs that use "dynamic IP addressing" 
such that a single computer may be assigned different IP addresses at different times, including, 
for example, each time it logs into the Litemet.^ Once provided with the IP address, plus the date 
and time of the infringing activity, the infringer's ISP quickly and easily can identify the 
computer from which the infringement occurred (and the name and address of the subscriber that 
controls that computer), sometimes within a matter of minutes. 



15. Since 1 998, the RIAA and others have used subpoenas thousands of times 
to learn the names, addresses, telephone numbers, and e-mail addresses of infringers for the 
purpose of bringing legal actions against those infrmgers. During a recent litigation with 
Verizon (an ISP) relating to the DMCA subpoena process, Verizon conceded that, as an 
alternative to the DMCA process. Plaintiffs could file "John Doe" lawsuits and issue Rule 45 
subpoenas to ISPs to obtain the true identities of infringing subscribers. 



ISPs own or are assigned certain blocks or ranges of IP addresses. An ISP assigns a particular 
IP address in its block or range to a subscriber when that subscriber goes "online." 
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The RIAA's Identification of the Infringers in This Case 

16. In the ordinary course of investigating online copyright infringement, the 
RIAA became aware that Defendant was offering files for download on various P2P networks. 
The user-defined author and title of the files offered for download by Defendant suggested that 
many were copyrighted sound recordings being disseminated without the authorization of the 
copyright owners. The RIAA downloaded and listened to a representative sample of the music 
files being offered for download by Defendant and was able to confirm that the files Defendant 
was offering for distribution were illegal copies of sound recordings whose copyrights are owned 
by RIAA members. The RIAA also recorded the time and date at which the infringing activity 
was observed and the IP address assigned to Defendant at the time. See Complaint Exhibit A. 
The RIAA could not, however, determine the physical location of the user or their identity. The 
RIAA could determine that the Defendant was using Cogent Communications, Inc.'s service to 
distribute and make available for distribution the copyrighted files. 



17. The RIAA also has collected for Defendant a list of the files Defendant 



has made available for distribution to the public. Exhibit 1 to this Declaration contains such 



a 



list for the Defendant referred to in the Complaint. This list shows over a thousand files, many 
of which are sound recording (MPS) files that are owned by, or exclusively licensed to. 
Plaintiffs. 



The Importance of Expedited Discovery in This Case 

18. Obtaining the identity of copyright infringers on an expedited basis is 
critical to stopping the piracy of RIAA members' copyrighted works. 
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19. First, every day that copyrighted material is disseminated without the 
authorization of the copyright owner, the copyright owner is economically harmed. Prompt 
identification of infringers is necessary in order for copyright owners to take quick action to stop 
unlawful dissemination of their works and minimize their economic losses. 



20. Second, infringement often occurs with respect to sound recordings that 
have not yet been distributed publicly. Such infringement inflicts great harm on the initial 
market for new works. New recordings generally earn a significant portion of their revenue 
when they are first released, and copyright piracy during a recording's pre-release or early 
release period therefore deprives copyright owners of an important opportunity to reap the 
benefits of their labor. 



2 1 . Third, without expedited discovery Plaintiffs have no way of serving 
Defendant with the complaint and summons in this case. Plaintiffs do not have the Defendant' 
name or address, nor do they have an e-mail address for Defendant. 



22. Fourth, and perhaps most critically, service providers have different 
policies pertaining to the length of time they preserve "logs" which identify their users. ISPs 
keep log files of their user activities for only limited periods of time - which can range from as 
short as a few days, to a few months - before erasing the data they contain. If an ISP does not 
respond expeditiously to a discovery request, the identification information in the ISP's logs may 
be erased, making it impossible for the ISP to determine the identity of the infringer and 
eliminating the copyright owner's ability to take action to stop the infringement. 



8 
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I declare under penalty of perjury under the laws of the United States that the 



foregoing is true and correct. 



Executed on May ll . 2005 in ( ^OgiA^ Aottvy ^^I^ 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



UMG RECORDINGS, et al., 
PlaintifS, 



V. 



JOHN DOES 1-199, 
Defendants. 



Civil Action No. 04-093 (CKK) 



MEMORANDUM OPINION 

(March 10, 2004) 

Before the Court is Plaintiffs' motion for leave to take expedited discovery. Plaintiffe are 

record companies suing a series ofJohn Doe Defendants for copyright infiingemem: Plaintiffe 
request permission to serve limited, immediate discovery on Verizon, a third party internet 
service provider riSP"). in the form of a Rule 45 subpoena. Plaintiffs seek the true identities of 
Defendants, including each Defendant's true name, address, telephone number, email address, 
and Media Access Control address. 

According to Plaintiffs' complaint, each Defendant uses an online media distribution 
system to download PlaintifEs' copyrighted works, distribute these works to the public, and/or 
make copyrighted works available for distributioB to others. Pis' Mot at 2. Although Plaintiffe 
do not know Defendants names. Plaintiffs have identified each Defendant by a unique internet 
protocol ("IP") address assigned to that Defendant on the date and at the time of the aUegedly 
infringing activity. Id. Through the use of a publicly avaUable database. Plaintiffs have traced 
the IP address for each Defendant and determined that it belongs to Verizon. Id. 
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Public Citizen, the American Civil Liberties Union ("ACLU"), the Electronic Frontier 
Foundation, and tiie ACLU of the National Capitol Area have collectively requested leave to file 
a memorandum as amici curiae addressing Plaintiffs' motion. See Amici Mot. Plaintiffs oppose 
this motion, slating that the issues raised by amici are premattire. Plaintif& point out flxat no 
party has raised tiie issues amici raises in its memorandum, and tiiat it is well established that 
amici cannot inject issues into a case which have yet to be raised by a party. Pis' 0pp. to Amici 
Mot. at 1, 5; see McCleskey v. Zant, 499 U.S. 467, 523 n.lO (1991). While Plaintiffis are conect 
tiiat amici raise issues prematurely, the constitutional and procedural issues identified by amici 
can be resolved in tiie ordinary course of tiiis litigation at tiie appropriate time. Accordingly, tiie 
Court shall Grant amici's motion for leave to file. 

It is clear to tiie Court tiiat Defendants must be identified before tiiis suit can progress 
further. The Court shall grant Plamtiffe' request for expedited discovery, wifli certain limitations 
outiined herein. Plaintiffs will be aUowed to serve immediate discovery on Verizon to obtain tiie 
identity of each John Doe Defendant by serving a Rule 45 subpoena tiiat seeks mformation 
sufficient to identify each Defendant, including name, address, telephone number, email address, 
and Media Access Conttol address. The disclosure of tiiis information is ordered pursuant to 47 
U.S.C. § 551(c)(2XB), which autiiaizes cable operators to disclose personally identifiable 
information when the cable operators are ordered to do so by a court. Any information disclosed 
to Plaintiffs in response to flic Rule 45 subpoena may be used by Plaintiffi solely for tiie purpose 
of protecting Plaintifis' rights as set forth in die Complaint. 

If and when Verizon is served witii a subpoena, Verizon shaU give written notice, which 
may include email notice, to tiie subscribers in question wifliin five business days. If Verizon 



J 
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and/or any Defendant wants to move to quash the subpoena, the party must do so before the 
return date of the subpoena, which shall be 25 days from the date of service. Verizon shaU 
preserve any subpoenaed information pending the resolution of any timely filed motion to quash. 
Plaintiffe shall provide Verizon a copy of this Memorandum Opinion and Order along with its 



subpoena. 



An appropriate Order accompanies this Opmion. 






March 10, 2004 



/s/ 



COLLEEN KOLLAR-KOTELLY 
United States District Judge 



^ 



f. 



^a 



.'_-■* ^-* - - — .- ^^ . 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



UMG RECORDINGS, et al, 
Plaintiffe, 



V. 



JOHN DOES 1-199. 



Defendants. 



Civil Action No. 04-093 (CKK) 



ORDER 

(March 10, 2004) 



P 



In keeping with the accompanying Memorandum Opinion, it is this 10* day of March, 

2004, hereby 

ORDERED that PlaintifEs' Motion for Leave to Take Immediate Discovery [5] is 
GRANTED. Plaintiffs will be allowed to serve immediate discovery on Verizon to obtain flie 
identity of each John Doe Defendant by saving a Rule 45 subpoena fliat seeks information 
sufficient to identify each Defendant, including name, address, teleph«ie number, email address, 
and Media Access Control address. Any information disclosed to Plaintiffs in response to the 
Rule 45 sulq)oena may be used by Plaintif& solely for the purpose of protecting Plairtiffs' rights 
as set forth in the Complaint If and when Verizon is served with a subpoena, Verizon shall give 
written notice, which can include use of email, to the subscribers in question within five business 
days. If Verizon and/or any Defendant want to move to quash the subpoena, the party must do so 
before the return date of the subpoena, which shall be 25 days fix)m the date of service. Verizon 
shall preserve any subpoenaed mformation pending the resolutitm of any timely filed motion to 
quash. It is further 



JI 






■^ 



;l 



Gase 1 :05-cv-01 059-JDB Document 3-3 Filed 05/26/2005 Page 31 of 1 53 



ORDERED that Plaintiffs shall provide Verizon a copy of this Memorandum Opmi 
and Order along with its subpoena; it is further 



mion 



ORDERED that the Motion of PubUc Citizen, the American Civil Liberties Union, the 



Electronic Frontier Foundation and the ACLU of the National Capitol Area to file 



as amict 



curiae [6] is GRANTED. 



March 10, 2004 



/s/ 



COLLEEN KOLLAR-KOTELLY 

United States District Judge 









^T^— v»fc^^ 



.*' 



«i .,^- ..,, .,. _-^,,_ < -^,.,„: -^ ^ 



^ ^, ',-'*., ^ 
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LMTED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 



,1 
J 
) 



i 
i 

) 
I 

i 



MOTOWN RECORD COMPANY L.P 
^ California limueJ pannership; 

'i\ fXTERSCOPE RECORDS, u Culiforni:.. 

L'ciieial pmtriership; VIRGIN RECORDS } No.; 04 c :.0I9 

AMERICA. INC.. a Cafifoniia coipoVaciotv 

ATLANTIC RECORDINCl 

CORPORATION, a Delaware corporation- 
,■■ HMO Ml :.SIC. a New York iiencral 

i pannei-ship: HLEKTRA 

^ ENTERTAINMENT C}ROCP INC 

^ De!aw:irecorporaiion: W.ARNER BROS 

I RECORDS INC., a Delaware corporation- 

I PRIORITY RECORDS LLC a Calitbmia 

j Iinmed liability company; CAPITOL 

j RECORDS. INC-, a Delaware corporation- 

i ■ ARISTA RECORDS. INC., aDelaware 

j comoratiou: MAVERICK RECORDING 

1 C OMPANY. a Caliibrnia joint venture- 

I SONY MUSIC ENTERTAINMENT INC.. 

■ a Delaware corporation: LOUD 

i RFC ORDS. LLC. a Delaware corporaticMr ) 

I and [JMG RECORDINGS, INC. a 

Delaware corporation. 



a » 

I 

i 
} 

) 
} 
I 
I 
J 



PlatntifTs. 



DOES 1-16. 

Defendants. 



} 

i 

) 

I 
vs. , 

t 
) 
) 

i 



ORDER GRANTTNG PLArNTmr^* EXPAItrFMariON FOR f FA VF r n TAKE 

EVIMEDIATR DKCOVF.RY ' '. ' 



Uppn the Er Paric Motion of Plainiim for Leave lo Take Lnmcdiate Discovc 
...111 the .supporting Memomndu.n of Law. and the declaration of Jonathan Whitehead and the 
exhibit dierciu. it is hereby: 



erv 



•4 
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L- - - J* . 



■■^J ". ■ r 1. 



ORDERED thai Plainliirs may serve iininediate disc.vcry on WideOpcnWest 
H„l.lin_ds LLC CO obtain the idcniity of each Due Defeiulaiu by servinj: u Rule 45 subpoena that 
...ks mIoniutu.M sLiilkiopt !o identify each Doe Defendant, includinj: the name. ..ddre.«. 
.-•l-plu.no number. .-,n.,l address. a,ul Med.a .\coess Cm.rol addre..ses f..rcach Defcndunr. The 
ilisi.loMirc 111 ihis mromuiimii is ordered pitr.suani to 47 U.-S.C. § .^•il<.CM2l(B). 

[T IS R RTFIER ORDERED THAT any information di.seiused «. Plaintiffs .n 
i-^po.i.sc to th.e Rule -i Mibpuenu may .he used h> Plaimifts .solely for the 
r'!,ii!UUi>' riL'liti under the (."upNTiiiht .Act. 



pmpo.se ofproiectmi- 



I-r IS FI -RTHER ORDERED THAT WideOpenWevi shall preserve the data. 
rccurds and information rcspoiisivc to the subpoena ihat will bcsen-ed by the Plaintiffs. 

IT fS IC rRTHER ORDERED THAT if and when WideOpen\Ve.st ..s set^ed with u 
-uhpoena. Avniim five (5. bu.sincss days thereofii .shall notify eaeh Doe Defendant 
1 WidcOpen West subscriber.s ) of the e.xistence of thi.s laxvsuit and of receipt of Plaintiffs- 
subpoena vvjiercby Plaintiffs are seeking ro learn the .sub.scribcrs- identities. After 
WideOpcnWest iiives such notice to die Doe Defendants, any Doe Defendant may raise an 
nhicciion in the form of a motion to qua.sh at the statu.-: conference which the Court has 
^^heouieil fur June 1 .>. 2(104. ^)M) a.m. in Courtroom 1858. Dirksen Federal Building. 219 S. 
Dearborn. Chicago. Illinois 60604. WideOpenWcst .shall include in its notice to the Doe 
Defendants notice of this .status conference. 

IT IS FLrRTHER ORDERED THAT cwn.scl for the Plaintiffs shall provide a 
copy of thi.s Order to WideOpenVVest when the subpoena is served. 



fJated: 



n / 

J ^~1- 



3 ! 1 -J. 



/ 



t 



(r\/\^ ' ^ -^ -n, 



/; 



United Slates Magistrate Judge Nan R. Nolan 
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IN THE UNITED STATES DISTRICT COURT 

NORTHERN DISTRICT OF INDIANA 

LAFAYETTE DIVISION 



ARISTA RECORDS, INC., a Delaware 
coiporation; ELEKTRA ENTERTAINMENT 
GROUP INC., a Delaware corporatioa- 
MOTOWN RECORD COMPANY, L.P., a 
California limited partnership; SONY MUSIC 
ENTERTAINMENT INC., a Delaware 
corporation; UMG RECORDINGS, INC., a 
Delaware corporation; and WARNER BROS 
RECORDS INC., a Delaware coiporation. 

Plaintiffs, 



V. 



JOHN DOE, 



Defendant. 



Cause No.: 



4t04CV0036AS 



ORDER GRANTING Pr.ATNTrFir«» iu q tion FOU if avf to TAIf F. TMMFmArr 

DISCOVERY ~ ■ 



-i: 



This matter coming before the Court upon Plaintiflfe' Motion for Leave to Take 
Immediate Discovery, and the Court being duly advised, hereby 

ORDERS that Plaintifife may serve immediate discovery on Northwest Indiana 

Internet Services, Inc. to obtain the identity of the Doe Defendant by serving a Rule 45 subpoena 
that seeks information sufficient to identify the Doe Defendant, including the name, address, 

telephone number, e-mail address, and Media Access Control addresses for the Defendant TTie 
disclosure of this information is ordered pursuant to 47 U.S.C. § 551(cX2)(B). 
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IT IS FURTHER ORDERED THAT any mfonnation disclosed to Plaintiffe 



in 



response to the Rule 45 subpoena may he used by Plaintiffs solely for the purpose of protecting 
Plaintiffs' rights under the Copyright Act. 



Dated: ^ 



iM/r^OO^ 



s /Allen Sharp 



United States District Judge 



Copies to: 

James Dimos #1 1 178-49 
Joel E. Tragesser #21414-29 
LOCKE REYNOLDS LLP 

201 North Illinois Street 
Suite 1000 

RO, Box 44961 
Indianapolis, IN 46244-0961 
jdimos@locke.com 

jtragesser@locke.com 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE SOUTHERN DISTRICT OF TEXAS 

HOUSTON DIVISION 



i 



ARISTA RECORDS, INC., a Delaware 
corporation; MAVERICK RECORDING 
COMPANY, a California joint veatute; SONY 
MUSIC ENTERTAINMENT INC., a 
Delaware corporation; PRIORITY RECORDS 
LLC, a California limited liability company 
UMG RECORDINGS, INC, a Delaware 
corporation; ATLANTIC RECORDING 
CORPORATION, a Delaware corporation- 
WARNER BROS. RECORDS INC., a 
Delaware corporation; MOTOWN RECORD 
COMPANY, L.P., a California limited 
partnership; ELEKTRA ENTERTAINMENT 
GROUP INC., a Delaware corporation; 
CAPITOL RECORDS, INC., a Delaware 
corporation; VIRGIN RECORDS AMERICA, 
INC., a California corporation; BMG MUSIC,' 
a New Yoric general partnership; and 
INTERSCOPE RECORDS, a California 
general partnership, 

PlaintifS, 



vs. 



DOES 1-9, 



Defendants. 



§ 
§ 
§ 
§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 



MAY 2 4 2004 



Case No.: 



H 04-1677 



^ . 



1..% 
■ ,■* 



iv.f 



PERMITTING THIRD-PARTY DISCnVFR V PRIOR TO gie n P rw i» >ic/f> ~ 

CONFERENCE ' ' — 



Upon the Expedited Ex Parte Motion of Plaintiffs for Order Permitting Tlurd- 
Party Discovery Prior to Fed. R. Civ. P. 26Cf) Conference and Memorandum of Law in Support, 
and the declaration of Jonathan Whitehead and the exhibit thereto, it is hereby: 



s 

.■3 

■f 



1*. 
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ORDERED that PlaintiEfe may serve immediate discovery on Texas A&M 
University to obtain the identity of each Doe Defendant by serving a Rule 45 subpoena that seeks 
information sufficient to identify each Doe Defendant, including the name, address, telephone 
number, e-mail address, and Media Access Control addresses for each Defendant. 

IT IS FURTHER ORDERED THAT any information disclosed to Plaintiffs in - 
response to the Rule 45 subpoena may be used by Plaintiffs solely for the purpose of protecting 
Plaintiffs* rights under the Copyright Act 



Dated: H^-Ay^ ^VSj 3^ O S^ 




United States District Judge 
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.i. 






liMIIHIilillllilllilll 

iiimiiiiiBniiiiiiiiii 



(M-CV-OOJHfO-IFP 



UNITED STATES DISTOICT COURT 
WESTERN DISTRICT OF WASHINOTON 



UMG RECORDINGS, INC.. a Ddftwarc 
c«pofiHidn; ATLANTIC RECORDING 
CORPORATION, a O^liwioe coipofRtioii; 
WARNER BROS. RECORDS INC., a 
Delavwuc conxjmtioo; SONY MUSIC 
ENTERTAlNMBhrr INC., a Delavwtc 
coqjonrtioo; BMO MUSIC, a New York 
Kcttetat portocrsliip; an4 VIRGIN 
RECORDS AMERICA, INC, a California 
corpomtjon, 

Plaintjfls. 



V, 



tFRQPOSBP j ORDER GRAl^mNO 
PLAINTIFPS* MOTION FOR LEAVE TO 
TAKE IMMKDf ATE DISCOVBRY 



IX)ES 1 - 2, 



Defeudanis. 



Upon the Motion of Plaintiffs for Leave to Take IirnnedtMc Discoveiy aid (he 
Supporting Mcmoraaduia trf Uw, and (lie dectaratioa of Jdnatbon Whiidiead and the 
cxlilbit tiiereio, it is hei«by: 

ORDERED that Plaituiflj may serve immediate dtscovery on Microsoft Cmporalion 
to obtain tite ideqtily of each Doc Defendant by serving a Rule 45 subpoeoa lim seeks 
informrtioo saflident to identify eadi Doc Defendant indnding the rautie, aditm, 
teloplwne number e-mail aJdros. and Media Access Ctonliol addresses fiw each Deftudant. 



[PROPGSBDl ORDF>R ORANTINO 
PLAINTIFFS^ MOTION FOR LEAVE TO 
TAKE IMMEDIATE DISCOVERY 
Pagel 



YaumutH WtLSbOlit CAt4^ rULC 

THeaxuwBt 
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ir. 



g% 



6 



rr IS FURIUER ORDERED IHAT «.y infom.Hiio« dr«l«e«l (o PJairlifls i 

"=«ix>we to the Rule 45 sulvoc,.a may be used Iqr Martim «ofe^ 
protcctlog Plainiiflgj' n^ y^, the Copyright AcL 



Dated : PUMfV,Z(zy 



United States Oi«(rtet Judge 



S??KS^I 9?P2R GRANTINO 

TAKE IMMEDIATE DISCOVERY 
Page 2 ^ 



Yarmuth Wju^pcm Calfo pli^- 
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^' 



m THE UNITED STATES DISTRICT COURT 
FOR THE MIDDLE DISTRICT OF PENNSYLVANIA 



CIVIL ACrrON NO. 



Delaware carporation: UtAG 
oprooration; CAPITOL RECORDS, 

corooiatiom BMG MUSIC, a New 



FILED 

SCRANTON: 



MAY I I 2004 I 




corporation, 



Plaintiffs, 



V. 



DOES I - 5, 



DEPUTY 






940 



Oefbndants. 

ORDER GRANTING Pf .Ar|V nFFS* MQTTON FDR LEA VK TO Taktt 

IMMEDIATR DISCOVERV "^ 

Upon the Motion of Plaintiffs for Leave to Take Immediate Discovery 
and the supporting Memorandum of Law, and the declaration of Jonathan 
Whitehead and the exhibit thereto, it is hereby: 

ORDERED that Plaintiffi may serve immediate discovery on 
Mansfield University to obtain the identity of each Doe Dcifendant by serving a 
Rule 45 subpoena that seeks infomation sufficient to identify each Doe Defradant. 
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4f 



including the name, address, telephone number, e-mail address, and Media Access 
Control addresses for each Defendant. 

IT IS FURTHER ORDERED THAT any f nfonnation disclosed to 
Plaintiffs in response to the Rule 45 subpoena may be used by Plaintifis solely for 
the purpose of protecting Plaintiffi' rights under the Copyright Act. 



Dated: -^^^t^ // U>C^ QjL C2 uji^ 

United States Dis^^ Judge 
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A 



■I 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
II 
12 
13 
14 
15 
16 
17 
IS 
19 
20 
21 
22 
23 



24 
25 
26 
27 
28 



■mBMnsmcroFtwuMMnrT 

MAY 1 2004 

JWEtJi.bwaai.cieRK 



'iwiiwewsMRSro?'^ 



^ WSjrep STATES DISTRICT COURT 
EASTERN DISTRICT OF WASHINGTON 



LOUD RECORDS^ LLC, a 

?^'5Sf^ corporation: WARNER 
BROS. RECORDS n^C. a 




^l^ySC^rS-Sorporation; VIRGIN 
RECORDS iOfeRIcK INC a 
Califomia corporation; PRIORITY 
RECORDS L£c, a CaiifSr 
limited liability company: 

^^?^3?;6 ENTERTAINMENT 
GROUP INC., a Delaware 
corooratjon; BMG RECORDINGS. 
^^j,l,V®**ware corporation; 
ARISTA RECORD^C "a 
RS'SS'S?'® corporation; BMG 
MUSIC, a New York general 

o A^i^fel? iSl?JlX?nture- and 
CAPITOLTIECORDS, iNC, a 
Delaware corporation, 



NO. CV-04>0134-RHW 

ORDER GRANTING PLAINTIFFS^ 
?!S8ISWX^^^ AVE TO TAKE 
IMMEDIATE DISCOVERY 






V. 



Plaintiffs, 



DOES 1-5, 



Defendants. 




Before the Court is Plaintiffs' Motion for LeavefixTake Immediate 
Discovery (Ct. Rec. 7). The Plaintiffs, members of the ReconUng Industry 
Association of America, Inc. ("RIAA"), have filed a complamt aUeging that DOES 

lffl§l5?^^§^^^l^S' ^0™N FOR LEAVE TO TAKE 



,'» - .^■' - , tj 
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■ft 



■-■« 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
II 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



1 -5 illegally engaged in uploading and downloading copyrighted recordings 
through www.KaZaA.com, a peer to peer rP2P») internet service (Ct. Rec. I). 
While Plaintiffs are unable to identifythe Does, they collected records of 
Defendants' Internet Protocol ("IF') address, thetimes the downloads or uploads 
took place, and information regarding the specific reconlings that were 
downloaded or uploaded. The Plaintiffs were able to ascertain fix,m Defendants- 
IP addresses that they were utUizing Gonzaga University as their Internet Service 
Provider CISP"). Plaintiffs seek statutory damages under 17 U.S.C. § 504(c), 
attorneys fees and costs pursuant to 17 U.S.C. § 505, and injunctive relief under 
17U.S.C.§§502and503. 

In their Motion for Leave to Take Immediate Discovery, the Plaintiffs seek 
leave to serve Gonzaga University, the ISP for Does 1-5, with a Rule 45 Subpoena 
Duces Tecum, requiring Gonzaga University to reveal the Defendant's names, 
addresses, email addresses, telephone number, and Media Access Control 
("MAC") addresses. 

The Ninth Circuit has held that "wher« the idenUty of alleged defendants 
wUl not be known prior to the fiUng of a complaint .... the plaintiff should be 
given an opportunity through discovery to identify the unknown defendants, 
unless it is clear that discovery would not uncover the identities, or Uiat die 
complaint would be dismissed on otiier grounds." Gillespie v. Civiletti, 629 F.2d 
637, 642 (9* Cir. 1980). Presumably, tiie discovery device anticipated by this 
ruling was Rule 45, under which a party may compel a nonparty to produce 
documents or otiier materials tiiat could reveal the identities. SeeFemwalt Corp. 
V. Durand^Wayland. Inc., 708 F.2d 492 (9* Cir. 1983). The Court finds tfiat tiiis 
instance presents the very situation mdicatcd by Gillespie. TTie Plaintiffs' case 
relies on tiie disclosure of tiie Does' identities, and those identities are likely 
discoverable from a third party. 

Under Rule 26(d), Rule 45 subpoenas should not be served prior to a Rule 
P^&I^^^g^^F^' ^^TION FOR LEAVE TO TAKE 
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.1 



1| 
2 



3 
4 
5 
6 
7 
8 
9 

10 

11 



26(f) conference unless the parties can show good cause. Fed. R. Civ. P. 26(d) ("a 
party may not seek discovery from any source before the parties have conferred as 
required by Rule 26(f| .... [ujniess the court upon motion .... orders 
othenvise"); see Semitool. Inc. V. Tokyo Electron Am.. Inc., 208 FJtD. 273. 275- 
76 (N.D. Cal. 2002). Tl,e Plaintiffs have presented compelling evidence thit the 
records kept by ISP providers of IP addresses are regularly destroyed. TTius, good 
cause has been shown. 

Accordingly, ms ORDERED that: 

1 . Plaintiffs' Motion for Leave to Take Immediate Discovery (Ct Rec. 
7) is GRANTED. 

2. Plaintiffs are GIVEN LEAVE to serve Immediate discoveiy on 

1 2 j Gonzaga University to obtain the identity of each Doe Defendant by serving a 

13 I Rule 45 subpoena duces tecum that seeks each Dpe Defendants' name, address, 

1 4 j telephone number, email address, and Media Access Control address. As agreed i 
by Plaintiffs, this infonnation disclosed will be used solely for the purpose of 
protecting theu- rights under the copyright laws. 

3. Plaintiffs areORDEREDto review LocalRule7.1(gX2)regardingti 
1 8 j citation of unpublished decisions. All unpubHshed decisions cited to the Court 
19 1 have been disregarded. 

IT IS SO ORDERED. The District Court Executive is hereby directed to 
enter this order and to furnish copies to counsel of recorxl. 
DATED this _ja_ day^^ay^O 



15 
16 
17 



20 
21 
22 
23 



24 
25 
26 
27 
28 



^ROBERT H. WHALEY 
United States ENstrict Judge 



Q:\CivU\2004\Uud R«cord»\LouAhamedla(ediscov«y.<Md«r.wj>d 
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IN THE UNITED STATES DISTRICT COURT F/iPa 
FOR THE WESTERN DISTRICT OF TEXAS " ~ '" '-'-•<^,nu 
AUSTIN DIVISION m^HY^SiMn 

INTERSCOPE RECORDS, a California § flnZ/i^j, 

general partnership, ET AL, r -. :;;'ct-'i- •-;■.■>•-- .- 

S ^iii- i iff..'-— ••'S 



Plaintiffs. I •^•'-— _L:^a 



V. 



§ A-W-CA-237 LY 



DOES 1-37, I 

§ 
§ 



ORDER 



Defendants. 



Before the Court is Plaintiffs' Expedited Ex Parte Motion for Order Permitting Third- 
Party Discovery Priorto Fed. R. Civ. P. 26(f) Conference, filed April 28. 2004 (Clerk's Dkt. #2). The 
motion was r«fen-ed to United States Magistrate Judge Robert Pitman for resolutfon pursuant to 
28 U.S.C. § 636(b). Federal Rule of Civil Procedure 72 and Rule 1(c) of Appendix C of the Local 
Court Rules of the United States District Court for the Western District of Texas. 

Plaintiffs, members of the Recording Industry Assodation of America. Inc. fRIlA"), are 
record companies holding copyrights for numerous sound recordings. (Compl. 1f22). They allege 

each Defendant has, without pemiission, used the Intemetto download, and/or make availablefor 
download to others, various copyrighted sound recordings. {Id. f24). Plaintiffs contend these 
actions constitute copyright infringement, entitling them to damages from the Defendants. (Id. 
111)24-26). 

Plaintiffs now seek expedited discovery from a third party for the purpose of identifying 
Defendants Does 1-37. Specifically, they wish to issue a Rule 45 subpoena to Grande 
Communications, an Internet Service Provider ("ISP"). Plaintiffs request pemiission to obtain 
names and addresses for persons they belteve are offering copyrighted sound recordings for 
download over the Internet 
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A party is generally not entitled to seek.discovery from any source prior to a Rule 26(0 
conference with the opposing parties. Fed. R. Civ. P. 26(d). Early discovery may. however, be 
authorized by court order upon a showing of good cause. Qwest Comms. Intl. Inc. v. WoridQuest 
Networks, Inc., 213 F.R.D. 418. 419 (D. Colo. 2003); Semitool, Inc. v. Tokyo Bee. Am., inc.. 208 
F.R.D. 273. 275 (N.D. Cal. 2002); Yokohama Tire Corp. v. Dealers Tire Supply, Inc.. 202 F.R.D. 
612, 614 (D. Ariz. 2001); Ellsworth Assoc. Inc. v. United States, 917 F. Supp. 841. 844 (D.D.C. 
1996). 

According to Plaintiffs, they have no means of identilying each Doe Defendant without the 
requested discovery. In support of their motion. Plaintiffs have submitted a declaration from 
Jonathan Whitehead ("Whitehead"), Vice President and Counsel for Online Copyright Protection 
for RIAA. Whitehead avers that the RIAA has downloaded and fistened to a sample of music files 
offered for download on a P2P network by each Defendant.' (Whitehead Decl. 1116). The RIIA. 
thus, has a record of the recordings offered for download, the date and time the infringing activity 
was observed, as well as the Internet Protocol ("IP") address assigned to each Defendant at the 
time. (/d.f||16-17). 

According to Whitehead, the IP address, in combination with publjdy available databases, 
allowed the RIAA to detemiine the ISP used by each Defendant (Id. 1f12). in this case, the RIAA 
determined the ISP for each Defendant was Grande Communications. (Id. 1f16). Whitehead 
maintains the RIAA is unable to make any further specific identificatton because an ISP owns a 
range of IP addresses, but assigns a specific address only when that subscriber actually goes 
online. (W. 1f14 n.8). 

Plaintiffs should be afforded the opportunity to obtain discovery relevantto the identification 



1 
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p. 



of defendants they contend are liable to them. See Wakefield v. Thompson. 1 77 F.3d 1 1 60. 1163 
(9th Cir, 1999) (dismissal of action against unnamed defendant not required as identity might be 
ascertained through discovery); Valentin v. Dinkins. 121 F.3d 72, 75-76 (2d Cir. 1997) (dismissal 
for want of prosecution improper where plaintiff not permitted to conduct discovery to Identify 
defendant). See also Xerox Corp. v. Genmoora Corp., 888 F.2d 345. 351-52 (5th Cir. 1989) 
(complaint should not be dismissed for failure to demonstrate standing without providing plaintiff 
opportunity to supply more supportive facts). As they point out. v^jthout identification of the 
Defendants, the type of conference contemplated under Rule 26(f) is impossible. Thus, they have 
established good cause for the necessity of engaging in discovery at this early stage of the 
proceedings. 

Accordingly. Plaintiffs' Expedited Br Parte MoBon for Order Pemiitting Thlrxl-Party 
Discovery Prior to Fed. R. Civ. P. 26(f) Conference (Clerk's Dkt. #2) Is hereby GRANTED. 

Plaintiffs mayserveimmediatediscovery on Grande Cbmmunicatibnstoobtain the identityof each 
Doe Defendant fay serving a Rule 45 subpoena that seeks information sufficient to identify each 
Doe Defendant, that is, the name, address, telephone number, e-mail address and Media Access 
Control address for each Defendant The disclosure of this Informafion Is governed by the 
provisions of 47 U.S.C. § 511(c)(2)(B). Any infomiation disclosed to Plaintiffs In response to the 
subpoena may be used solely for the purpose of protecting Plaintiffs rights under the Copyright 

Act 

f ^ 
SIGNED this <» day of May. 2004. 



Q/bOA^^— 



ROBERT PITMAN 

UNITED STATES MAGISTRATE JUDGE 
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FromlSOBLE&ROtELLP 



734 662 0552 



. f 



05/06/2004 
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% 



UNITED STATES DISTRICT COURT 

WESTERN DISTRICT OF MICHIGAN 

SOUTHERN DIVISION 



r[ 



BMG MUSIC, a New York general partnership; 
ATLANTIC RECORDING CORPORATION, 
a Delaware corporation; ELEKTRA 
ENTERTAINMENT GROUP INC., a Delaware 
corporation; MOTOWN RECORD COMPANY, L.P., 
a California limited partnership; ARISTA 
RECORDS, INC., a Delaware corporation; 
WARNER BROS. RECORDS INC., a Delaware 
corporation; CAPITOL RECORDS, INC.. a 
Delaware corporation; SONY MUSIC 
ENTERTAINMENT INC., a Delaware 
corporation; UMG RECORDINGS, INC., a 
Delaware corporation; VIRGIN RECORDS 
AMERICA, INC., a CaUfomia corporation; 
and MAVERICK RECORDING COMPANY, 
a California joint venture. 

Plaintiffs, 



CaseNo. 5:04-cv-58 



Hon. Wendell A. Miles 



-.4 

'4 

■. r 



DOES 1 - 9, 



Defendants. 



/ 



ORDER GRANTING PLArNfTIFFS* KX PAHT EUOIlCm FOR T.RAVp 

TO TAKE IMMEDIATE DISCOVRR V 



nme 



The plaintiffs in this action have asserted claims of copyright infringement against ni] 
unknown or "Doe" defendants. The complaint, filed on April 28, 2004, alleges that each defendant 
disseminated over the Internet copyrighted musical works owned or controlled by the plaintiffs, 
doing so without plaintiffs' consent or permission. 

The matter is currently before the court on Plaintiffs* £x Forte Motion for Leave to Take 
Immediate Discovery (docket no. 3). Plaintiffs' motion is supported by the Declaration of Jonathan 
Whitehead (docket no. 6): In their motion, which \s made ex parte because plaintiffe do not 
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:SQBLE a ROE LLP 734 662 0552 05/06/2004 14: 16 i224 P.003/005 



currently know the names of the defendants, plaintiffe seek discovery in advance of the conference 
provided by Fed,R.eivP. 26(f) so that they may obtain infonnation which wiU enable them to 
identify and serve the defendants. More specifically, plaintiffe seek leave to serve a FedR.Civ.P. 45 
subpoena on Michigan State University TMSIT), which plaintiffe contend they have been able to 
identify as the Internet Service Provider of each of the defendants. Ahhongh the plaintiffs do not so 
state in their motion, the court has inquired of plaintiffs whether they have notified MSU of the 
pendency of this action and of &e motion for discovery. Plaintiffe have responded to these inquiries 
in the affirmative, and have represented that MSU has communicated to plaintiffs that it does not 
intend to object to the discovery. 

Given plaintiffs' allegations, it is apparent that this action will not advance to service of the 
summons and complaint unless and until plaintiffs are able to learn the defendants' identifying 
infomiation. For that reason, Ae court GRANTS the plaintiffs' motion and l^reby ORDERS as 
follows; 

1 . Plaintiffs may serve immediate discovery on MSU to obtain the identity of each Doe 
defendant by serving a Fed.R.Civ.P. 45 subpoena that seeks information sufficient to identify each 
Doe defendant. This infonnation shall be limited to the name, address, telephone number, e-mail 
address, and Media Access Control address for each defendant. 

2. Any information disclosed to plaintiffs by MSU in response to the subpoena may be used 
by plaintiffs solety for the pmpose of protecting plaintiffe* rights under the Copyright Act. 

3. Plaintiffe shall serve upon MSU a copy of this Order together with any subpoena. 
Ordered this 6'" day of May^ 2004. 



/s/ Wendell A. Miles 
Wendell A. Miles. 
Senior U.S. District Judge 
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UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OP KENTUCKY 

COVINGTON DIVISION 



WARNER BROS. RECORDS INC., a 
Delaware corporation; ARISTA 
RECORDS, INC.. a Delaware corporation- 
VIRGIN RECORDS AMERICA, INC., a ' 
California coiporation; MAVERICK 
RECORDING COMPANY, a California 
joint venture; BMG MUSIC, a New York 
general partnership; ATLANTIC 
RECORDING CORPORATION, a 
Delaware corporation; ELEKTRA 
ENTERTAINMENT GROUP INC., a 
Delaware corporation; CAPITOL 
RECORDS, INC., a Delaware corporation- 
PRIORITY RECORDS LLC, a California ' 
limited liability company; MOTOWN 
RECORD COMPANY, L.P., a California 
limited partnership; UMG RECORDINGS, 
INC., a Delaware corporation- 
INTERSCOPE RECORDS, a California 
general partnership; and SONY MUSIC 

ENTERTAINMENT INC., a Delaware 
corporation, 

PlaintiflFs, 



vs. 



DOES I - 35, 



Defendants. 



NO.: 0^-8^ 



BsstmilMnd of Kentucky 

FILED 

MAY -4 2004 

ATCOVINGTON 

tSSUEG WHfTWER 

CLERifllS OKTOICTnoURr 



ORDER GRANTING PLAINTim' MOTION FOR I.KAVF. rn t. v^ ^..,.^, y^T 

mSCOVERY 



Upon the MoUon of Plainuffs for Leave to Take Immediate Discovery and the 
supporting Memorandum of Law, and the declaration of Jonathan Whitehead and the exhibit 
thereto, it is hereby: 
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ORDERED that PlainUffs may serve immediate discovenr on Insight Midwest, 
L.P. to obtain the identity of each Doc Defendant by serving a Rule 45 subpoena that seeks 
info„«ation sufficient to identify each Doe Defendant, including the name, address, telephone 
number, e-mail address, and Media Access Control add^sses for each Defendant l^he 
disclosure of this information is ordered pursuant to 47 U.S.C. § 551(cX2XB). 

IT IS FUR-niER ORDERED THAT any infoimatlon disclosed to Plaintiffi in 

-ponse to the Rule45subpoena may be used by Plaintiff «,le,y for thepurposeofproteetm^ 
Plaintiffs' rights under the Copyright Act 

United States District Judge '^ ~" 
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UNITED STATES DISTRICT COURT 

DISTRICT OF MINNESOTA 

Civil No. 04-1758 (DSD/JSM) 



Sony Music Entertainment, 
Inc., a Delaware corporation; 
Elektra Entertainment Group, 
Inc., a Delaware corporation; 
BMG Music, a New York general 
partnership; Warner Bros • 
Records, Inc., a Delaware 
corporation, UMG Recordings, 
Inc., a Delaware corporation; 
Atlantic Recording Corporation, 
a Delaware corporation; and 
Virgin Records America, Inc., 
a California corporation. 

Plaintiffs, 

Does 1-2, 

Defendants. 



ORDER 



Felicia J. Boyd, Esq., Kara L. Benson, Esq. and Faeare & 
Benson, 2200 Wells Fargo Center, 90 So^th Seventh St St, 
Minneapolis, MN 55402, counsel for plaintiffs. 



This matter is before the court upon plaintiffs^ ex parte 
motion for leave to take immediate discovery. Plaintiffs own 
numerous copyrights in sound recordings. They allege that 
defendants have infringed some of those copyrights. In the present 
motion, plaintiffs seek leave to obtain limited discovery from a 
third-party internet service provider (MSP-) to determine the 
defendants' true identities. Plaintiffs assert that without this 
limited discovery, they will be unable to identify the defendants. 
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vindicate their rights under the Copyright -Act or protect their 
works from further infringement. For the following reasons, 
plaintiffs' motioh is granted. 



BACKGROUND 

Defendants are alleged to have used an online media 
distribution system to download, copy, distribute and make 
available for distribution by others many of plaintiffs- 
copyrighted works. (Whitehead Decl. I 16 & Ex. 1.) Plaintiffs 
have identified the Doe defendants by the unique Internet Protocol 
(^^IP") addresses assigned to them at the time the alleged 
infringement occurred. (Id^ Jf 12, 16.) Plaintiffs have obtained 
lists of the sound files which they allege defendants made 
available to the public for copying and redistribution. (idL Ex. 



1.) 



Plaintiffs identify the University of Minnesota as the ISP 
that provided internet access to the Doe defendants. (Id^ ff \2, 
16.) ISPs are capable of matching an IP address to its assigned 
user through subscriber activity logs. However, such logs are 
generally kept for a limited period of time. Therefore, plaintiffs 
seek leave to immediately serve limited discovery requests upon the 
University of Minnesota via Rule 45 subpoena.' Sge Fed. R. Civ. P. 
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45. Plaintiffs agree to request only the name, address, telephone 
number, e-mail address and Media Access Control address of each 
defendant*. 



DISCUSSION 

It is well settled in this circuit that plaintiffs may use 
discovery to identify Doe defendants. See Munz v. P;.rr . 753 F.2d 
1254, 1257 (S^" Cir. 1985) . Plaintiffs may seek expedited discovery 
where good cause is shown. See, e.g.. Intermedin, Partner... ^v., n^r. 
P^?hip V. OB Distrih'.s. T, T, r , 999 F. Supp. 1274, 1278 (D. Minn. ' 
1998) (granting TRO and expedited discovery where plaintiff alleged 
piracy of cable broadcast programming in violation of the 
Communications Act of 1934); Tonka Com, v. Tsai..,nn. tn^ , iggg WL 
29980, at *1 (D. Minn. Nov. 6, 1986) (allowing expedited discovery 
in copyright action) , 

In this case, plaintiffs have shown good cause for limited 
discovery, because they stand to suffer irreparable harm, the 
information they seek is necessary to further the litigation, it is 
unavailable by any other means and it may be shdrt lived. Further, 
the court finds no prejudice to defendants, because plaintiffs may 
use the information discovered solely for the purpose of protecting 
their rights under the Copyright Act. 









v.. 
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CONCLUSION 

For the reasons stated, IT IS HEREBY ORDERED that; 

1. Plaintiffs' motion for leave to take immediate discovery 
[Docket No. 3] is granted. 

2. Plaintiffs may immediately serve a Rule 45 subpoena on 
the University of Minnesota to obtain the identity of each 
defendant. 

3- Plaintiffs may use any information so discovered solely 
for the purpose of protecting their rights under the Copyright Act. 



Dated: May 4, 2004 



s/David S. Doty 



David S. Doty, Judge 

United States District Court 
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CLERKS OFFICE U.S. OIST COURT 

AT ROANOKE. VA 

FILED 



IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF VIRG^i 

ROANOKE DIVISION JOm 

BY' 
LONDON-SIRE RECORDS INC.. et al., 



Plaintiffs, 



V. 



JOHN DOE, 



Defendant. 



MAY 3 2004 

Y CLERK 





Civil Action No.: 7:04CV00208 
ORDER 

By: Hon. Glen E. Conrad 
United States District Judge 



This case i. before fta co« on PWntfffl' M«io„ fa Lea^ « Tab toncdiate 
well as the declaration of Jonathan Whitehead, it is hereby 



as 



ORDERED 



*« Plaintifls „.y initiate in^ediate diacove,, pHor to d. co«.„o. of a Rtde 26(f, conference. 
The Clerk is directed to send a certified 



ENTER: This 



^. 



copy of this Order to counsel for all parties. 



day of May, 2004. 



■5* 



U^h Cm/c^ 



United States District Judge 



.■■:.i 
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UNITED STATES DISTRICr CXDURT 
DISTRICT OF CONNECTICUT 



VIRGIN RECORDS AMERICA, mC 
ETAL 

Flalodffi 



V. 



DOES 1-3 

Defendants 



CIVIL ACnON NO. 
3-04^-701 (JCH) 



APRIL 29, 2004 



ORDER GRANTING PLAINTIFFS' 
MOnON FOR EXPEDITED DISCOVERY [DKT. NO. 5-1] 

Upon the Motion of pUintiffi for Ejqwdttcd Discovery,. the sapporting 
Memorandom of Uw, and the declaration of Jonathan Whitehead and the exhibit rfieteto, 
the (»urt finds diete is good cause for expedited discovery, in pani^ 
evidence and ro identify dw defendants for service. 

It is therefore ORDERED diat: 

1 . Plaind^ may serve immediate discovery on Patriot Media & 

Communications («Pattiot») to obtain rfw identity of Doc defendants 1,2 and 3 by serving 

a Rule 45 subpoena that scdcs informarion sufficient to identify cadi Doc defendant, 

inchiding the namcj address, tcfcphone numbo-, e-mail address, and Media Access Comr^ 
address for each defendants 

Z Ifai»d when Patriot is served wjdi a subpoena, wjdiin five business days 
thereof, it shall give nodcc (notice via cmaU is suffidcnt) of the subpoena to the subscri^ 
inqucstion. If Patriot an(Vor any dcfcndam wishes to move to quash tfic subpoena, the 
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party must do so before the return date of the subpoena, which wiU be 15 business days 
from the date of service. 

3. If and when Patriot is served widi a subpoena, Patriot shall immediately 
preserve the subpoenaed infoimatiQn in question pending rcsohidon of any timcly^filed 
motion to quash; and 

4. Counsel for plaintifis shall provide a copy of this Order to Patriot atong with 
the subpoena. 

5. The disclosure of this information is ordered pursuant to 47 U.S.C § 
551(c)(2)(B), which aurfiorizcs cable operators to disclose personally identifiable 
information when the cahk operators are ordered to do so by a court. 

TT IS FURTHER ORDERED THAT any information disclosed to plaintiffs h 
response to die Ruk 45 subpoena shall be used by plaintiff sokly for the purpose of 
protecting plaintiffi' rights under the Copyri^t Act 
SO ORDERED. 

Dated at Bridgeport, Connecticut diis 29th day of April, 2004, 



m 



/s/ Tanct C Hall 

Janet C HaU 

United States District Judge 
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JEFFREY G. KNOWLES (State Bar # 129754) 
JULIA D. GREER (State Bar # 200479) 
ZUZANA J. SVIHRA (State Bar # 208671) 
COBLENTZ, PATCH, DUFFY & BASS. LLP 
One Feriy Building, Suite 200 
San Francisco, California 941 1 1 
Telephone: (415) 391-4800 
Facsimile: (415)989-1663 

Attorneys for Plaintiffs 

MAVERICK RECORDING CO.; WARNER BROS 
RECORDS INC.; ARISTA RECORDS, INC.; VIRGIN 
RECORDS AMERICA, INC.; UMG RECORDINGS INC • 
INTERSCOPE RECORDS; BMG MUSIC; SONY MUSIc" 
ENTERTAINMENT INC.; ATLANTIC RECORDING 
CORP.; MOTOWN RECORD COMPANY, L.P.; and 
CAPITOL RECORDS, INC. 

UNITED STATES DISTRICT COURT 

NORTHERN DISTRICT OF CALIFORNIA 

SAN FRANCISCO DIVISION 



MAVERICK RECORDING COMPANY, a 
California joint venture; WARNER BROS. 
RECORDS INC., a Delaware corporation; 
ARISTA RECORDS, INC., a Delaware 
corporation; VIRGIN RECORDS AMERICA, 
INC., a California corporation; UMG 
RECORDINGS, IlSfC., a Delaware 
corporation; INTERSCOPE RECORDS, a 
California general partnership; BMG MUSIC, 
a New York general partnership; SONY 
MUSIC ENTERTAINMENT INC., a 
Delaware corporation; ATLANTIC 
RECORDING CORPORATION, a Delaware 
coqjoration; MOTOWN RECORD 
COMPANY, L.P., a California limited 
partnership; and CAPITOL RECORDS, INC., 
a Delaware corporation, 

Plaintiffs, 



vs. 



CASE NO. C-04-1 135 MMC 

[PROPO S ED] ORDER GRANTING 
PLAINTIFFS' MISCELLANEOUS 
ADMINISTRATIVE REQUEST FOR 
LEAVE TO TAKE IMMEDIATE 
DISCOVERY 



DOES 1 - 4, 



Defendants. 



[PROPOSED] ORDER 



Case 1 :05- 
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Upon the Miscellaneous Administrative Request of Plaintiffs For Leave To Take 
Inunediate Discovery, the Declaration of Jonathan Whitehead and the exhibit thereto. Plaintiffs' 
Requestfor Judicial Notice, and (he Declaration of Zuzana J. Svihra, it is hereby: 

ORDERED that Plaintiffs may serve immediate discovery on the University of 
Califorxua, Berkeley to obtain the identity of each Doe Defendant by serving a Rule 45 subpoena 
that seeks information sufficient to identify each Doe Defendant, including the name, address 
telephone number, e-mail address, and Media Access Control addresses for each Defendant. 

IT IS FURTHER ORDERED THAT any information disclosed to Plaintiffs m 
response to the Rule 45 subpoena may be used by Plaintiffs solely for the purpose of protecting 
Plamtiffs' rights under the Copyright Act. 

Without such discovery. Plaintiffs camiot identify tire Doe Defendants, and tiius 
camiot pursue their lawsuit to protect their copyrighted works from infring. 



jement. 



Dated: April 28, 2004 



James Larson U.S. Ma gistrate Judge 
United StatGo Diatriot Judfef 



[PROPOSED] ORDER 



Case No. C-04-1 135 MMC 
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EX 



UNITED STATES DISTRICT COURT 
DISTRICT OF RHODE ISLAND 



^fAVERICK RECORDING COMPANY, 
a Califoraia joint venture; UMG 
RECORDINGS. INC, a Delaware 
corporation; WARNER BROS. RECORDS 
INC., a Delaware corporation; MOTOWN 
RECORD COMPANY. L.P.. a Caiifomia 
limited pamiCTship; ATLANTIC 
RECORDiNG CORPORATION, a 
Delaware corporation; CAPITOL 
RECORDS, INC., a Delaware corporation; 
VIRGIN RECORDS AMERICA, INC., a 
Caiifomia corporation; BMG MUSIC, a 
New Yoric general partnership; and SONY 
MUSIC ENTERTAINMENT INC^ a 
Delaware Corporation, 

Plaintiffe, 



vs. 



DOES 1 -2, 



Defendants. 






CA 04 149^fL- 



Civil No. 



) 



ORDER GRANTING PLAINTIFFS' FX PARTE AnUCATIQN FOR LEAVE TO 

TAKE IMME0IATE DlSCOVRRV 



Upon the Ex Parte Application of Plaintifrs for Leave to Take Inunediatc 
Discovery and the supporting Memorandum of Law, the declaration of Jonathan Whitehead and 
the exhibit thereto, and Plaintiffe* Request for Judicial Notice it is hereby: 

ORDERED that Plaintifife may s*rve immediate discovery on Brown University 
to obtain die identity of each Doe Defendant by serving a Rule 45 subpoena that seeks 



r^i^-i^i^-' ■' v*^ 



iifi^jio^on sufficient to identify each Doe Defendant, including the name, address, telephone 
_^,p<^^BaiI address, and Media Access Control addresses for each Defendant. 



-1 -»l-j*pix- _ 
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IT IS FURTHER ORDERED THAT any infonnation disclosed to Plaintiffe in 
response to Hie Rule 45 subpoena may be used by Plaintiflfe solely for the purpose of protecting 
Plaintiffs' rights under the Copyright Act. 



Dated; ^.LrJt. Ja j,i / 



itcd Stated District /udge 



United 
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF WISCONSIN 



LOUD RECORDS, LLC, a Delaware corporation; 

WARNER BROS. RECORDS INC., a Delaware corporation- 

VIRGIN RECORDS AMERICA, INC., a California 

corporation; 

BMG MUSIC, a New York general partnership; 

ARISTA RECORDS, INC., a Delaware corporation; 

ELEKTRA ENTERTAINMENT GROUP INC., a Delaware 

corporation; 

SONY MUSIC ENTERTAINMENT INC., a Delaware 
corporation; 

PRIORITY RECORDS LLC, a California limited liability 
company; 

UMG RECORDINGS, INC.. a Delaware. corporation; 
ATLANTIC RECORDING CORPORATION, a Delaware 
corporation; and 

CAPITOL RECORDS, INC., a Delaware corporation. 

Plaintiffs, 



V. 



DOES 1 - 4, 



Defendants. 




ORDER GRANTING PLAINTIFFS* MOTION FOR LEAVE 
TO TAKE IMMEDIATE DISCOVERY 



Upon the Motion of Plaintiffs for Leave to Take Immediate Discovery and the 
supporting Memorandum of Law, and the declaration of Jonathan Whitehead and the exhibit 
thereto, it is hereby ORDERED that Plaintiffs may serve immediate discovery on Marquette 
University to obtain the identity of each Doe Defendant by serving a Rule 45 subpoena that 
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seeks information sufficient to identify each Doe Defendant, including the name, address, 
telephone number, e-mail address, and Media Access Control addresses for each Defendant. 

IT IS FURTHER ORDERED THAT any information disclosed to Plaintiffs 
in response to the Rule 45 subpoena may be used by Plaintiffs solely for the purpose of 
protecting Plaintiffs' rights under the Copyright Act. 

Dated at Milwaukee, Wisconsin, this 22nd day of April, 2004. 

SO ORDERED, 



s/Rudolp h T. Ranria 



HON. RUDOLPH T. RANDA 
Chief Judge 



Page -2- 
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF MISSOURI 

EASTERN DIVISION 






SONY MUSI^ ENTERTAINMENT INC., 
et al . , 



Plaintiffs, 



DOES 1 - 200, 



Defendants. 



No.' 4:04-CV-339 CEJ 



ORDKR 



^1 



.■A 



This matter is before the Court on plaintiffs' motion for 
leave to take inmiediate discovery. Plaintiffs are record companies 
who own copyrights in several sound recordings. They seek leave to 
serve limited discovery upon a third party Internet Service 
Provider ("ISP") to determine the true identities of the 200 Doe 
defendants who are being, sued for direct copyright infringement. 
Plaintiffs argue that without this discovery they cannot identify 
the defendants, and they would be unable to pursue their lawsuit to 
protect their copyrighted works from infringement. 

; Defendants are alleged to have used an online media 
distribution system to download ..plaintiffs' copyrighted works, to 
distribute copyrighted works, and/or to make copyrighted works 
available for distribution to others. Plaintiffs have identified 
each defendant by a unique Internet Protocol {"IP") address 
assigned to that defendant on the date and time of the alleged 
infringing activity. Plaintiffs have made copies of sound 
recordings each defendant made available for distribution, and have 
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obtained copies of a more complete list of files that each 
defendant has made available to the public for distribution. The 
ISP that provided Internet access to these defendants is Charter 
communications,. Inc. ("Charter"). Charter is able to match an IP 
address to a particular subscriber by reviewing its subscriber 
activity logs. These activity logs are typically retained- by the 
ISP for a limited period of tiane; therefore, plaintiffs seek 
immediate discovery before the information is permanently 
destroyed. 



Courts allow discovery to identify Doe defendants. 



See 



Wakefield v. Thompson , 177 F.3d 1160, 1163 (9th Cir. 1999); 
Valentin V. ninkins , 121 F.3d 72, 75 (2nd Cir. 1997); Munz v. P.r. 
758 F.2d 1254, 1257 (8th Cir. 1985). Courts will also allow " 
expedited discovery where the party establishes good cause, i.e. 
the need for expedited discovery, in consideration of 
administration of justice, outweighs prejudice to responding party. 
Semitool, Tnc. v. Tokyo Electron An. , t^^ 2O8 F.R.D. 273, 276 
(N.D. Cal. 2002); Qwest Comm. Tnt-1. Tn.-.. ... WorldOnP..^ m^^-,.,,..,.,, 
Inc., 213.F.R.D. 418, 419 (D. Colo. 2003); Yokohama Ti r. Cr^^j . .r 
Dealers Tir^ Supply, Tnr. , , 202 F.R.D. 612, 613-14 (D. Ariz. 2001). 
Plaintiffs demonstrate good cause here because they show 
irreparable harm from infringement, no prejudice to defendants, 
limited availability of the information sought and the movement 
forward of the case. 

Plaintiffs have shown that they will suffer ongoing 
irreparable harm by the repeated unauthorized copying of their 

-2- 
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copyrighted material. In addition, the defendants will not be 
prejudiced because plaintiffs seek contact information only and 
will use the information for the limited purpose of enforcing their 
rights under the Copyright Act. Because the information regarding 
the identity of the IP subscribers is available only for a limited 
time, the plaintiffs may. lose the opportunity to assert their 
rights if they are not allowed immediate discovery. Plaintiffs are 
unable to obtaio the subscriber names by any other means, and 
without this information the case cannot proceed. 
Accordingly, 

IT is HBREBr ORDERED that the plaintiff's motion for leave to. 
take immediate discovery [#3] is granted. 

IT IS FURTHER ORDERED that the plaintiffs may immediately 
serve a Rule 45 subpoena on Charter Communications, Inc. to obtain 
the identity of each defendant solely for the purpose of protecting 
plaintiffs' rights under the Copyright Act. 




CAR( 

UNITED STATES ofSTRICT JUDGE 



Dated this 22nd day of April, 2004 



- 3 - 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF MARYLAND 



VIRGIN RECORDS AMERICA, INC, * 

et aL 



Plaintiflfe 



* 
* 



V. 



JOHN DOE, * 



Civil No. P JM 04-964 



Defendant 



+ 

* 

* 



ORDER 



UponConsidemtionofPIaintiflfe'Motionforl^vetoTakelmmed^^ P>aperNo. 4], 

it is this 19th day of April, 2004, 



ORDERED: 



-■> 



1 ) Phindffe' Motion for l^ve to Take Immediate Discover [Paper No. 4] is GRANTED; 

2) Plaintiffi will be allowed to serve immediate discover on Ifae Unive^ity of Maryland to 
obtain the identity of the John Doe Defendant by serving a Rule 45 subpoena that seeks 
infomiation suflfcient to identify saki Defendant, including the name, address, telephone 
number, e-mail address, and Media Access Control address of Defendant; 

3) If and when the University of Maryland is served witha subpoena, it shaB give written 
notice, which can inchide use of e-mail, to the subscriber in question within five business 
days. If the University of Maiyland and/or Defendant wishes to move to quash the 



1 ^ ■*,*. *- h- 
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subpoena, Ihe partymustdo so before the return date of the subpoena, which shall be 25 
days from (he date of service; 

4) If and when the University of Maryland is served with a subpoena, it shaB preseive the 
subpoenaed infomation pending resolution of any timely filed motions to quash; 

5) Any information disclosed to Plaintifife in response to the Rule 45 subpoena may be used 
by Plaintiflfe solely for the purpose of protecting PlaintJfe' rights under the Copyright Act 
as set forth in the Complaint; and 

6) Plaintiflfe shall provide a copy of their Motion for Leave to Take Immediate Discovery and 
of this Order to the University of Nferyland along with the subpoena. 



A/ 



PETERJ.MESSnTE 
UNITED STATES DISTRICT JUDGE 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLORADO 
Judge Walker D. Miller . 



Civil Action No. 04-WM-548 (PAC) 

FONOVISA, INC., 

CAPITOL RECORDS, INC., 

MAVERICK RECORDING CO., 

LONDON-SIRE RECORDS INC., 

ARISTA RECORDS, INC., 

BMG MUSIC, 

INTERSCOPE RECORDS, 

PRIORITY RECORDS LLC, 

SONY MUSIC ENTERTAINMENT INC., 

VIRGIN RECORDS AMERICA, INC., 

UMG RECORDINGS, INC., 

WARNER BROS. RECORDS INC., 

MOTOWN RECORD COMPANY, LP., 

ELEKTRA ENTERTAINMENT GROUP INC., and 

ATLANTIC RECORDING CORPORATION, 



Plaintiffs, 



V. 



DOES 1-67, 



FILED 

UMiTEO STATES DISTRICT COURT 
DENVER. CC'uORADO 

APR -8 2004 

GREGORY C. LANGHAM 



Defendants. 



ORDER 



Miller, J. 

This matter is before me- on the Plaintiffs' Ex Parte Application for Leave to Take 
Immediate Discovery {"Application"), filed March 23, 2004. Having considered the 
Application, Plaintiffe' meoKDrandum of law in support of the Application, and the 
Declaration of Jonathan Whitehead, I conclude that the Application should be granted, 
as modified below. 



On March 23. 2004, Plaintiffs filed a complaint for copyright infringement against 
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sixty-seven John Doe defendants ("Defendants"), The complaint alleges that 
Defendants distributed and/or duplicated copyrighted sound recordings owned or 
controlled by the Plaintiffs without Plaintiffs' authorization via an online media • 
distribution system in violation of 17 U.S.C, § 501 . However. Plaintiffs are only able to 
identify Defendants with an unique l.ntemet Protocol ("IP") address; they dcrriot know 
Defendants' names, or any other identifying infonmation. 

Consequently, Plaintiffs seek permission to obtain Immediate discovery from 
Defendants' Internet Service Provider ("ISP"), Level 3 Communications, LLC ("Level 3"), 
whose subscriber activity log files would allow Plaintiffe to discover Defendants' 
identities. Specifically, they wish to serve a subpoena on Level 3 pursuant to Fed. R. 
Civ, P. 45, seeking each Defendant's true name, address, telephone number, e-mail 
address, and Media Access Control ("MAC") address.^ 

Under Fed. R Civ. P. 26(d), "a party may not seek discovery from any source 
before the parties have conferred as required by Rule 26(f),'' unless authorized by a 
court order or agreement of the parties or when otherwise allowed under the Rules of 
Civil Procedure. A court order allowing expedited discovery will issue only upon a 
shovwng of good cause. Qwest Communicattons Ihfir Inc. v. Worldquest Networks, 
Inc., 21 3 F.R.D. 418, 41 9 (D. Colo. 2003); Pod-ners, LLC v. Northern Feed & Bean of 
Lucerne LLC, 204 F.R.D. 675. 676 (D. Colo. 2002). 

Here, Plaintiffs argue that their immediate need of the data in the subscriber 



^A MAC address is the hardware address that uniquely identifies each node, or 
processing location (such as a computer), of a networic. See Webopedia. at 
httpy/www,webopedia.com/TERf^M/MAC_address.htn^ (accessed Apr, 5, 2004). 



I' ■ fl- r »k.i" ■ 
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activity logs establishes good cause. They indicate that ISPs such as Level 3 typically 
keep these logs for brief periods of time before erasing the data they contain. Plaintifls 
might never identify the Defendants without obtaining access to the data contained in 
the logs. See Decl. Johnathan Whitehead Supp. Ex Parte App., at If 22. 

Under tftese circumstances, Plalntiffe have established good cause; -6ood- 
cause exists where the evidence sought "niay be consumed or destroyed with the 
passage of time, thereby disadvantaging one or nnore parties to the litigation," Qwest, 
213 F.R.D. at 419. See also SemitooKlnc. v, Tokyo Bectron America, Inc., 208 F.R.D. 
273, 276 (N.D.Cal. 2002) (Good cause exists where "the need for expedited discovery, 
in consideration of the administration of justice, outweighs the prejudice to the 
responding party^. 

However, given the fact that Plainttffe' Application was expartie. Plaintiffs should 
serve a copy of this Order along with the subpoena. Further, Level 3 may move to 
quash the subpoena within ten days of being served with the subpoena. 
Accordingly, it is ORDERED: 

1 - Plaintiffe' Ex parte Applicafion for Leave to Take Immediate Discovery, 
filed March 23, 2004, is granted, Plaintiffe may serve a Rule 45 subpoena 
upon Level 3 Communications, .LLC that seeks information sufficient to 
identify each Defendant's true name, address, telephone number, e-mail 
address, and Media Access Control address. 
2. Any information disclosed to PlaintHfe in response to the subpoena may 
be used by Plaintiffs solely for the purpose of protecting Plaintiffs' rights 
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under the Copyright Act as set fortti In the Corrplaint 

3, . Plaintiffe' shall serve Level 3 Comnrjunications, LLC with a copy of this 

Order along with the subpoena. 

4. If Level 3 Communications, LLC wishes to move to quash the subpoena, it 
nUist do so within ten days ofbejng served with it. 

DATED at Denver, Colorado, this / day of April, 2004. 





'alker D. Miller 
United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF COLORADO 

Judge Walker D. Miller 



CERTIFICATE OF MAILING 



Case NO.04-WM-548 



Copies of this Order were served by delivery; or depositing the same in the United 
States mail, postage prepaid, addressed to the persons listed below: 

Richard L. Gabriel 
Timothy M. Reynolds 
Holme Roberts & Owen LLP 
DC Box 7 

Magistrate Judge Patricia Coan 



Dated: April 7, 2004 



^f. 




.5 



§ 
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iSOBLE 



734 662 0552 



04/12/2004 16:33 #102 P. 002/003 



UNTIED STATES DISTRICT COURT 
EASTERN DISTRICT OF MTCHIOAN 



-'i 
J 



WARNER BROS. RECORDS INC., a 
Delaware coiporation; BMG MUSIC, a New 
Yoric general partnership; SONY MUSIC 
ENTERTAINMENT INC.. a Delaware 
corporation; MAVERICK RECORDING 
COMPANY, a California joint venture; UMG 
RECORDINGS. INC.. a Delaware corporation- 
ELEKTRA ENTERTAINMENT GROUP . ' 
INC, a Delaware corporation; INTERSCOPE 
RECORDS, a California general partnership; 

VIRGIN RECORDS AMERICA, INC.. a 
Cahfomia coiporation; ATLANTIC 

RECORDING CORPORATION, a Delaware 
corporation; CAPITOL RECORDS, INC., a 
Delaware corporation; and CAPirOL 
RECORDS, INC., a Delaware corporation. 

Plaintiffe, 



Hon, : Gerald E. Rosen 
Case : 04-71058 



F 1 1 



^« 95 2884 



D 






^iCHtGAN 



DOES 1-9, 



Defendants. 



JONATHAN D. ROWE (P35384) 

MATTHEW E. KRICHBAUM (P52491) 

SOBLB & ROWE, LLP 

Attorneys for Plaintiff 

221 North Main Street, Suite 200 

Ann Arbor, Michigan 48104 

(734) 996 5600 



/ 



J 



^ 



1 TAKE T MMEDIATIi: DISCnYF.RY 

Upon th^ Ex Parte Motion of Plaintiffs for Leave to Take Immediate Discovery, 
the supporting Memorandum of Law. and the^leclaration of Jonathan Whitehead and the exhibit 
thereto, it is hereby; 



'J 
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ORDERED that Plaintiffs may serve immediate discoveiy on fte University of 

Michigan toobtain^eidentity of each I^Def«.dantbyservin,aRule45subpoenathatsee^ 
information sufficient to identiiy each Doe Defendant, including *e name, address, telephone 
number, e-mail address, and Media Access Cont„>l addresses for each Defendant 

IT IS FURTHER ORDERED THAT any informadon disclosed to Plaintilfe in 

r^nse to the Rule 45 subpoena may be used by Plaintiffs ^My for the purpo. of protecting 

Plaintiffs' rights under the Copyright Act 



Dated: 



H-S.O^ GBBALftfi. nOdEN 



United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF VIRGINIA 

ALEXANDRIA DIVISION 



ATLANTIC RECORDING 
CORPORATION, a Delaware corporation; 
PRIORITY RECORDS LLC, a California 
limited liability company; WARNER BROS. 
RECORDS INC., a Delaware corporation; 
VIRGIN RECORDS AMERICA, INC., a 
California corporation; ARISTA RECORDS, 
INC., a Delaware corporation; BMG 
MUSIC, a New Yoric general partnership; 
• CAPITOL RECORDS, INC^ a Delaware 
coiporation; FONOVISA, INC, a California 
corporation; INTERSCOPE RECORDS, a 
California general partnership; ELEKTRA 
ENTERTAINMENT GROUP INC., a 
Delaware corporation; MOTOWN RECORD 
COMPANY, LP., a California limited 
partnership; MA VERICK RECORDING 
COMPANY, a California joint venture; 
UMG RECORDINGS, INC., a Delaware 
corporation; and SONY MUSIC 
ENTERTAINMENT INC., a Delaware 
corporation. 

Plaintiffs, 



Docs 1 - 13, 



Defendants. 



Case No. 1:04CV316 




Ct^m. us. orsTRicT court 

AUXANDRIA, VIRGINfA 



ORDER GRANTING PLAINTIFFS^ MOTION FOR LEAVE TO TAKE IMMEDIATE 



DISCOVERY 



Upon the Motion of Plaintiffs for Leave to Take Immediate Discovery and the 
supporting Memorandum of Law, and the declaration of Jonathan Whitehead and the exhibit 



thereto, it is hereby: 
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ORDERED that Plaintiffs may serve immediate discovery on America Online, 
Inc. to obtain the identity of each Doe Defendant by serving a Rule 45 subpoena that seeks 
information sufficient to identify each Doe Defendant, including the name, address, telephone 
number, e-mail address, and Media Access Control addresses for each Defendant. 

IT IS FURTHER ORDERED THAT any information disclosed to Plaintiffs in 
response to the Rule 45 subpoena may be used by Plaintiffs solely for the purpose of protecting 
Plaintiffs' rights under the Copyright Act. 



Dated; 




:i^ u<^Y 



A/^"^/N 

United States Hagistrafc Judge 
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04/02/0-1 FRl 17,22 FAI 213 ^84 1«15 O.S DISTRICT COURT ©002 

UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OP CALIFORNIA 

WESTERN DIVISION 

CIVIL NONUTES - GENBRAL 
Case No. CV 04-1962 ABC (AJWx) Daw: April 2, 2004 

Tide: LONDON^SIRE RECORDS. INC. et. al.. v, DOES 1-4 

PRfiSENT; =^ = = ==== 

HON. ANDREW T. WISTRICH, MAGISTRATE JUDGE 

Ysela Benavides ^ 

Deputy aerk Court Reporter 

ATTORNEYS PRESENT FOR PLAINTIFFS: ATTORNEYS PRESENT FOR DEFENDANTS: 

None Present None Present 

ORDER REGARDING PLAINTIFFS' EX PARTE APPLICATION FOR LEAVE TO 
TAKE IMMEDIATE DISCOVERY 

PlaJnti£fe are thirteen record companies \>^o have filed a lawsuit against four unnamed 
"doe" defendants for alleged copyright inftingement. Plaintiffs filed a motion for leave to 
take unmediate discovery on March 23, 2004. {Notice of Ex Parte Application for Leave 
to Take Immediate Discovery (**Notice") filed March 23, 2004]. Plaintiffs allege that 
defendants, usingan online pccr-to-peer ("P2P'') media distribution sj^tcm, made a^ilable 
for distribution, and in fact distributed, copyrighted songs without license or other 
authority to do so, thereby infringing plaintiffs' copyrights. [See Memorandum of Law in 
Support of Ex Parte Application For Leave to Take Immediate Discovery ("Memorandum") 
filed March 23, 2004, at 2]. Plaintiffs have acquired the Internet Protocol ("IP") addresses 
assigned to each of the fotir defendants on the dates and times of the infiinging activity. 
[Memorandum 2], Using a public database, plaintiffs determined that the subjea IP 
addresses belong to the University of Southern California ("USC"). [Memorandum 2-3]. 
As an Internet Service Provider ("ISP"), USC maintains a subscriber activity log indicating 
whid\ of its subscribers were assigned the IP addresses in question on the relevant dates 
and times. [Memoraadum 3]. In plaintiffs' o^jcricncc, most ISPs maintain subscriber 
activity logs for only a short period of time before destroying the information contained m 
the logs- [Memorandum 3]. From the subscriber logs, USC can use the IP addresses and 
temporal Information provided by plaintiffs to identify the true names, street addresses, 
phone numbers, e-mail addresses, and Media Access Control ("MAC") addresses for each 
defendant- [Memorandum 3], Plaintiffs ask this Court to allow immediate issuance of a 
subpoena directing USC to produce defendants' names and the other personal information 
described above so that plaintiffs may contact defendants in an attempt to negotiate a 
resolution to plaintiffs' claims; or failing that, to add defendants as named parties to this 
litigation. 
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UNIHED STATES DISTRICT COURT 
CENTRAL DISTRICT OF CALIFORNIA 

CrVTL MINUTES-GENERAL 

GenmlJy parties must meet and confer prior to seeking expedited discovery. See Fed. R 
Civ. P. 26(f). Tliat requiremenc, however, may be dispensed with if good cause is shown 
gge Semitool. Inc. v. Tokyo F.lf c(ron Am.. Tnr , ?nfl P p rt ovt ny^ yf, ^^.j p ^al 2002)" 
P amtiffs have shown good cause. The true identities of defendants arc tmknown to 
plaintiffs, and this Utigation cannot proceed without discovery of defendants' true 
identities. [S^ Memorandum 7-9]. 

Subject to the foUowing qualiHcations, plaintiff' ex parte applicaUon for leave to take 
immediate discovery is granted. 

If use wishes to me a motion to quash the subpoena or to serve objections, it must do so 
before the return date of the subpoena, which shall be no less than twcniy-one (21) days 
from the date of service of the subpoena. Among other things. USC may use this time to 
notify the subscribers in question. 

use shall preserve any subpoenaed information or materials pending compliance with the 
svibpoena or resolution of any timely objection or motion to quash. 

Plaintiffs must serve a copy of this order on USC when they serve the subpoena. 

Any information disclosed to plaintiffs in response to the Rule 45 subpoena must be used 
by plaintiffs solely for the purpose of procccung plaincifcj' rights under ilic Copviii'hi Act 

as set forth in the complaint. * 



@003 



IT IS SO ORDERED. 



a:: Partids 



MINUTES FORM n r -.• • rr^ ^ ■. 

CIVIL-GEN Iniuals of Deputy Qerk 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF TEXAS 

SHERMAN DIVISION 



u« ym 3 i P.H 9: 32 

TEXAS -EASTcRM 



ARISTA RECORDS, INC., a Delaware 
corporation; SONY MUSIC 
ENTERTAINMENT INC., a Delaware 
corporation; MAVERICK RECORDING 
COMPANY, a California joint venture; 
FONOVISA, INC., a California corporation- 
WARNER BROS. RECORDS INC., a 
Delaware corporation; UMG RECORDINGS, 
INC., a Delaware corporation; VIRGIN 
RECORDS AMERICA, INC., a California 
corporation; INTERSCOPE RECORDS, a 
California general partnership; PRIORITY 
RECORDS LLC, a California limited liability 
company; LOUD RECORDS, LLC, a 
Delaware corporation; MOTOWN RECORD 
COMPANY, L.P., a CalifMnia limited 
partnership; CAPITOL RECORDS, INC., a 
Delaware corporation; BMG MUSIC, a New 
York general partnership; ATLANTIC 
RECORDING CORPORATION, a Delaware 
coiporation; CAROLINE RECORDS, INC., a 
New York corporation; ELEKTRA 
ENTERTAINMENT GROUP INC., a 
Delaware corporation; and LONDON-SIRE 
RECORDS INC., a Delaware corporation, 

PlaintifS. 



vs. 



DOES 1 - 143, 



Defendants. 



§ 
§ 
§ 
§ 
§ 
§ 
§ 

§ 
§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 
§ 
§ 

§ 
§ 




Case No.: 



m:oMcv/^3 



Y 



ORDER GRANTING Pf.ATNTT FFS' EXPEDTTED EX PAnTKMCVTlCiK irn p ORDER 

PERMITTING TmUD-PART V DISCOVERY PRIOR TO FFD. R. CIV. P. Ifi^ft 

CONFERENCE ' 



i 



>i 



U 
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Upon the Ex Parte Motion of Plaintiffs for Order Permitting Third-Party 
Discovery Prior to Fed. R. Civ. P. 26(f) Conference and Memorandum of Law in Support, and 
the declaration of Jonathan Whitehead and the exhibit thereto, it Is hereby: 

ORDERED that Plaintiffs may serve immediate discovery on Southwestern Bell 
htemet Services to obtain the identity of each Doe Defendant by servmg a Rule 45 subpoena 
that seeks mformation sufficient to identify each Doe Defendant, including the name, address, 
telephone number, e-mail address, and Media Access Control addresses for each Defendant 

IT IS FURTHER ORDERED THAT any information disclosed to Plaintiffi in 
response to the Rule 45 subpoena may be used by Plamtiffe solely for the purpose of protecttag 
Plaintifis' rights under the Copyright Act 



Dated; J 



-30-^ 




United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE MIDDLE DISTRICT OF TENNESSEE 

NASHVILLE DIVISION 



.:i 



INTERSCOPE RECORDS; VIRGIN 
RECORDS OF AMERICA, INC; 
ATLANTIC RECORDING CORP; 
SONY MUSIC ENTERTAINMENT, 
INC.; ELEKTRA ENTERTAINMENT 
GROUP. INC; UMG RECORDINGS. 
INC.; ARISTA RECORDS, INC.; 
WARNER BROS. RECORDS INC.; 
CAPITOL RECORD, INC.; 
MAVERICK RECORDING COMPANY; 
and BMG MUSIC 



V. 



DOES 1-7 



No 3-04-0240 



ORDER 



The plaintiffs' motion for expedited discovery (Docket Entry No. 3) is GRANTED. The 
stay of discovery, pursuant to Rule 26(d) of the Federal Rules of Civil Procedure, is hereby 



LIFTED. 



If the defendants cannot be served with summons and the comphiat prior to May 10, 
2004, plaintiffs' counsel shaU notify the office of flie undersigned to reschedule the May 10, 
2004, initial case management conference. 

It is so ORDERED. 




GRIFFIN 
States Magistrate Judge 




This document was entered on 
the dockrt in ccmplianco with 
Rule 58 and/or Rule 79 (a). 



CRCP 



. o«i^8y^;^ 



(3> 
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FJLEO 

flECEIVFD 



MAR302004 



CLERK US0»S1 Hi 
DISTRICT OF 



BY^ 



UNITED STATES DISTRICT COUICT 
DISTRICT OF ARIZONA 

Iflteraoopc Reconls^ et al.. 

No. CV-(MH31 TUG - JM 



Plaintiffi, 




V. 

Docs 1^4, 



ORDER 



I>efetidants. 






Pending before the Court is the Plaintiffij' ex pane Motion for Leave to Take 
iamcdiatoDiscovety[Do<*etNo.2]. Upcajooiisideraticaiofti»Motk» and the supporting 

M«norandum of Uw. and the declaration of Jonafaan WMtehead «id tiK^ 
tiiorcto, it is hereby; 

ORDERED that Plaintififs' Motion for Leave to Take Immediate Discovcor [Docket 
No. 2] is GRANTED; 

IT IS FURTHER ORDERED thrt Phintiffe inay serve inowdiale discov«y on the 

Univmily of Arizona to obtain ti» identity of each Doe Ddeodant by serving a Rale 45 

subpoena that 8eek« inforination sufficie« to identify each Doe Defendant, inclw^ 

name, address, telephone «m»bcr. <^mail addccM, and Media Access C6nl»l add^ 
each I>efeodant; 

IT IS FURTHERORDERED thatany infonnationdiscloscdto Plaintifft ian^ponsc 
to the Rule 45 subpoena shall be used by Plaintiffs solely for fhc purpose of p«*«ting 
Plaintififs- rights under the Copyright Act as set forth in the Complaint; 



Q^J-^ 




•*»^-^ !■■ ■* NJ ,«« — - 
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IT IS FURTHER ORDERED that, if btkI v/hea the Univerei^ of Arizona is served 
with a subpoena, within five (5) business days thereof it «haU give written noticB, which can 
include use of e-mail, to the subscribers whose identities aie to be disclosed in response to 
Ihe subpoena. If the University of Arizona and/or any Defendant wishes to move to quash 
the subpoena, they shall do so before the return date of the subpoena, which shall be twenty- 
i5ve (25) business days form flic date of service; 

IT IS FURTHER ORDERED diat, if and when the Umvewity of Arizona is served 
with a subpoena, the Uraveraity of Arizona shall preserve the data and mformation sought 
m the subpoena pending resohition of any timely filed motion to quash; 

IT IS niRTHER ORDERED that couasd for PWittiffi shall provide a copy of diis 
Order to the Universtty of Arizona when the subpoena is served. 

Dated tiiis Z^^ y of Maich, 2004. 




jKCQUBU^EkMRsaAIX 



^ 



States Magistrate Judge 
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UNITED STATES DISTRICT COURT 

SOUTHERN DISTERICTOF INDIANA 

INDIANAPOUS DIVISION 



INTERSCOPE RECORDS, et aL. 

Plaintiffs. 



V. 



JOHN DOES I - 5. 



Defendants. 



ENTERED 

MAR 2 5 2004 

U.S. CLERK'S OFRCe 
INDIANAPOUS. INDIANA 



CAUSE NO. l:04-cv-0542DFH-TAB 



) 



ORDER AUTHORIZING IMMEDIATE DISCOVERY 



copyright Infilngei 



■ding 



subpoenas to discover the identity of five defendants. Plaintiffs have ^eged 
claims of direct copyright Infilngement by five defendants through use of "Peer to 
Peer" or «P2P- software over the Internet. Tlie defendants are Identified by 
Internet Protocol ("IP") addresses and the dates and times of the aUeged 
Infringements. To leam the identities of the defendants, plaintiffs need 
Information fix>m the Internet Seivlce Provider ("ISP-) for the defendants. The ISP 
in this case is Indiana University. Plaintiffs assert that the ISP should be able to 
identify the five defendants easily using the available information. 






.? 
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Plaintiffs seek an order authorizing Immediate discovery because ISPs 
typlcany erase or overwrite data In a relatively short time period. In such 
circumstances, expedited discovery is needed to avoid the loss of information 
about the identities of the alleged Infringers. Tlie court finds that plalntiflfe have 
shown good cause for launching discovery at this time, and there Is no identified 
defendant with whom plaintiffs could conduct a discovery conference. Because 
It appears that the Information plaintiffs seek may be subject to 47 U.S.C. § 
561(c)(2), the court will order the subpoenaed ISP to notify its subscribers of the 
fact that the subpoena has been received so that the subscribers may have an 
opportunity to assert any rights they might have related to the discovery. 



Accordingly, it Is hereby ORDERED that plalntlfis may immediately serve 
discovexy requests on hidiana University to obtain the identities of the John Doe 
defendants by serving a Rule 45 subpoena for information identifying each 
defendant. Including name, address, telephone number, e-mail address, and 
Media Access Control addresses for each defendant Within seven calendar days 
after receiving the subpoena, Indiana University shaU notify the persons In 
question of the receipt of the subpoena pursuant to 47 U.S.C, § 551(c)(2}. and 
Indiana University shall not respond to the subpoena untU at least fourteen 
calendar days after It has notified the persons in question. Indiana University 
shall immediately take steps to preserve all subpoenaed information. 



-2r 
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Plaintiffs may use any information disclosed to them in response to the Rule 
45 subpoena solely for the purpose of asserting and protecting plaintiffs' rights 
under the Copyright Act 



So ordered. 



Date: March 25. 2004 



Copies to; 

James Dimos 
Joel E. TVagesser 
Locke Reynolds LLP 
201 North Illinois Street 
SiUte 1000 

P.O. Box 44961 

Indianapolis, Indiana 46244-0961 

ldlmQS@l ocke.nnTn 
[esser^lrK^kp >^r>m 




DAVID F. HAMILTON. JUDGE 
United States District Comt 
Southern District of Indiana 



-3- 



*T^fc»» ^«^^ — 



,1^1^^ "I*, ^^ ^^ 
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"■'^ ^^ ^ COJRTROCM DBPiSVf CN 



267 293 7509 P,04>^ 



IN THE UNITED S!nAirKS DISTRICT COORT 
FOR THE EASTERN DISTRICT OP ?EmiSXliVANIA 

3MG MCJ5IC, ec ai. . ^^„^ 

NO, 04-650 V 

DOES 1-203, ■ ; ■ 

Defendants. 

ORDER 

AND NOW, this ^"^ay of March, 2004, upon consideration 
of Plaintiff's Motion for Leave to Take Expedited Discovery * Doc. 
3) , it is hereby ORDERED that said Motion is GRANTED with respect 
to the Defendant Identified as ''Doe #1." As this Court has 
severed all other Defendants, discovery issues in the other cases 
will be at the discretion of other randomly assigned judges of 
this court. Plaintiffs therefore have leave to serve i»»ediate 
discovery on Comcast to obtain the identity only of the Doe 
Defendant known as «Doe #1" in Exhibit A of Plaintiffs' 
complaint. The Court notes that Comcast is now, if it is not 
already, on notice that it possesses documents necessary to 
litigation (the subscriber data that relates individual users to 
their internet protocol address >, and it should act to preserve 
all relevant information with an eye towards Plaintiffs' 
discovery needs. This Order does not prejudice Comcast's ability 
to seek a protective order, or to take other actions as are 
appropriate. 

AND IT IS SO ORDERED. 




Clarence c, Newcomfcr, S.if 



3 

■T 



^ 267 299 7508 oqv "^^^'^ P- ^ 

^'^ P.04 
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^ , ^ ^ FILED IN CLERK'S OFROE 

IN THE UNITED STATES DISTRICT COURT U£.d.c. - A: ..ata 

FOR THE NORTHERN DISTRICT OF GEORGIA 

ATLANTA DIVISION 



VIRGIN RECORDS AMERICA, INC., 
et al.. 

Plaintiffs, 






V. 



DOESl-44, 



Defendants. 



MAR 3 2004 

IAS,1 




aVIL ACnON NO. 
l:04-CV-0438-CC 






ORDER 

Currently pending before the Court is Haintifife' Motion for Leave to Take 
Expedited Discovery. Plaintiffs, record companies who own copyrights in various 
sound recordings, seek leave of Court to serve limited, immediate discovery on 
Earthlink, Inc. ("Earthlink"), a third party IntemetSendce Provider ("JSP"), in order 
to determine the true identities of the Doe Defendants. 

According to Plaintiffs' Complaint, the Doe Defendants used an online media 
distribution system to download Plaintiffe' copyrighted works to thepublic, and/or 
make copyrighted works available for distribution to others. Althou^ Plaintiffs do 
not know the true names of the Defendants, Plaintiffs have identified each 
Defendant by a unique Internet Protocol ("IP") address assigned to that Defendant 

I on tiie date and atthe time of the Defendants' allegedly infringing activity. Through 
tiie use of a publidy available database. Plaintiffs have braced die IP address for eadi I 
Defendant^ and have determined that the ISP is Earthlink.* In their motion for 

expedited discovery. Plaintiffs ask flie Court for permission to serve a Rule 45 

Plaintiffs have submitted the dedaraticm of Jonathan Whitehead, Vice 
President and Counsel for Online Copyti^t Protection for the Recording Industry 
Association of America, Inc., in support of their motion for expedited discovery. 
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subpoena on Earthlink that seeks information sufficient to identify each Doe 
Defendant, including the name, address, telephone number, e-mail address, and 
Media Access Control addresses for each Defendant 

Public atizen, the American Civil Liberties Union, llie Electronic Frontier 
Foundation, and the ACLU of Georgia (collectively referred to as "amid'') have 
moved the Court for leave to file a memorandum as amid curiae addressing 
Plaintiffs' motion for expedited discovery. In their memorandum, amid argue that 
Plaintiffs have not made a sufficient factual showing to warrant discovery into the 
identities of persons who have communicated anonymously over the Internet, or 
made a sufficient showing that this Court has personal jurisdiction over each 
Defendant. In addition, amid argue that there are also serious concerns whether aU 
44 Doe Defendants are properly joined in one action. Lastly, amid argue that if the 
Court does allow some discovery, die Court should enlarge iiie period of time which 
Earthlink has to respond so that the iridividual defendants wffl have a meaninghil 
opportunity to object to the subpoena if they so choose. Haintiffe' oppose amid's 
motion, arguing that amids effort to inject ftemselves into fliis case is premature. 
As an initial matter, amid's motion for leave to file their memorandum is 
GRANTED.^' However, after consideration of amid's brief, the Court agrees with 
Plaintiffs that the issues raised by amid are premature. In this regard, no party to 
this action has raised any of the issues addressed in amid's memorandum, and amid 
may not inject issues into the case which have not been raised by a party. See 
McQeskeyv.Zanf , 499 U.S. 467, 523 n.lO, 111 S.Ct 1454, 1485 n.10, 113 L.Ed.2d 517 
(1991) (nt is well established ... that dus Court wiU not consider an argument 



' 






' See Delullo V.Georgia , 127 F.Supp.2d 1274, 1284 (N.D. Ga. 2001) (decision to 

auow a non-party to participate as amicus curiae is solfely within the broad discretion of 
tiie Court). 



s 



-2- 



I 
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advanced by amicus when that argument was not raised or passed on below and was 
not advanced in this Court by the party on whose behalf the argument is being 
^ raised."). The issues addressed by amid may be resolved in the ordinary course of 
this litigation if and when such issues are raised by any Defendant 

Turning to Plaintiffs' request for expedited discovery, upon consideration of 
Plaintiffs' motion and supporting brief, as well as the declaration of Mr. Whitehead, 
the Court finds that Plaintiffs have established good cause for the expedited 
discoveiy they request Where the Complaint aUeges a prima fecie case of copyright 
infringement and where the lawsuit cannot proceed until Defendants are properly 
j identified. Plaintiffs' motion for limited, immediate discoveiy in order to identify tfie 
Doe Defendants is due to be GRANTED. 

ACCORDINGLY, IT IS HEREBY ORDERED: 

Plaintiffs may serve immediate discovery upon Earthlink to obtain the 

identity of each Doe Defendant by serving a Rule 45 subpoena that seeks 

information sufficient to identify each Doe Defendant including the name, address, 

I telephone number, e-mail address, and Media Access Control address for each 

Defendant 

Any information disclosed to Plaintiffe in response to the Rule 45 subpoena I 
may be used by Plaintiffs solely for the purpose of protecting Plaintiffs' rights under 
the Copyright Act as set forth in the Complaint 

If and when Earthlink is served with a subpoena, within five (5) business days 
thereof it shall give notice to the subscriber in question of the subpoena. If 
Earthlink and/or any Defendant wishes to move to quash the subpoena, they shall 
do so before the return date of the subpoena, which shaU be twenfy-five (25) days 
from the date of service. 

If and when Earthlink is served with a subpoena, Earthlink shall preserve the 



-3- 
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subpoenaed informaaon in question pending resolution of any timely filed motion 
to quash. 

Counsel for Plaintiffs shaU provide a copy of this Order to Earthlink when the 
subpoena is served. 

CONCLUSTQN 
For the reasons set forth above, Plaintifis' Motion for Leave to Take Expedited 
Discovery [2-1] is GRANTED. Amid's Motion for Leave to File Memoraiidum as 
Amici Curiae [5-1] is also GRANTED. 



. 






SO ORDERED this L^i^ day of ^/LC^^ 






^2004. 







C LAREN CE C 
UNITED STATES DISTRI 



i 






-4- 
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STERNS & WEliSlROTH, P.C. 
50 West State Street, Suite 1400 
Trenton, NJ. 08607-1298 
KAREN A. CONFOY (KC-084S 
Telephone; (609) 392-2100 
Facsimile; (609) 392-7956 
Attorneys for Plaint^s 



UNITED STATES DISTRICT COURT 
DISTRICT OF NEW JERSEY 



ELEKTRA ENTERTAINMENT 
GROUP INC^ a Delaware 
corporation; CAPITOL 
RECORDS, INC„ a Delaware 
corporation; PRIORITY 
RECORDS LLC, a California 
limited liability company; VIRGIN 
RECORDS AJWERICA^NC, a 
Cahforma corporation: WARNER 
BROS. RECORDS INfc.^a 
Delaware corporation; SONY 
MUSIC ENTERTAB?iMENT INC., 
a Delaware corporation: ARISTA 
RECORDS, INC^ a Delaware 
corporation; BMG MUSIC, a New 
Yoric general partnership; 
MAVERICK RECOREttk} 
COMPANY^ Califomiaioint 
venture; MOTOWN RECORD 
COMPANY, L.P., a Cah'fonua 
limited partnership: UMG 
RECOEfclNGSjhiC^a Delaware 
corporation; IhTtERSCOPE 
RECORDS, a California general 
partnership: and ATLANTIC 
RECORDING CORPORATION, a 
Delaware coiporation, 



CIVIL ACTION / ^ 

Case No.: ^y^- ai/-Co7(ff^) 

ffl^rnHM^RDER GRANTING 
-X PARTEKELBEF PERMITTING 
PLAINTIFFS TO CONDUCT 
LIMITED EXPEDITED 
DISCOVERY UPON RCN 
CORPORATION 




Plaintiffs, 



V. 



DOES 1 - 7. 



Defendants. 
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Upon Plaintiffs' application for an Oixier to Show Cause granting 
Plaintiffs ex parte relief permitting them to conduct limited expedited discovery, 
the supporting memorandum of law, the declaration of Jonathan Whitehead and 
exhibit thereto, and the declaration of Karen A. Confoy, it is hereby: 

ORDERED that Plaintiffs may serve immediate discovery on RCN to 
obtab the identity of each Doe Defendant by serving a Rule 45 subpoena that 
seeks information sufficient to identiiy each Doe Defendant, iacludmg the name, 
address, telephone number, e-mail address, and Media Access Control addresses 
for each Defendant. 

IT IS FURTHER ORDERED THAT any information disclosed to 
Plaintiffs in response to the Rule 45 subpoaia may be used by Plaintiffs solely for 
the purpose of protecting Plaintiflfe' rights under the Copyright Act 



Dated: 
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UNITED STATES DISTRICT COURT 
SOUniERN DISTRICT OF NEW YORK 



■A 



CAPITOL RECORDS, INC, a Delaware 
corporation; ARISTA RECORDS, INC., a 
Delaware corporation; INTERSCOPE 
RECORDS, a California general partnership; 
LOUD RECORDS, LLC, a Delaware corporation; 
UMG RECORDINGS, INC-, a Delaware 
corporation; WARNER BROS. RECORDS INC., 
a Delaware corporation; ATLANTIC 
RECORDING CORPORATION, a Delaware 
corporation; FONOVISA, INC., a California 
corporation; SONY MUSIC ENTERTAINMENT 
INC., a Delaware corporation; BMG MUSIC, a 
New York general partnership; LONDON-SIRE 
RECORDS INC., a Delaware corporation; 
MOTOWN RECORD COMPANY, L JP., a 
California limited partnership; PRIORITY 
RECORDS LLC, a California limited liability 
company; MAVERICK RECORDING 
COMPANY, a California joint venture; 
ELEKTRA ENTERTAINMENT GROUP INC., a 
Delaware corporation; and VIRGIN RECORDS 
AMERICA, E4C., a California corporation, 

Plaintiffi, 



Qvil Action No.: 04 CV 472 (LAJg(HBP) 



-against* 



DOES 1 - 250, 



Defendants. 



^ROPO S E OI ORDER GRANTING PLAINTIFFS^ EX PARTE APPLICATION TO 

TAKE IMMEDIATE DISCOVERY 



r! 



Upon the ex parte application of Plaintiffs to take inmiediate discovery, the annexed 
declaration of Jonathan Whitehead and the exhibit thereto, the annexed declaration of L 
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Christopher Jensen, Esq., and the accono^auymg Memorandum of Law, it is hereby: 



ORDERED that PlaintifEs may serve immediate discovery on Time Warner Cable to 
obtain the identity each Doe Defendant by requesting the name, address, telephone number, e- 
mail address, and Media Access Control addresses for each Defendant, ^n rt innln n i r rt nf thjg 

laedpuibuam lu 47U.0.C § 551(o)(3)(D), — 



^^ 



IT IS FURTHER ORDERED THAT any information disclosed to Plainlife in response 
to the discovery requests may be used by Plaintiffe solely for the purpose of protecting PlaintifS' 
rights under the Copyright Act 



Dated: 





0617027.1 
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c 

Only the Westlaw citation is Gurrently available. 

United States District Court, 
N.D. Georgia, Atlanta Division. 

LWTED PARCEL SERVICE OF AMERICA, INC., 

Plaintiff, 

V. 

JOHN DOES ONE THROUGH TEN, Defendants. 
No.Civ.A. 1-03-CV-1639. 

June 13,2003. 
ORDER 
CAMP . J. 

*1 WHEREAS, Plaintiff has filed an emergency motion 
requesting expedited discovery for the limited purposes of 
(a) securing the information necessary to identify the 
Defendants and determine the Defendants' locations and 
legal status and (b) preserving the information necessary for 
Plaintiff to prosecute its claims against Defendants; and 

WHEREAS the Court has reviewed the record and 
Plaintiffs motion and has determined that Plaintiff has just 
need for the expedited discovery it requests by way of its 
motion, 

IT IS HEREBY ORDERED that Plaintiff shall be permitted 
to take discovery immediately for the limited purposes of 
identifying the Defendants, determining the Defendants' 
location and legal status, and preserving evidence necessary 
for trial, 

IT IS FURTHER ORDERED that Plaintiff may require full 
and complete responses to any subpoenas or other discovery 
it serves pursuant to this Order within three (3) calendar 
days of service. 

2003 WL 21715365 (N.D.Ga.) 
END OF DOCUMENT 



Copr. © West 2004 No Claim to Grig. U.S. Govt, Works 
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Only the Westlaw citation is currently available. 



United States District Court, 
E.D, Pennsylvania. ^ 

ENTERTAINMENT TECHNOLOGY CORPORATION 

V. 

WALT DISNEY IMAGINEERJNG, et ai. 

No. Civ.A. 03-3546. 

Filed June 9, 2003. 
Oct. 2, 2003. 

represented by Paul O. Mofer . Klehr Harrison Harvey. 
Branzburg & Ellers, LLP, Phila, PA, Lead Attorney, 
Attorney to be Noticed, Ira A. Rosenau , Klehr, Harrison, 
Harvey, Branzburg & Ellers LLP, Philadelphia, PA, 
Attorney to be Noticed, for Entertainment Technology 
Corporation, Plaintiff. 

represented by James P. HnUvd^y , Laurence Z. Shiekman . 
Steven K Winnie, Pepper Hamilton LLP, Philadelphia, PA, 
Lead Attorney, Attorney to be Noticed, for Walt Disney 
Imagineering, Defendant. 

represented by James D. Hollvdav . Laurence Z. Shiekman, 
Steven K Winnie, (See above for address), Lead Attorney, 
Attorney to be Noticed, for Walt Disney Imagineering 
Research & Development, Inc., Defendant. 

represented by James P. Hollvday^ Laurence Z. Shiekman . 
Steven K Winnie, (See above for address), Lead Attorney, 
Attorney to be Noticed, for the Walt Disney Company, 
Defendant. 

represented by James P. Honvdav. Laurence Z. Shiekman 
Steven K Winnie, (See above for address), Lead Attorney, 
Attorney to be Noticed, for Walt Disney World Co., 
Defendant. 

represented by Ira A. Rosenau. (See above for address), 
Attorney to be Noticed, for Environmental Tectonics 
Corporation, Counter Defendant. 



MEhfORANDUM AND ORDER 



HUTTON, J. 



*1 Currently before the Court are Plaintiffs Motion for 
Leave to Conduct Limited Discovery on an Expedited Basis 
and to Shorten Time to Respond to Motion (Docket No. 12). 
Defendants* Reply in Opposition thereto (Docket No. 20), 
and Plaintiffs Reply Memorandum in Further Support of its 



Motion (Docket No. 21). 

I. ISSUE PRESENTED 

Plaintiff Entertainment Technology Corporation ("ETC") 
seeks leave to conduct expedited discovery of documents 
concerning safety tests performed on "Mission: Space," a 
new nde at Walt Disney World's Epcot theme park. Plaintiff 
asserts expedited discovery of these documents is necessary 
to protect the public interest and ETC's contractual nghts. 
Defendants Walt Disney Imagineering, Walt Disney 
Imagineering Research and Development, Walt Disney 
Worid Co., and Walt Disney Company (collectively referred 
to for purposes of this motion as "WDI") oppose the motion. 

II. FACTUAL BACKGROUND 

In January 2000 ETC and WDI entered into a contract 
involving the creation of Mission: Space, a new ride at the 
Epcot theme park in Florida. The parties' relationship dates 
back to at least August 1998. The Mission: Space ride is a 
space flight simulator that uses a multiple-arm centrifuge 
system to simulate the g-force load of space launch and 
re-entry. The ride was opened to the public on August 15, 
2003. Beyond those facts, the parties characterize both the 
contract and their relationship very differently. ETC claims 
the contract gave it the responsibility to design and build the 
ride and to perform safety tests on the ride. WDI describes 
the contract as the "Material Procurement Contract," an 
agreement under which ETC was to provide certain goods 
and services for the ride. 

At some point, the relationship soured and the original 
contract was altered by a series of changes. The one 
pertinent to this litigation is Change Order No. 22. The 
parties disagree how Change Order No. 22 affected the 
January 2000 contract. The basic dispute is over which party 
retained ultimate responsibility to complete the ride after the 
Change Order. WDI claims Change Order No. 22 gave 
Disney final say; ETC claims it retained final control. 

In the present motion, Plaintiff ETC motions for leave to 
conduct expedited discovery of, among other requests, the 
following documents: 
All documents concerning the testing or analysis of the 
safety, functioning or performance of the Ride, including 
all components of the Ride, whether or not such testing or 
analysis was performed by Disney or another person or 
entity. 
See Plfs Document Request No. 1. Ex. D. to Plfs Motion 
for Leave to Conduct Limited Discovery. The document 
request then lists the various categories of test data Plaintiff 
would like to discovery. Defendants oppose the motion, 
claiming expedition is not warranted and, in any event, die 
documents are proprietary. 
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A discovery request would not usually warrant the extended 
discussion of a fiill memorandum and order. However, 
much of the debate between the parties focuses on which 
legal standard should be applied to decide a motion for 
expedited discovery. The area of law is indeed very unclear. 
Plaintiff argues for an inquiry into the reasonableness of the 
discovery request, while Defendant argues the request must 
be analyzed under factors akin to those used to decide 
preliminary injunction motions. The Court agrees with 
Plaintiffs and will analyze the Plaintiffs motion according 
to the factors discussed below. Ultimately, Plaintiffs motion 
for expedited discovery is denied! 

III. LEGAL STANDARD 

*2 Federal Rule of Civil Procedure 26f'd) requires that "a 
party may not seek discovery from any source before the 
parties have conferred as required by Rule 26rn ." Rule 
-6(d) expressly provides for departure from the "meet and 
confer" process of Rule 26(n if the parties agree to 
expedited discovery or if the Court so authorizes. Unlike 
other discovery provisions of the Federal Rules, Rule 26fd^ 
does not provide a standard under which a court should 
decide expedited discovery motions. See, e.g., Fed.R.Civ.P. 
26(c) (providing that a party show "good cause" to get a 
protective order); Pansv v. Bn nntjrh nf Stmudshur^ 21 F Id 
772 f3dCir. 1994^ (setting forth "good cause" test). 

A survey of applicable case law, which until recently was 
scant, reveals that district courts in this circuit have used 
one of two standards to evaluate motions for expedited 
discovery. One standard analyzes expedited discovery 
requests as if they were actually requests for injunctive 
relief or for specific performance. This standard is 
understandably difficult to meet for the moving party. The 
other standard requires that the moving party show that the 
expedited discovery request is reasonable in light of all 
circumstances. Whether a request is reasonable, of course, 
changes depending on the circumstances of the case and 
timing of the motion. Both standards are discussed below, 
followed by an evaluation of which should be used in the 
present case. 

A. Standard One: The Notaro Factors 

In Notaro v. Koch the Court set forth four factors for 
analyzing motions for expedited discovery under Rule 
30(a), used for deposirtons. 95 F.R.D. 4Q3 (S.D.N Y19S2^ . 
The moving party must demonstrate "(1) irreparable injury, 
(2) some probability of success on the merits, (3) some 
connection between the expedited discovery and the 
avoidance of the irreparable injury, and (4) some evidence 
that the injury that will result widiout expedited discovery 
looms greater than the injury that the defendant will suffer if 
the expedited relief is granted." Notaro. 95 F.R.D. at 405 . 
The four factors defined are akin to the factors used to 



weigh a motion for preliminary injunction because, under 
the circumstances of the Notaro case. Plaintiffs had 
requested simultaneously a preliminary injunction and an 
expedited deposition of then- Mayor of New York Edward 
Koch. The Court reasoned these stringent factors are 
appropriate to protect the defendants at such an early stage 
of litigation. See Notarn. 9S F.R.D. at 40S (citing 4A 
Moore's Federal Practice, para. 30.54 (1982)). 

A magistrate judge in the United States District Court for 
the District of New Jersey was first in the Third Circuit to 
apply the Notaro analysis to a motion for expedited 
discovery. In Gucci America. Inc. v. Da^'s, Inc., the court 
applied Notaro because the discovery request, although 
procedural in name, had a substantive element to it, similar 
to a request for equitable relief See 2000 U.S. Dist! LEXIS 
16714 (D.N.J. Nov. 14, 2000). In the case, Gucci sued 
Daffy's, a chain of retail clothing stores specializing in 
selling well-known brands at discounted prices, claiming 
that Daffy's - sold counterfeit Gucci handbags, Gucci 
requested expedited discovery of the names of the alleged 
Gucci distributors who were selling Gucci products to 
Daffy's. Analyzing the motion, the Court looked behind the 
pleadings, implying that the entire litigation was a sham in 
order for Gucci to learn the identity of, and then to punish, 
these distributors. See Gucci, 2000 U.S. Dist, LEXIS, at 
*I8-19. Once in possession of the distributors' names, said 
the Court, "Gucci will be able to act ... without the aid of the 
Court." Id, at *17. The Court found the preliminary 
inunction factors of Notaro to be appropriate because of the 
Court's "darker suspicion" that Gucci was using the 
discovery motion and the overall litigation process to root 
out certain Gucci distributors. See id. at *18. Ultimately, 
Gucci could not meet the preliminary injunction 
requirements and its expedited discovery motion was 
denied. 

B. Standard Two: Reasonableness Inquiry 

*3 Other courts have analyzed expedited discovery motions 
using more liberal standards than the Notaro factors. While 
no one case provides a comprehensive standard as does 
Notaro, a review of the case law reveals an emerging 
reasonableness inquiry based on many different factors, 
including some preliminary injunction factors. 

Many of the cases involve expedited discovery that is 
necessary to gather evidence for a pending preliminary 
injunction hearing. fFNl] In Philadelphia Newspaper, Inc. 
V. Gannett Satellite Information Network, Inc., a court in the 
Eastern District of Pennsylvania noted that "expedited 
discovery is particularly appropriate when a plaintiff seeks 
injunctive relief because of the expedited nature of 
injunctive proceedings." 1998 U.S. Dist. LEXIS 10511, at 
♦4 (E.D.Pa. July 15, 1998) (quoting Ellsworth Associates. 
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Inc. V. Uni ted States. 917 F.Supp. S41. 844 rP.Pr iqg^) \ 
The court expressly rejected the Notaro factors as 
inappropriate under such circumstances. See id at *5 n. 1. 
In attempting to develop a standard, the court focused on the 
circumstances of the case: the pending preliminary 
injunction hearing, the need for discovery, and the breadth 
of the moving party's discovery requests. If narrowly 
tailored to fit the needs of the hearing, leave to conduct 
expedited discovery would be granted. Where the requests 
are overly broad, as they were in Philadelphia Newspapers, 
leave is denied. 

FNL See. e.g., RDS Group Ltd. v. Davison. No. 
02-8168, 2003 LEXIS 1337 (E.D.Pa. Jan. 17, 
2003) (granting expedited discovery for pending 
preliminary injunction hearing); Educational 
Commission for Foreign School Medical 
Graduates w. Repik No. 99-1381, 1999 U.S. Dist 
LEXIS 7185 (E.D.Pa. May 14, 1999); BABN 
Technologies Corp. v. Bruno. IsTo. 98-3409, 1998 
U.S. Dist. LEXIS 14802 (E.D.Pa. July 24, 1998) 
(same); Philadelphia Newspaper. Inc. v. Gannett 
Satellite Information Network Inc., No. 98- 2782 
1998 U.S. Dist. LEXIS 10511 (E.D.Pa. July is! 
1998) (same); Energetics Sys. Corp. v. Advanced 
Cerametrics. No. 95-7956, 1996 U.S. Dist. LEXIS 
2830 (E.D.Pa. Mar. 5, 1996) (same); see also 
Gucci, at *17 (rejecting a lower standard because 
Gucci's discovery motion was not in aid of an 
impending preliminary injunction hearing). 

The United States District Court for the Northern District of 
Illinois added to the standard set forth in Philadelphia 
Newspapers. In Merrill Lynch, Pierce. Fenner <& Smith, Inc. 
V. O'Connor, the court commented that "it makes sense to 
examine the discovery request, as we have done, on the 
entirety of the record to date and the reasonableness of the 
request in light of all of the surrounding circumstances, 
similar to what was done in Philadelphia Newspapers. " 1 94 
F.R.p. 618. 624 (N.D.ni.lOOnv The court examined the 
appropriateness of expedited discovery by weighing the 
need for discovery at that point in the litigation with the 
breadth of the discovery requests, ultimately denying the 
requests as too broad for such an early stage of litigation, 

A similar approach was employed by the United States 
District Court for die Northern District of California, even 
though no preliminary injunction hearing was pending. In 
Semitooi, Inc. v. Tokyo Electron America, Inc., the court 
developed a "good cause" standard akin to the inquiries 
made in Merrill Lynch and Philadelphia Newspapers. [FN2] 
See 208 F.R.P. 273, 275 rND.Cai.2QQ2) (expressly 
rejecting Notaro under the circumstances, citing the 
"reasonableness" inquiries of Merrill Lynch and 
Philadelphia Newspapers); see also Qwest Cowmunicntinn 



luternuuonai Inc. t--. ^VorldipiP<:t Networks ^ Inc.. ?_n FP n 
418 fD.Colo.2001j (combining factors discussed in many 
cases to make "good cause" inquiry). The court used a 
balancmg test, stating that "[g]ood cause may be found 
where the need for expedited discovery, in consideration of 
the administration of justice, outweighs the prejudice to the 
responding party." Id at 276. The circumstances looked at 
by the court included how far in advance of the stan of 
formal discovery was the motion made, how nanowly 
tailored are the discovery requests, what is the purpose of 
the plamtiff in requesting early discovery, do the requests 
burden the defendants, and whether the defendants are able 
to respond to the requests in an expedited manner. See Id. at 
276-78. The court concluded tiiat the plaintiffs discovery 
was appropriate as to die requests made to the defendants, 
but inappropriate as to the requests made to third parties. 

FNl The "good cause" standard discussed in 
Semitooi should not be confused with the Third 
Circuit*s "good cause" standard used to decide 
motions for protective orders under Fed.R.Civ.P, 
Mili. See Glenmede Trust Cn v Thompson. SS 
F.3d 476 nd rirlQQSV Pg^^V v. Rnmu^h nf 

Stroudshiir^ 23 F.3d 772 r 3d Cir 1994) Because 
of the possibility of confusion, the Court will refer 
to the expedited discovery standard as a 
"reasonableness" inquiry, rather than a "good 
cause" inquiry. 

*4 Using die progression of reasoning developed in 
Philadelphia Newspapers. Merrill Lynch, and Semitooi. the 
"reasonableness" inquiry emerges: a district court should 
decide a motion for expedited discovery "on die entirety of 
the record to date and die reasonableness of the request in 
light of all of the surrounding circumstances," unless the 
circumstances are such tiiat the Notaro factors apply. See 
Merrill Lvnch. 194 F.R. Q. at 624 . Whether or not a 
preliminary injunction hearing is pending, then, has become 
one factor to be evaluated among many, rather than an 
outcome determinative fact. 

C. Applicable Standard 

Defendants WDI argues that Plaintiff ETC's motion for 
expedited discovery should be analyzed under the Notaro 
factors because die discovery request is essentially die same 
relief asked for in Part IV of Plaintiffs complaint. Plaintiffs 
argue diat the circumstances of diis case are distinguishable 
from Notaro and tiiat the motion, for expedited discovery 
should be reviewed under a reasonableness analysis. As was 
stated above, the Court agrees widi Plaintiffs as to which 
standard should apply. 

The reasoning behind the Notaro and Gucci decisions was 
that die defendant non-moving party needed protection of 
the court from die plaintiffs extraordinary discovery 
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requests made extraordinarily early in the litigation process. 
The need for protecting the defendants from "unwarily 
incriminating themselves before they have a chance to 
review the facts of the case and to retain counsel," coupled 
with the substantive elements of plaintiffs' the discovery 
requests, resulted in the appropriateness of the preliminary 
injunction-like factors. See Sotaro. 95 F .R.D. at 405 . 

In this case, Defendants are not in need of protection. 
Plaintiff filed the complaint on June 9, 2003, and the 
pending motion on August 18, 2003. Defendants have 
retained counsel and are themselves sophisticated 
corporations. The parties have enjoyed a long contractual 
relationship under the "Mission: Space" agreements. Parties 
have filed a complaint and an answer; Defendants have had 
time to review the facts of the case. Further, the Court can 
discern no GwccMike circumstances indicating that Plaintiff 
ETC is using the litigation as a shell game for the sole 
pui^pose of discovering the requested documents. Therefore, 
the strict preliminary injunction test should not apply to this 
case. 

The Defendant is correct to point out that the discovery 
requests do have an element of ultimate relief to them. 
Given the totality of the circumstances, however, that fact is 
better weighed against granting the Plaintiffs motion within 
the rubrik of an overall reasonableness test, rather than used 
to trigger the strictures of the Notaro test. 

IV. DISCUSSION 

When viewed in light of the totality of the circumstances. 
Plaintiffs expedited discovery request is not reasonable at 
this time and, accordingly, Plaintiff is denied leave to 
conduct early discovery. 

*5 Weighing in favor of Plaintiffs motion is the fact that the 
discovery request has not been made too far in advance of 
the start of formal discovery. The parties have already 
received their status forms and the case should be 
calendared relatively soon. Further, the discovery requests 
are not as overbroad as the requests deemed overbroad in 
the Philadelphia Newspapers case. See Philadelphia 
Newspapers, at *7-8 (denying expedited discovery because 
requests for five depositions, a spt of intenrogatories, and 
requests for production of documents were "wholly 
overbroad" and bordensome to defendant). Plaintiff ETC 
seeks only the production of documents "concerning any 
testing and analysis of the safety, functioning or 
performance of the ride, including all components of the 
Ride." Plf.'s Expedited Document Request No. 1. To the 
extent that Plaintiff seeks documents from third parties at 
his early stage, the requests may be overbroad; see Semitooi 
208 F.R.D. at 277-78 (granting expedited discovery as to 
requests made of opposing party, denying discovery as to 
requests pertaining to documents held by third parties); but 



they are not so overbroad that the Court can dismiss the 
motion based on that factor alone. 

Further weighing in favor of granting the Plaintiffs motion 
IS ETCs contention that it will suffer ham to its reputation 
if .the discovery is not expedited. Irreparable harm is one 
factor to consider in deciding this motion. Weighing against 
the Plaintiff, however, is the fact that the harm to ETCs 
reputation that may result from this ruling is the same harm 
that may result from the contract action in its entirety This 
underscores the point raised by Defendant WDI that what 
Plaintiff seeks in this expedited discovery motion is close to" 
part of the ultimate relief sought by Plaintiff in its 
complaint. 

There are a number of factors that weigh against, and 
ultimately lead the Court to deny, Plaintiffs motion. First, 
there is no pending preliminary injunction hearing for which 
the parties need to prepare, rendering the need to expedite 
discovery less urgent. Second, the Court is unconvinced by 
ETCs arguments that expedited discovery is necessary so 
that ETC can protect the public by reviewing WDI's testing 

Third, and most importantly, the Court is unwilling to grant 
Plaintiff under this motion for expedited discovery what 
may amount to specific performance of part of the contested 
contract Defendant points out that Plaintiffs request for 
relief in Count IV, paragraph 78(c) is very similar to the 
document requests made in this motion. rFN3] But the fact 
diat Plaintiff may have inserted what amounts to a valid 
request for discoverable documents in its complaint is of 
little consequence to this analysis. What is of consequence 
is how Plaintiff plans to use the testing data if discovered. In 
its memorandum of law at page two, in support of expedited 
discovery, ETC states: 

FN3. In its Complaint, Plaintiff requests specific 
performance in the form of "an order directing 
Disney immediately to provide ETC with access to 
any safety or testing data relating to the Ride in 
Disney's possession, custody or control." Plf s 
Complaint, Count IV, para, 78.c. 

ETC needs to review the safety testing and analysis data 

as soon as possible to ensure that the public is not riding 

an unsafe entertainment ride. If ETC in fact discovers a 

problem in the safety testing data, it can quickly consult 

with Disney to try to correct any safety problems before 

more persons are exposed to danger. 

*6 Thus, ETC wants the test data so it can participate in the 

safety evaluation of the Mission: Space attraction. That is 

precisely the specific performance ETC requests in its 

Complaint at Count IV. paragraph 78(a) and (b). The 

expedited discovery request at issue, then, goes to what may 

be ultimate issues in this case. That is, whether ETC has a 
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contractual right to perform the testing and whether WDI is 
qualified to perform the testing without ETCs expertise. 

For these reasons, the factors against Plaintiffs motion 
weigh more heavily than those in favor of it. The Court is 
unconvinced that it should depart from the formal discovery 
process. Accordingly, Plaintiffs Motion for Leave to 
Conduct Limited Discovery on an Expedited Basis is 
denied. 

Plaintiffs Motion to Shorten Time to Respond to Motion is 
denied as moot. 

An appropriate Order follows. 

ORDER 

AND. NOW, this 2nd day of October, 2003, upon 
consideration of Plaintiffs Motion for Leave to Conduct 
Limited Discovery on an Expedited Basis and to Shorten 
Time to Respond to Motion (Docket No. 12), and for the 
reasons set forth in the accompanying Memorandum IT IS 
HEREBY ORDERED that: 

(1) Plaintiffs Motion for Leave to Conduct Limited 
Discovery on an Expedited Basis is DENIED; 

(2) Plaintiffs Motion to Shorten Time to Respond to Motion 
is DENIED AS MOOT. 

2003 WL 22519440 (E.D.Pa.) 
END OF DOCUMENT 



^age5 
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United States District Court, S.D. New York. 



BENHAM JEWELRY CORPOR.a,TION and J.D. Finesse, 

Inc. d/b/a/ Linea Aurea, 
Plaintiffs, 

V. 

ARON BASHA CORPORATION, Defendant. 
Aron Basha, Aron Basha Corporation, Counterclaimants 

V. 

Benham Jewelry Corporation, J.D. Finesse, Inc. d^/a/ Linea 

Aurea, and 
Katherine Tess Jewelry, Counterclaim Defendants 

No. 97Civ.3841(RWS). 

Oct. 14, 1997. 

Levisohn, Lemer, Berger, and Langsam, New York City, by 
Thomas M. Furth, Peter L. Berger. Jane P. Linowitz, for 
plaintiff. 

Gottlieb Rackman and Reisman, New York City, by George 
Gottleib, Amy B. Goldsmirh, for defendant Aron Basha 
Corporation. 

Tess Jewelry, Amster Rothstein and Ebenstein, New York 
City. Nancy Dodderidaf, for counterclaim defendant 
Katherine. 



SWFFT . J. 

*1 Defendants and counterclaim plaintiffs Aron Basha and 
Aron Basha Corporation ("Basha") have moved for a 
preliminary injunction precluding Plaintiffs Behnam 
Jewelry Corporation ("Behnam"), i.D. Finesse, Inc. d/b/a/ 
Linea Aurea ("Finesse"), and Katherine Tess Jewelry 
("Tess") (collectively "Counterclaim Defendants") from 
manufacturing or selling certain baby shoe pendants ("baby 
shoe pendants" or "pendants") which infringe Basha's 
copyright. Basha has also moved for recall of any infringing 
baby shoe sold by the Counterclaim Defendants to their 
customers and for expedited discovery. 

For the reasons set forth below, the motions are granted. 

Parties 

Basha is a corporation organized and existing under the 
laws of the State of New York with a place of business on 
680 Madison Avenue, New York, New York. Basha is 
owned by Aron Basha, and is in the business of designing 
and marketing fine jewelry, both wholesale and retail. 

Finesse is a corporation organized and existing under the 



laws of the State of New York, with offices at 576 Fif^h 
Avenue, New York, New York. Finesse is a manufacturer 
and distributor of diamonds, gold and jewelry. Through the 
entity Linea Aurea, Finesse distributes jewelry to stores 
around the United States, Finesse is owned and run by 
Robert Etessami ("Robert Etessami" or "Robert"). Linea 
Aurea is managed by Robert Etessami's brother, Kevin 
Etessami, ("Kevin Etessami" or "Kevin"). 

Tess is a company with a principal office located at 1 1 
Middlesex Road, Great Neck, New York 11021. Tess is 
owned and run by Katherine Tess Etessami, who is married 
to Robert Etessami. 

Behnam is a corporation organized and existing under the 
laws of the State of New York, with offices at 23 West 47th 
Street, New York, New York 10036. Behnam is in the 
business of the manufacture and the distribution of jewelry 
at the wholesale level. Jeny Fox ("Fox") is Behnam's sales 
manager. 

Prior Proceedings 

On May 27, 1997, Behnam and Finesse filed a declaratory 
judgment action, seeking a determination that: (a) Basha's 
copyright registration of its baby shoe pendants was invalid; 
(b) Basha's pendant designs are merely variants of designs 
long available in the marketplace; (c) Behnam's baby shoe 
■ pendant were not copied from any of Basha's designs and 
were not substantially similar; (d) Finesse's baby shoe 
pendants were not copies of Basha's designs and were not 
substantially similar. 

On May 28, 1997, Basha filed its answer to the declaratory 
judgment action, asserting counterclaims for violation of 
federal copyright and trademark laws, injury to business 
reputation and dilution of trademark under the New York 
General Business Law, and common law unfair 
competition. Also on May 28, 1997, Basha filed the instant 
motion for a preliminary injunction and temporary 
restraining order, precluding Behnam and Finesse from 
manufacturing, displaying or selling infringing baby shoe 
pendants. On May 29, 1997. this Court granted a three day 
temporary restraining order, preventing the defendants from 
displaying or selling any infringing baby shoe pendants at 
the JCK trade show in Las Vegas, held from May 28 to June 
3, 1997. 

*2 On June 16, 17, 18 and 19, the Court held an evidentiary 
hearing regarding the preliminary injunction. On June 24 
and June 25, the Court received additional papers from 
Basha and Finesse, at which time the motion was considered 
fully submitted. 

Findings of Fact 
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/. Basha's Acquisition of Rights in Baby Shoe Pendants 
Designed by Staurino Frateili 

Basha has been in the jewelry business since 1959. He 
formed Aron Basha Corporation in 1991 to sell fine jewelry 
at the retail and wholesale levels. Basha's retail business is 
located on Madison Avenue in Manhattan. Since December 
1996, Basha has held a license for the exclusive distribution 
of baby shoe pendants manufactured by Staurino Frateili, an 
Italian jewelry design firm, and has owned the United States 
copyright for the pendants. At the wholesale level, Basha 
sells only Staurino Frateili baby shoe pendants and 
accessories that complement the pendants. Basha also offers 
Staurino Frateili baby shoe pendants for retail sale. The 
pendants are made from 18 karat gold, and 18 karat gold, 
and come in three basic shapes: (a) with a bow set on a band 
across the toe; (b) with a strap across the instep and a band 
across the toe; (c) with a strap across the instep and no band. 
The shoes are made of 14 karat gold or silver. Some are 
ornamented with french enamel in bright pastel colors 
and/or precious stones in various arrangements. The price of 
the pendants ranges from S900 to S3, 600, depending on the 
number of diamonds set in the shoe, and the intricacy of the 
ornamentation. 

The pendants were designed by Staurino Frateili, an Italian 
firm in the business of the design, manufacture and 
wholesale of fine jewelry. The baby shoe pendants were 
first designed in April of 1994, after discussions of the 
concept between Luigi Staurino, David Staurino and a 
designer named Barbara Dragoni ("Dragoni"). Luigi 
Staurino instructed Dragoni to design baby shoe pendants in 
a specific shape, using bows or straps and colorful 
ornamentation. After Dragoni drafted the design, David 
Staurino created the first sample in plaster and then in wax. 
He spent two months adjusting the proportions of the 
original design as to length, width, and the use of a bow or 
strap, as well as ornamentation with precious stones and/or 
french enamel. Neither Dragoni nor David Staurino 
consulted actual baby shoes in designing the baby shoe 
charms. 

Staurino Frateili began marketing the baby shoe pendants in 
June 1994 at the Viccnza jewelry trade show in June 1994. 
[FNl] Subsequently, the baby 5hoes were prominently 
displayed in the window showcases at the Staurino Frateili 
booth in all the major jewelry trade shows. Each of the baby 
shoe pendants are made according to the shapes and 
proportions established in the original model. Although the 
shoes are sold individually, Staurino Frateili consistently 
advertises and displays the shoes in a group in order to 
create a strong impression of the design. 

FNl. The major jewelry trade shows include: the 
Vicenza trade show, (the '*Vicenza show"), which 



atn-acts a worldwide attendance and is held three 
times a year; the Valenza trade show, (the 
"Valenza show"), which occurs twice a year; the 
Basel trade show, (the "Basel show"), which 
attracts worldwide attendance and occurs once a 
year. (Collectively, the "major trade shows.") 

*3 Staurino Frateili advertised its baby shoes widely in the 
following magazines: Valenza Gioielli, an Italian trade 
magazine for jewelry, in March and Apnl 1995, Febmary, 
March and April 1996, and January 1997; Vogue Gioielli in 
December 1995, December 1996 and April 1997; and 
Vicenza Magazine in June 1996 and June 1997. These 
magazines are shipped to members to the jewelry trade, 
buyers coming to exhibitions and a number of shops around 
the world. Staurino Frateili has spent approximately 
S100,000 on advertising. 

As a result of their advertisements and trade show displays, 
Staurino Frateili has received telephone orders ft-om the 
United States, South America and the Far East. Thq first 
sales of Staurino Fratelli's baby shoe pendants were made to 
Japanese and British companies in August of 1994. Suurino 
Frateili obtained a patent for their baby shoe pendant 
designs from the Italian Government on July 23, 1996, As a 
result of the number of pieces sold, the income accruing 
from diese sales, and the amount of money invested in 
advertising, the baby shoe charms are now the most 
important product made by Staurino Frateili. 

Basha first saw Staurino Fratelli's baby shoes pendants at 
the Vicenza show in June 1995. Although Basha has 
attended the major jewelry trade shows since 1993, he had 
never noticed any other baby shoe pendants. Basha bought 
ten to fifteen baby shoe pendants from Staurino Frateili for 
retail sale in his shop in 1995 and 500 pendants in 1996. 

On December 23, 1996, Basha entered an agreement with 
Staurino Frateili for the exclusive right to sell its baby shoe 
pendants in the United States. On December 26, 1996, 
Basha obtained copyright registration for the baby shoe 
pendants. The registration application stated that the 
registered work, entitled "It's Shoe Time", is a jewelry 
design authored by Staurino Frateili first published in 
November of 1994. The application was accompanied by 
one of Basha's photographic advertisements depicting 
twelve different versions of Staurino Fratelli's baby-shoe 
pendant, six with bows and six with straps, and each 
ornamented differently with diamonds, french enamel or 
both. [FN2] 

FN2. In detail, the pendants depicted in the deposit 
photograph may be described as follows: (a) four 
pendants in enamel-covered gold with straps and 
bands, and seven diamonds set on the toe; (b) four 
pendants in enamel-covered gold with a 
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diamond-covered bow set on a diamond-covered 
band across the toe; (e) nvo pendants^ one in gold, 
one in silver, with a bow set on a band, entirely 
covered with precious stones; (d) one pendant 
made of silver with a strap, no band, and diamonds 
covering the toe only; (e) one pendant in 
enamel-covered gold with a diamond-covered strap 
across the instep, a band across the toe. 

Basha displays the baby shoes prominently in the window 
of his Madison Avenue store. He has advertised the shoes in 
national magazines such as Manhattan File, Hampton 
magazine, Vogue Gioielli, W, Town and Country, and 
Parenting. Basha also mailed approximately 3,000 postcards 
to customers of American Express, displaying a photograph 
of the baby shoe pendants. The advertisements identify the 
pendants as baby shoes "designed exclusively for Aron 
Basha by Staurino Fratelli." Basha spent over $150,000 on 
advertising the pendants. In response to his advertisements, 
Basha has received numerous phone orders for the baby 
shoe pendants. So far in 1997, he has sold 1,200 to 1,500 
pendants. 

In early 1997, Basha became aware of baby shoe pendants 
offered for sale by Finesse d/b/a Linea Aurea, Tess and 
Behnam. Basha immediately instructed his counsel to send 
cease and desist letters to each of the alleged infringers. 
rFN3] The letter was sent to Tess on May 2, 1997, to 
Finesse on May 14, 1997, and to Behnam on May 13, 1997. 
On May 29, 1997 Basha obtained a temporary restraining 
order from this court, prohibiting Finesse, Tess and Behnam 
from displaying any infringing baby shoe pendants at the 
JCK Jewelry Trade Show which taking place in Las Vegas 
from May 28 to June 3, 1997, (the "Las Vegas show"). 

FN3. Basha sent an additional warning to other 
participants in the Las Vegas show, advising that 
Basha's baby shoe line of jewelry products was 
protected by copyright. Basha also placed an 
advertisement in National Jeweler magazine, which 
is distributed to the jewelry trade twice a month, 
warning against infringement of Basha's copyright 
in the "It's Shoe Time" line of baby shoe jewelry. 
The warning included the photograph of the baby 
shoes pendant which was deposited with the 
copyright registration. 

*4 Once at the Las Vegas show, Basha inspected the 
Finesse d^/a Linea Aurea booth to determine whether they 
were abiding by the temporary restraining order issued by 
this Court prohibiting display or sale of infringing baby 
shoe pendants. In the Linea Aurea display window, Basha 
saw six baby shoe pendants which were made of gold, with 
straps or bows and a band across the toe, covered with two 
colors of french enamel and set with diamonds. In short, the 



pendants closely resembled his own. 

Basha also obtained an invoice from Behnam which 
indicated that, despite the restraining order, baby shoe 
pendants had been offered for sale and ordered by a 
customer. 

//. Infringement by Finesse d/b/a Linea Aurea 

Finesse and Linea Aurea appear to have copied Basha's 
pendants by importing baby shoe pendants from another 
Italian company which copied the Staurino Fratelli design, 
and by using the imported copies to manufacture its own 
pendants. [FN4] 

FN4. Before relating the circumstances which 
establish this inference, it may be helpful to 
describe the two processes by which the imported 
baby shoe pendant could be copied. 
In first process, called the "lost wax" process, the 
model maker uses the finished piece as a physical 
design, and sculpts a wax model, excluding any 
stones set in the finished piece. The wax model is 
given to a caster, who attaches the model to a tree, 
a wax rod that holds the model in place. Model and 
tree are placed within a steel cylinder which is set 
onto a rubber base, the tree fixed into a hole in the 
rubber base. The caster then pours plaster of paris, 
which is called the "investment", around the wax 
model and tree. After the plaster sets, the wax 
model and tree are burned out of the piaster, and 
silver is poured into the plaster. The investment is 
broken open, leaving a silver model of the pendant 
attached to a silver rod. The silver model is filed 
and cleaned. If the product is to be finely crafted, 
the caster will drill holes in die silver cast to allow 
stone settings to be soldered into it at a ftiture 
point. If it is not to be a fine piece of work, the 
caster will drill holes in the silver casting and 
solder in settings so that the settings will become 
part of the next version of the model. The caster 
then makes a rubber mold of the silver model by 
placing raw rubber in a frame, and placing the 
silver model between the layers of rubber. The 
rubber is vulcanized and cut into two halves, which 
become the two halves of the mold. Molten wax is 
shot into the rubber mold, and the investment 
process is repeated. The resulting plaster mold can 
be used to cast the finished pieces in gold, brass or 
silver. The size of the copy will vary according to 
the skill of the model-maker in carving wax, and 
according to variables in the vulcanizing process. 
The second method is called the "knock off* 
method. In this process any stones would be 
removed and the original pendant might also be 
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silver- plated to add thickness for later filing and 
polishing of the copy. The original is then attached 
to a sprue, a rod, and placed within layers of raw 
rubber which is vulcanized. The lost wax process is 
then utilized to create a silver model and a plaster 
mold. The finished casts are filed and polished, and 
stones are set. The dimensions of the copy would 
be smaller than those of the original. 

In 1996 Kevin Etessami imported five to ten baby shoe 
pendants manufactured by an Italian jewelry manufacturer, 
Mario Delia Carbonare, also called MDC (the "MDC baby 
shoe pendants"), which had been found to be infringing 
copies of Staurino Fratelli's designs by a trade fair jury at 
the Vicenza show in June of 1996. The trade fair jury is an 
organization that polices the use of jewelry designs at trade 
shows. The jury found the MDC shoes to be infringing 
copies, and ordered MDC to remove the pieces from their 
exhibit and the show catalogue and to cease any sales of the 
pieces. David Staurino later learned that, although MDC had 
removed the baby shoes from their window display, they 
had continued to offer the shoes for sale. [FN5] In 
September of 1996, Finesse, through Linea Aurea, 
purchased these pendants from MDC and began to sell the 
imported MDC baby shoe pendants in the United States. 

FN5. Staurino Fratelli sent MDC a warning letter 
dated July 4, 1996, directing MDC to cease 
production, exhibition or sales of its baby shoe 
jewelry, and, according to David Staurino, 
continues to pursue its claim against MDC in Italy. 

The Etessamis also unsuccessfully attempted to import the 
actual Staurino Fratelli pendants. In January of 1997, Kevin 
Etessami visited the Staurino Fratelli booth at the Vicenza 
trade show with his sister-in-law Katherine Tess and 
expressed an interest in marketing the Staurino Fratelli baby 
shoe pendants in the United States. Etessami did not 
mention that he was already importing the MDC baby shoe 
pendants. David Staurino informed Etessami that the 
exclusive agreement with Aron Basha prevented Staurino 
Fratelli from selling the shoes to other American 
distributors. Etessami then remarked that he might distribute 
the shoes in the Far East and South America, and placed an 
order for four ntuxkb. Katherine Tess also ordered some 
baby shoe pendants for her personal use. Two weeks later, 
Staurino Fratelli sent Etessami a letter declining to ship his 
order because it conflicted with agreements with other 
Staurino Fratelli distributors in the Far East, South America, 
as well as the agreement with Basha in the United States. 

As regards the Etessamis manufacture of pendants in the 
United States, conflicting testimony was heard as to whether 
the Etessamis copied the MDC copy of Staurino Fratelli's 
design, or whether they used pendant designs which had 



been created independently of the Staurino Fratelli designs 
to manufacture their pendants. 

*5 Robert Etessami testified that in late 1984, he had seen a 
photograph of a baby shoe pendant in Sotheby's catalogue, 
and asked a designer named Mario Archangel ("Archangel") 
to create a baby shoe pendant design of baby shoe pendants. 
Between 1984 and 1996, the resulting models were not 
used 

Archangel testified that he was approached by Robert 
Etessami in 1984 to design a baby shoe pendant based on a 
photograph in a Sotheby's catalogue. Archangel created 
thirteen drawings based on the Sotheby's photograph, and 
nine silver models based on the drawings. He gave the 
drawings and models to Robert Etessami in 1985. 
Archangel had no further conversations with Robert 
regarding baby shoes until the fall of 1996, when Robert 
called and told Archangel that Finesse had imported some 
baby shoe pendants from Italy and intended to produce 
pendants from the baby shoe models made in 1985. 

Kevin and Robert Etessami testified that the Archangel 
models were used to manufacture Linea Aurea's pendants in 
1996. However, the weight of testimony by both the 
Etessamis is lessened by their self-interest in proving 
independent creation of the pendants. Moreover, certain 
discrepancies in other parts of Kevin Etessami's testimony 
further weakened his credibility. rFN6] 

FN6. For example, Kevin Etessami testified that he 
saw Basha's expert witness, Isaac Ainetchi, at the 
Las Vegas show with Basha. However, Ainetchi 
established that during the show he was not in Las 
Vegas. 

Daniel Baez, the mold-maker employed by Kevin Etessami 
testified that he made baby shoe pendant molds for the 
Etessamis sometime before December, 1996. However, he 
could not positively identify the Archangel models as the 
basis for those molds. Baez also testified that one of the 
models from which molds were made for the Etessamis has 
been lost since February or March, 1997. 

The pendants created from this missing model closely 
resemble one of the imported MDC pendants which in turn 
appear to be a copy of Staurino Fratelli*s designs. Staurino 
Fratelli makes a gold pendant with a diamond-covered bow 
set on a diamond-covered band across the toe. The MDC 
pendant is made of gold, with a plain bow set on a 
diamond-covered band across the toe. The Linea Aurea 
pendant is made of gold, with a diamond-covered bow set 
on a diamond-covered band across the toe. All three 
pendants are very similar in dieir rounded proportions and 
size. The Linea Aurea pendant is very slightly smaller than 
the MDC pendant The similarity between the MDC 
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pendant and the Linea Aurea pendant raises the inference 
that the Linea Aurea pendants were manufactured by 
copying the MDC pendant rather than using models made 

by Archangel. 

According to testimony of an expert in the. jewelry business, 
a credible and qualified wimess, the Linea Aurea pendant 
was copied from the MDC pendant. The smaller size of the 
Linea Aurea pendant would result from the copying process, 
during which the copy of the baby shoe would lose 10 
percent of its weight and mass. 

The production of Linea Aurea's U.S. manufactured baby 
shoe pendants was completed sometime between August or 
September and December of 1996. Kevin Etessami first sold 
the U.S. manufactured pieces in December of 1996. He first 
displayed the pieces at a jewelry trade show in Orlando in 
early February of 1997. Etessami testified that he has sold 
approximately S 100,000 worth of baby shoe pendants, both 
imported and U.S. made, between September 1996 and May 
1997. 

*6 In May 1997, the Etessamis published an advertisement 
for Linea Aurea jewelry in the brochure for the Las Vegas 
Show. The photograph in Linea Aurea's ad included two 
baby shoe pendants, one of which was the MDC pendant. 
On May 14, Finesse received a cease and desist letter from 
Basha. After issue of die temporary restraining order from 
this Court, Kevin Etessami removed the MDC shoes from 
his display at the Las Vegas show, but he continued to 
display the Linea Aurea made baby shoe pendants. As 
described above, the displayed pendants closely resembled 
those carried by Basha. 

///. Infringement by Kaiherine Tess Jewelry 

Tess sells accessories and jewelry in a business which she 
began in Great Neck Long Island two years ago. As set forth 
above, in January 1997, Tess visited the Staurino Fratelli 
both at the Vicenza show with her brother-in-law, Kevin 
Etessami. During the visit Tess attempted to purchase 
several Staurino Fratelli pendants as part of Kevin 
Etessami's larger order However, when Kevin's order was 
canceled. Tess' order was also not filled. 

In January or February of 1997, Tess saw one of Basha's 
promotional postcards depicting baby shoe pendants. In 
March or April 1997, Tess obtained 29 baby shoe pendants 
from Kevin Etessami and prepared a post card to advertise 
her own business. Kevin Etessami testified that eight of the 
shoes depicted in the postcard were made from Archangel 
models, and thirteen of the shoes were made from the model 
lost by the mold-maker. Daniel Baez. The remaining eight 
pendants were purchased from an Italian supplier, who was 
also the supplier of the MDC pendants. 



Tess' postcard resembled Basha's in the arrangement of the 
pendants. Both postcards show a thick chain across the top 
linking the pendants. Both carry the name of the business in 
fancy script above the chain. Both display an array of other 
pendants below the chain, although Basha's pendants are 
linked by a fine gold chain and Tess' pendants are not. The 
cards are also approximately the same size, although Tess' is 
slightly narrower. 

The individual pendants depicted in Tess' postcard, which 
she obtained from Linea Aurea, also resemble pendants 
depicted in Basha's postcard: 

(a) sixteen of Tess' pendants are made of enamel-covered 
gold, with a diamond-covered bow and contrasting color 
on toe and heel; several of Basha's pendants meet that 
same description; 

(b) three of Tess' pendants are made of enamel-covered 
gold, with a diamond- covered strap, and a gold band 
across the toe; several of Basha's pendants do as well; 

(c) two of Tess* pendants have a diamond-covered strap 
and a plain gold or silver surface; none of the pendants in 
Basha's postcard meet that description, but Basha does 
carry such a pendant; 

(d) three of Tess' pendants have a bow set on a band across 
the toe and are completely covered with diamonds, or are 
covered with diamonds on the bow and toe only; several of 
Basha's pendants have a bow set on a band and are 
completely covered with diamonds, although none are 
covered with diamonds on the bow and toe only. 

*7 On May 2, 1997 Tess received a warning letter from 
Basha regarding infringement of his copyright in the baby 
shoe pendants and of his advertisement design. In response, 
Tess entered an agreement with Basha that she would no 
longer offer baby shoe pendants for sale. 

K Behnam *s Infringement 

Jerry Fox, the sales manager of Behnam jewelry responsible 
for developing a new baby shoe product for Behnam, 
testified that he first thought of marketing baby shoe 
pendants in 1996 as a result of a trend in baby jewelry. Fox 
had attended the Vicenza show in January of 1996 and the 
Basel show in April of 1996 at which Staurino Fratelli baby 
shoe pendants were prominently displayed. Behnam does 
not itself manufacture jewelry, but contracts with model 
makers and casters outside the firm. In September of 1996 
Fox asked a designer named Christine Szeto to create baby 
shoe pendants, and gave her some sketches he had made. 
Fox's sketches were not presented into evidence and he did 
not know whether Szeto used the sketches or other sources 
to create her designs. Behnam did not make Szeto available 
for testimony. Moreover, there were several differences 
between the Szeto designs and some of the finished Behnam 
baby shoes. For example, one Szeto design depicted a metal 
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bow and stones set around the opening of the baby shoe, but 
the corresponding finished Behnam pendant had stones set 
in the bow, but not at the opening. This latter arrangement 
of stones more closely resembles the Staurino Fratelli 
design than designs by Szeto. Finally, no testimony from the 
model-maker or caster of the maker of the Behnam shoes 
was offered which would establish the use of the Szeto 
designs. 

Behnam's first sales of the baby shoes were to Macy's of 
California in November of 1996. All its shoes were made in 
14 karat gold and the average retail selling prices of 
Behnam's shoes was about S 199. 

In April of 1997, Behnam sent a mailing of approximately 
6,000 postcards depicting six of its baby shoe pendants. A 
comparison of the pendants in the Behnam postcard to those 
carried by Basha reveal a strong resemblance, as follows: 

(a) two of Behnam's pendants are made of gold, with a 
bow set on a band across the toe, and diamonds covering 
both bow and band, one with an emerald set in the center 
of the bow; Basha offers a gold baby shoe pendant with a 
bow set on a band across the toe, with diamonds covering- 
bow and band; 

(b) two of Behnam's pendants are made of gold, with a 
diamond-covered strap across the instep, a band across 
the toe, and diamonds set on the toe, four in a cluster on 
the right hand side, and three set in a triangle pattern on 
the left hand side; Basha offers a gold pendant with a 
diamond-covered strap across the instep, a band across 
the toe, and diamonds set on the toe in the identical 
pattern, although Basha's pendant is also covered with 
french enamel in two colors; 

(c) one of Behnam's pendants is made of gold, with a 
strap across the instep and diamonds covering the toe; 
Basha offers a gold pendant with a strap across the instep 
and diamonds covering the toe; 

*8 (d) one of Behnam's pendants is made of gold, with a 
diamond-covered strap across the instep and a band on the 
toe; Basha offers a pendant made of gold with a 
diamond-covered strap across the instep, although there is 
no band on the toe. 

Finally, Behnam's pendants are similarly proportioned and 
approximately the same size as those carried by Basha. 

On May 13, 1997, Behnam received a cease and desist letter 
from Basha's attorneys, directing it to stop marketing its 
baby shoe pendants and to send all records to Basha's 
counsel. After learning of the temporary restraining order 
issued by this Court, Fox directed the Behnam staff at the 
Las Vegas show to remove display photographs and printed 
material regarding the shoes, and to remove the shoe 
pendants themselves from the showcase. However, an order 
form from Behnam dated June 1, 1997, the period of the Las 



Vegas show, lists six different types of baby shoe pendants 
which were ordered by one of Behnam's customers. 

yj. Affect of Infringement on Basha 

Basha had received numerous complaints from his 
customers and authorized retailers regarding the presence of 
"knock-offs" being sold in the marketplace at a lower price 
than Basha's baby shoe pendants. The baby shoe pendants 
marketed by Finesse, Tess and Behnam are manufactured 
with gold of lesser quality, fewer precious stones and their 
design is less intricate and detailed. Basha reports that 
consumers who are familiar with his baby shoes will believe 
that Basha has gone into the lower market business, and that 
the confusion and complaints caused by the alleged 
infringement has reduced his business by 30 percent. 
Several exclusive retailers have informed him that they will 
not market his baby shoe pendants if knock-offs are 
generally available in the marketplace. 

Conclusions of Law 

Basha has asserted his request for injunctive relief based on 
his counterclaim for copyright infringement and has not 
pressed or briefed his claims for trade dress infringement, 
dilution or unfair competition. Injunctive relief against a 
putative infringer should be granted when the moving party 
shows: (I) either (a) likelihood of success on the merits, or 
(b) sufficiently serious questions on the merits and a balance 
of hardships tipping decidedly in plaintiffs favor; ^and (2) 
likelihood of irreparable injury. Richard Feiner and 
Company. Inc. v. Turner Entertainment Co.. MGM/UAU. 98 
F.3d 33. 34 r2d Cir.1996) : Fisher-Price. Inc. v. Well-Made 
Toy Manufacturing Corp.. 25 F.3d 119. 122 (2 d Cir.l994>: 
Topps Company. Inc. v. Gerrit J. Verhurg Co.. No. 96 Civ. 
7302. 1996 WL 719381 (S.D.N. Y. Dec.l3. 19961 



/. Basha has Demonstrated Likelihood of Success in His 
Infringement Claim 

In order to establish a claim for copyright infringement, a 
plaintiff must show ownership of a valid copyright and the 
defendant's infringement by unauthorized copying. 
Knitwm^es. Inc. k Lollvtogs Ltd fine). 71 F.3d 996. 1002 
(2d Cir.L995) : Fi^her-Price. 25 F.3d at 122-23: Laureyssens 
y. Idea Group Inc.. 964 F.2d 13 L 139 (2d Cir.1992^ : Ro^er 
y. Koons. 960 F.2d 301. 306 (2d Cir.l992^. To prove 
infringement, a plaintiff must demonstrate that (I) the 
defendant has actually copied the. plaintiffs work; and (2) 
the copying is illegal because a substantial similarity exists 
between the defendant's work and the protectible elements 
of plaintiffs. Fisher- Price. 25 F.3d at 12 2-23: Laureyssens. 
964F.2datI4Q. 

A, Basha's Copyright is Valid and Basha has Standing to 
Bring an Infringement Action as to All Staurino Fratelli 
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Pendants 

*9 Apan from certain exceptions not applicable here, a 
copynght claimant must obtain a registration from the 
United States before bringing suit for copyright 
infringement. T U.S.C.A. ^ 4\\ (West 1996); Pristine 
Industries. Inc. v. Hallmark Cards. Inc.. 753 F.Supp. 140. 
l4?^fS.D.N.Y.199Q) (valid federal copyright registration is a 
necessary element of infringement action). 

Basha obtained a single registration for the baby-shoe 
pendants. The application stated that the work is a jewelry 
design entitled "It's Shoe Time'*, authored by Staurino 
Fratelli and first published in November of 1994. The 
application was accompanied by a photograph depicting 
twelve different baby shoe pendants. 

The Copyright statute permits registration of multiple 
related works under a single copyright application. [FN 7] 17 
U.S.C.A. i> 408fc) (West 1996). Single registration of 
multiple works was established in the 1976 amendment to i 
408(c) in order to encourage authors to seek copyright 
registration. The House Report to the 1976 amendment 
states: 

FN7. The section states in relevant part: The 
Register of Copyrights is authorized to specify by. 
regulation the administrative classes into which 
works are to be placed for purposes of deposit and 
registration, and the nature of the copies or 
phonorecords to be deposited in the various classes 
specified. The regulations may require or permit, 
for particular classes, ... a single registration for a 
group of related works. 17 U.S.C.A. § 4Q8(c)n) 
(West 1996). 

The provision empowering the Register to allow a number 

of related works to be registered together as a group 

represents a needed and important liberalization of the 

law now in effect. At present the requirement for separate 

registrations where related works or parts of a work are 

published separately has created administrative problems 

and has resulted in unnecessary burdens and expenses on 

authors and other copyright owners. In a number of cases 

the technical necessity for separate applications and fees 

has caused copyright owners to forego copyright 

altogether. Examples of cases where these undesirable 

and unnecessary results could be avoided by allowing a 

single registration include ... a group of related jewelry 

designs ... 

House Report on the 1976 Amendment of the Copyright 

Act, H.R.Rep. No. 1476, 94th Cong.. 1st Sess. (1976) 

reprinted in 17 U SCA. S 408 at 466 (West 1996) 

(emphasis added). The regulation governing single 

registration, set forth at 17 r.F.R. S 202.3. states in relevant 

part: 



(i) Registration as a single work. (1) For the purpose of 
registration on a single application and upon payment of a 
single registration fee, the following shall be considered a 
single work: (A) in the case of published works: All 
copyrightable elements that are otherwise recognizable as 
self-contained works, that are included in a single unit of 
publication, and in which the copyright claimant is the 
same ... 
37C.F.R.S2Q2.3(b)n)(iVAUl996V 

The Counterclaim Defendants assert that, because the baby 
shoe pendants are sold separately, they are not eligible for 
registration as a single work. They cite two cases in support 
of this position: Tabra Inc. v. Treasured Paradise Designs. 
Inc.. 15 U.S.P.0.2d 1234 fN.D.Cal.l990) and Bruce & 
Company v. B,H. MultiCom. Corp., — F.Supp. — No. 96 
Civ. 8083, 964 F.Supp. 265. 1997 WL 277998 rN.D.Ill. 
May 15. 1997) , However, both cases turn on the question of 
relatedness of design rather than any evidence that the 
designs at issue were sold as a single unit. 

*10 In Tabra, the plaintiffs copyright was found invalid 
because the jewelry designs were not related works; the 
issue of publication as a "single unit" was not even raised. 
The plaintiff in Tabra included 250 jewelry designs in six 
separate copyright registrations, grouped by year only, 
without any attempt to connect the jewelry by distinguishing 
characteristics. The court found that the jewelry pieces 
covered by each of these registrations were a 
"conglomeration of designs" not necessarily bear any 
resemblance to each other: "The only apparent relationship 
is that many pieces are earrings and have a primitive look." 
Tabra. 15 U.S.P.0.2d at 1237. In contrast, Basha registered 
twelve closely related designs in its single application. All 
the pieces are baby shoe pendants shaped according to the 
specific dimensions created by Staurino Fratelli. 

In Black the defendant moved for summary judgment on 
the grounds that the plaintiff had defectively registered a 
group of unrelated rings in a single application. The Court 
agreed that the identifying materials submitted widi the 
registration depicted "a conglomeration of ring designs 
which bear no resemblance to each other." Black. 964 
F.Su pp. 265. 1997 WL 277998 at *4. The plaintiff 
countered that the relatedness requirement set forth in J7 
U.S.C. S 4Q8fc) was satisfied because "the works are 
included in a 'single unit of publication' ... [where] the rings 
are offered for sale together as a line and appear together in 
their marketing material ..." The court found that "[w] 
hether the rings are sold separately or together as a litie and 
whether that is sufficient" presented an issue of material 
fact, and denied summary judgment. Id. The court's 
reasoning in Black does not establish diat group sale is a 
condition precedent for single registration of related works. 
Rather, the court considered without deciding whether 
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"single unit of publication" would be an adequate proxy for 
the relatedness requirement of ^ 408fc) . id 

One other case has addressed the validity of a single 

registration for multiple related works. In Original 

Appalachian ArvA-orks v. Tov Loft. 489 F.Supp. 1 74 

fN.D.Ga.l98Q) . affd. 684 F.Zd 821.{llth Clr.1982) . the 

plaintiff brought an infringement action regarding a group 

of soft sculpture dolls registered under the title 'The Little 

People". Like Basha's baby-shoe pendants, the assorted 

dolls were variations on the same basic design. Although 

they were sold individually, the dolls were marketed as a 

single line. The plaintiff corporation would ship its dolls 

with written information suggesting the manner in which the 

dolls should be displayed and sold. The court found that the 

single registration number established a valid copyright for 

all of the plaintiffs doll designs: 

The court has ... concluded that the defendants have 

infringed plaintiffs copyright ... In reaching this 

conclusion, the court notes that the plaintiffs copyright 

registration number VA 35-804 is sufficient to cover all 

of the differently-styled "Little People" that the plaintiff is 

presently manufacturing. See 37 C.F.R. 202.3(bV3) . 

*11/^, atlSO. 

Like the dolls in Original Appalachian, Basha's baby shoe 
pendants are marketed as a single line. Basha consistently 
displays the pendants in a group in his shop window and 
advertisements. The pendants are variations on the same 
basic design; they are related by size, shape, proportion, use 
of bows or straps, and ornamentation with diamonds or 
french enamel. Thus, the pendants satisfy the relatedness 
requirement of § 4Q8(c) , and, as in Original Appalachian, 
this relatedness in appearance permits single registration of 
multiple works. 

This conclusion comports with the purpose of S 408(0^1 . 
which has been "consistently described as a 'permissive' 
registration provision". Jane C. Ginsburg, Copyright for the 
Nineties, (4th ed.l993) at 381. The language and legislative 
history of the statute indicates that the only requirement for 
single registration of multiple works is "relatedness." There 
is no evidence in legislative history or case law that the 
"published in a sin^e unit" language in 37 C.F.R. ^ 202.3 is 
meant to constitute an additional condition precedent to 
valid registration. fFN81 In fact, this conclusion is 
contradicted by the House Report on the 1976 amendment 
of 17 U.S.c/^ 408rcV which explicitly states that the 
purpose of the amended section is to eliminate the 
"requirement of separate registrations where related works 
... are published separately", thereby encouraging 
registration of such works as related jewelry designs. 
H.R.Rep. No. 1476 reprinted in 17US.C.A. S 408 at 466. 
If the works satisfy the requirement of relatedness, as in the 
case of the Basha's baby-shoe pendants, an additional 



requirement that the works also be "published in a single 
unit" would undermine the purpose of the statute. 

FNS. The regulatory language appears to have been 
drafted in order to protect copyrightable elements 
included in multi-media works, such as movies and 
computer games. See 2 Melville B. Nimmer, 
Mimmer on Copyright, § 7,18 [C] [3] (1994) & n. 26 
(noting that certain courts have "accorded too 
much weight to the formality of registration"). 

Counterclaim defendants also contend that not all of Basha's 

pendants are covered by the copyright, because the 

photograph which Basha appended to his application only 

included twelve versions of the shoe. A copyright registrant 

is required to submit two complete copies of the best edition 

of the work within three months after the date of such 

publication. 17 U.S.C.A. ^ 407ra^ (West 1996): 

The requirement of complete copies ... means that the 

copies as deposited must be flilly as complete in all 

elements ... as were the copies theretofore published. Thus 

if only a ... portion of the published work is deposited 

(such as the first of several published chapters) this will 

not comply with the statutory requirement of complete 

copies. 

2 Nimmer, § 7.17[E][2][a] at 7-183 (1991) (emphasis in 

original). rFN9) 

FN9. If the work is unwieldy, the registrant may 
deposit identifying material instead of copies. Id i 
408£c); House Report 1476 reprinted in jj 
U.S.G.A. S 408 at 466; 2 Nimmer, § 7.l7[E][2][e]. 

Failure to deposit a complete copy of the work does not 
forfeit copyright protection, but it is a prerequisite for 
bringing an infringement action. Whimsicality. Inc. v. 
Ruble's Costume Co,. Inc.. 891 F.2d 452. 453 f2d Cir. 1989) : 
Fonar Corporation v. Magnetic Resonance Plus, Inc, 920 
F.Supp. 580, 513 (S.D.N.Y,1996). However, errors 
contained in copyright registration, if committed without 
deceptive intent, are harmless and do not invalidate the 
copyright. Thomas Wilson <fe Co. v. Ir\nn^ J. Dorfman. Co.. 
433 F.2d 409. 412 (2d Cir.1970^ (failure of second 
copyright application to refer to first, while "potentially 
more serious", would not bar copyright protection because 
made innocently); Gund. Inc. v. Swank. Inc.. 673 F.Supp . 
1233. 1237 rS.D.N.Y.1987) (error in date of creation and 
failure to refer to stuffed lion as derivative work not fatal to 
standing to bring action); Data General Corp. v. Grumman 
Systems Support Corp.. 825 F.Supp. 340 rD.Mass.l993) 
(several clerical errors in deposit copy of software program 
not fatal to standing to bring action); See also 2 Nimmer, § 
7.20 (discussing long history of courts permitting plaintiff to 
bring infringement action where errors in registration were 
unaccompanied by fraud.) Thus, Basha's copyright in the 
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pendants omitted from the deposit photograph is valid, and 
because there is no evidence that Basha submitted the 
photograph with an intent to deceive, his standing to bring 
this action is intact as to alt pendants. 

5, Evidence of Actual Copying 

*12 A plaintiff in a copyright infringement action may 
prove actual copying either by direct evidence, or by 
indirect evidence showing the defendant's access to the 
copyrighted work and similarities that are probative of 
copying between the works termed "probative similarity". 
Fisher-Price. 25 F,3d at 123: Laurevssens. 964 F.2d at 140. 

Access is established either by demonstrating that (1) the 
infringed work has been widely disseminated, or (2) a 
particular chain of events exists by which the alleged 
infringer might have gained access to the copyrighted work. 
Repp V. IVebher. 892 FSupp. 552. 556-57 (S.D.N.Y. 1995V 
The term "probative similarity" is used to distinguish the 
analysis used to determine whether copying occuned from 
the substantial similarity analysis used to determine whether 
that copying constitutes infringement. 

Probative similarity analysis requires consideration of the 
entire work, while substantial similarity analysis requires 
comparison only of the protected features. Fisher- Price. 25 
F.3d at 123 (citing Alan Latman, Probative Similarity as 
Proof of Copying: Toward Dispelling Some Mvths in 
CoDvriifht Infrimrement. 90 Colum.L.Rev. 1187. 1214 
LL9901); Kurt S. Adler. Inc. v. World Bazaars. Inc.. 897 
F.Supp. 92. 93 fS.D.N.Y.1995^ : Tienshan. Inc. v. CCA. 
InternationaL 895 F.Supp. 651. 656 (S.D.N.Y. I995V 3 
Nimmer. § 13.03 [[A], at 13-29 (1996). 

/. Actual Copying by Finesse 

As to one particular gold and diamond bowed pendant, 
direct evidence was presented that Finesse d/b/a Linea 
Aurea copied Staurino Fratelli's design. The Etessamis 
acknowledged importing baby shoe pendants manufactured 
by MDC in Italy, which a jewelry trade show jury had found 
to be copies of Staurino Fratelli's design. Afrer importing 
MDC pendants, Linca Aurca themselves manufactured baby 
shoe pendants. Although the Etessamis maintained that they 
had used models created in 1985 by the designer Archangel 
to manufacture their pendants, they had lost the model used 
to create one particular line of pendants and their 
mold-maker could not recall whether he had used the 
Archangel model to manufacture those pendants. 
Comparison of the Linea Aurea pendant made from this 
missing model and an MDC pendant reveals an almost 
identical appearance; both are made of gold, with a 
diamond-covered bow set on a band across the toe, and are 
similarly proportioned, although the Linea Aurea shoe is 
very slightly smaller than the MDC shoe. Both of these 



pendants are almost identical to one made by Staurino 
Fratelli. A reliable expert witness testified that the Linea 
Aurea gold pendant was copied from the MDC pendant, 
which would result in a slightly smaller size. 

As to the rest of Linea Aurea's pendants, indirect evidence 
of copying by Linea Aurea was provided by a 
demonstration of access and probative similarity. Linea 
Aurea had access to the baby shoe pendants both in Europe 
and the United States. Since 1994 Staurino Fratelli has 
displayed its baby shoe pendants at all the major European 
trade shows, as well as in extensive advertising in European 
and specifically Italian jewelry trade magazines. Both 
Etessamis attended several of the European shows. The 
Etessamis also receive the trade magazines caynying 
Staurino Fratelli's advertisements. [FN 10] Kevin Etessami 
visited the Staurino Fratelli Booth at the Vicenza show in 
January 1997 and ordered several baby shoes. The 
Etessamis also had access to the baby shoe pendants in the 
United States through Basha's displays at trade shows and 
advertisements in various magazines and postcards. This 
evidence supports a determination that the Etessamis had 
access to the Staurino Fratelli designs. See Kurt S. Adler. 
897 F.Supp. at 93-94 (finding access established by the 
display at two trade shows attended by defendant). 

FNIO. Although Robert Etessami denied having 
seen any ads for Staurino Fratelli baby shoe 
pendants, his testimony carries less weight because 
he is a self-interested witness. 

*13 Probative similarity has been established between 
Basha's pendants and those produced by Linea Aurea as 
follows: 

(a) one of Basha's pendants is a gold shoe with a 
diamond-covered bow set on a diamond-covered band 
across the toe. Linea Aurea imported a pendant made by 
MDC which is gold, with a diamond-covered bow set on a 
plain band across the toe. Linea Aurea also manufactured a 
gold shoe pendant with a diamond-covered bow set on a 
diamond-covered band across the toe. Both the imported 
MDC pendant and Linea Aurea manufactured pendant are 
similar in proportion to the Basha pendant, albeit slightly 
smaller in size. The MDC pendant carries its trademark 
inside on the sole of the shoe. The Linea Aurea 
manufactured pendant carries a mark designating its gold 
content also inside on the sole. The Basha shoe also has a 
trademark stamped inside on the sole of the shoe, albeit 
slightly closer to the heel; 

(b) one of Basha's pendants is made of enamel-covered gold 
and has a diamond- covered bow set on a diamond-covered 
band running across the toe. The toe of the shoe is covered 
in red fiench enamel, and black enamel covers the sides and 
back. A trademark is stamped on the inside sole of the shoe 
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towards the heel. The Linea Aurea pendant is also made of 
enamel-covered gold. The bow is white french enamel, with 
a diamond set on the center knot. The toe of the shoe is 
covered in red french enamel and dark blue enamel covers 
the sides and back. There is no markstamped inside the 
shoe. 

(c) one of Basha's pendants is made of plain gold with a 
diamond-covered strap across the instep. There is no band 
or ornamentation on the toe. A trademark is stamped on the 
inside sole of the shoe towards the heel. The Linea Aurea 
pendant is also made of gold with a diamond-covered strap 
across the instep. There is a plain gold band across the toe. 
There is no trademark stamped on the inside sole. 

(d) one of Basha's pendants is made of enamel-covered gold 
and has a diamond- covered strap across the instep and a 
gold band across the toe. Black enamel covers the toe, and 
white covers the sides and back. There is a trademark 
stamped on the inside sole near the heel. The Linea Aurea 
pendant is made of enamel-covered gold with a silver strap 
across the instep and blue enamel on the toe, sides and back. 
There is a trademark stamped on the inside sole near the 
heel, 

In general, the Linea Aurea pendants are similarly 
proportioned as the Basha pendants, and follow two of the 
three basic variations established in Staurino Fratelli's 
designs, either bow set on a band across the toe, or strap 
across the instep with a band across the toe. Besides the 
differences noted above, the Linea Aurea pendants are 
smaller in size. However, the sum of the many similarities is 
sufficiently probative to conclude that Linea Aurea actually 
copied its pendants. 

Linea Aurea attempts to rebut Basha's prima facie case of 
actual copying by asserting that its pendants were made 
from designs independently created by Archangel in 1984. 
"If the plaintiff meets its burden of establishing access and 
similarity, the defendant must then come forward with 
credible evidence of independent creation to negative the 
inference of copying." Arrow Novelty Company fnc. v^ 
E\CO Nu tinnal Corp. 393 F.Supp. 1 57. 1 60 
(S.D.M.Y1974^fl/yW 5i5F.2d504r2drir1Q7SV However, 
"even with such evidence from the defendant, there may be 
such substantial similarity that no other explanation other 
than copying is reasonably possible." Novelty Textile Mills 
Inc. V. Joan Fabrics Corp.SSS F.2d 1090. 1092 n. 2 (Id 
Cir.1977): Imverial Textile Co. of Ne\i* York, fnc. v. Amitex 
Fabrics Inc.. 682 F.Supp. 18. 19 fS.D.N.Y. 1987V Arrow 
Novelt^r 393 F.Su pp. at 160. 3 Nimmer § 13.01[B]at 13-13. 

*14 In Imperial Textile, the defendant presented several 
witnesses who testified that it had independently created its 
fabric design, which contained the same pattern and colors 
as the plaintiffs most successful design. The court accepted 



the defendant's contention that the source of its pattern came 
from in-house fabncs the defendant already had on hand, 
but rejected the defendant's conception that the spacing 
concept, size, selection of colors and anrangement of the 
pattern were the result of independent creation. The court 
based its rejection on strong evidence of access and a 
similarity so close that "to conclude otherwise would be to 
find coincidence that defies belief" hnperial f^rru. ar-; 
Fgupp. at 19. The facts in the instant case are similar. 
While the Etessamis may have used Archangel's models for 
the basic slipper used in the baby shoe pendants, the 
omamentation with french enamel in bright colors,' and 
diamonds arranged on bow or strap, are too similar to the 
design choices made by Staurino Fratelli to be mere 
coincidence. The Etessamis did not decide to use 
Archangel's models until after Kevin Etessami began 
importing the MDC copies of Staurino Fratelli's design. 
Moreover, the Etessamis have never produced those of 
Archangel's designs which differ from the Staurino Fratelli 
designs, such as a bootie version, a slipper without a strap or 
bow, and a slipper with a bow on the side of the strap. This 
chain of circumstances weakens the Etessamis assertions of 
independent creation, and re-establishes the conclusion that 
Linea Aurea's pendants were created to imitate Staurino 
Fratelli's designs. 

2, Actual Copying by Tess 

Copying by Tess was established by indirect evidence of 
access and probative similarity. Evidence of access included 
Tess' visit to the Staurino Fratelli booth at the Vicenza show 
in January 1997 with her brother in law FCevin Etessami, 
when she attempted to order Staurino Fratelli baby shoe 
pendants at that time. Also, Tess admitted seeing Basha's 
promotional postcard sometime in January or February 
1997. It is also probable that Tess would have seen Basha's 
advertisements in various magazines. 

In March or April 1997, Tess produced a promotional 
postcard that resembled Basha's both in design and in the 
individual shoes depicted She obtained baby shoe pendants 
from Kevin Etessami and arranged them within the 
photograph in a chain across the top of the picture, as Basha 
had done in his postcard. She inserted her business' name 
above the chain in fancy script similar to that used by 
Basha. Tess' postcard is almost identical in size and shape to 
Basha's. While the shoes in the bottom half of Tess* postcard 
are loosely grouped, rather than linked by a fine gold chain 
as in Basha's, this difference does not outweigh the 
similarity between Tess' other design decisions and the 
choices used by Basha. Moreover. 21 of the 28 pendants in 
Tess* postcard were manufactured by Linea Aurea, and 
these pendants closely resembled Basha's. 

J, Actual Copying by Behnam 
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*15 Copying by Behnam was also established by indirect 
evidence. Behnam obtained access to Basha's pendants 
wh^n Fox attended the Vicenza show in January 1996 and 
the Basel show in April 1996 and read the catalogues 
produced for those trade fairs. While Fox denied reading 
some of the magazines in which the Basha pendants were 
advemsed, he acknowledged that it was his job to keep 
abreast of trends in the jewelry trade. Given the pervasive 
advertising of the pendants by both Basha in the United 
States and Staurino Fratelli in Europe, it is unlikely that Fox 
could have failed to note their designs. Finally, Behnam 
used six pendants for a promotional mailing which closely 
resembled Basha's shoes. Because not all of Behnam's 
pendants are similar to those of Basha, the choice of those 
which most closely resemble the Staurino Fratelli designs 
raises the inference that Behnam had access to Basha's ads 
and was attempting to benefit from the popularity of his 
pendants. 

As detailed above, probative similarity has been established 
between the six Behnam pendants depicted in the post card 
and Basha's pendants, as follows: 

(a) several of Basha's pendants are made of enamel-covered 
gold with a diamond-covered strap across the instep, 
contrasting colors of enamel on toe and back, and seven 
diamonds set in the enamel on its toe, four in a cluster on 
the right and three scanered on the left. Behnam has two 
pendant with a diamond-covered strap across the instep and 
diamonds arranged in an identical manner to the stones on 
Basha's pendants, although Behnam's pendants are not 
coated with enamel, and one is silver rather than gold; 

(b) one of Basha's pendants is made of gold with a 
diamond-covered bow set on a diamond-covered band 
across the toe. Behnam has two gold pendants with a 
diamond-covered bow, although there is no band across the 
toe, and one of the pendants has a colored stone set in the 
center knot of the bow; 

(c) one of Basha's pendants is made of gold, with a plain 
strap across the instep and diamonds covering the toe only. 
Behnam also carries a gold pendant with a plain strap across 
the instep and a diamond-covered foe; 

(d) one of Basha's pendants is gold with a diamond-covered 
strap across the instep and no decoration on the toe. Behnam 
carries a pendant made of gold with a diamond-covered 
strap and a plain gold band across the toe. 

Finally, both Basha's and these six of Behnam's pendants 
are similar in their rounded proportions, although the 
Behnam pendants are slightly smaller and have a circular 
opening rather than an oval opening, as in the Basha 
pendants. This evidence of access and similarity leads to a 
conclusion that the six shoes depicted in Behnam's postcard 



were copied from Staurino Fratelli's design. FFNM 1] 

QHL The other 42 Behnam pendants differ from 
Basha's because of their smaller size, different 
ornamentation or both. 

Behnam attempts to rebut this conclusion with the defense 
of independent creation, but its evidence is unpersuasive. 
Behnam did not offer testimony by the designer, "the one 
person who knows first hand whether [the pendants] were 
copied." Tiemhan. 8 95 F.Supp. At 658. Behnam's witness, 
Fox, testified that he provided sketches of baby shoes to a 
designer, but could not assert from first hand knowledge 
that the designer had used only his sketches when preparing 
her drawings. The details of Behnam's pendants differed 
from the details in the designer's drawings, but resembled 
the details in Staurino Fratelli's pieces. As set forth above. 
Fox had ample opportunity to observe the Staurino Fratelli 
pendants at trade shows and in Basha's advertisements. It is 
not unlikely that his designer, also a member of the jewelry 
trade, would have had equal access to Staurino Fratelli's 
designs. 

C Substantial Similarity 

*16 Once actual copying is established, Basha must show 
that "the copying amounts to an improper appropriation by 
demonstrating that substantial similarity to protected 
material exists between the two works." Laitrevssens. 964 
F.2d at 140. Analysis of substantial similarity requires a 
"sharper focus" than that of probative similarity, for it 
includes only the protectible elements of the two works, 
Fisher Price. 25 F.3d at 123. "That is, the plaintiff must 
show that the defendant appropriated the plaintiffs 
particular means of expressing an idea, not merely that he 
expressed the same idea." This determination is not an exact 
science. Id 

In most cases the test for substantial similarity is the 
"ordinary observer test", which determines whether an 
ordinary lay observer would recognize the alleged copy as 
having been appropriated from the copyrighted work. 
Kmt\[^avcs. 71 F.3d at 1002 (citing Fo/io Impressions. 937 
F.2d at 766): Laurevssens. 964 F.2d at 141 (citing Peter Pun 
Fabrics. Inc. v.. Martin Weiner Corp.. 11 A F.2d 487. 489 
f2d Cir.1960) (L.Hand., J.)). Where, as here, the works 
contain both protected and unprotected elements, the 
Second Circuit applies the "discerning ordinary observer 
test", which examines similarity between the protectible 
elements of the plaintiffs work and the copy. Knitwaves. 71 
F.3d at 1002: Fisher-Price. 25 F.3d at 123: Laurevssens. 
964 F.2d at 141: Tienshan. 895 F.Supp. at 657. However, 
the Second Circuit cautions that in applying the more 
discerning inquiry, district courts should compare "the 
works' total concept and feel." fCnitwaves. 71 F.3d at 1003. 
(citing Feist Puh/ications. Inc. v. Rural Tel. Serv. Co.. 499 
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L'.S.340.^o-R. 362. Ill S.Ct. 1282. 113 L,Ed.2d 358). 

There is a tension, between the discerning ordinary observer 
test, which requires extraction and comparison only of 
protectible elements, and the Knitw^'aves court's direction 
that a determination of substantial similarity should rely on 
the work's "total concept and feel." See M.H. Se^o}? Limited 
Parr/rership v. Hasbro. Inc.. 924 F.Supp. 5 1 2. 520 
(S.D.N. V. 1996^ ("Although the [more discerning ordinary 
observer test] requires that the Court exclude unprotectible 
ideas ... it must examine the 'total concept and feel* of the 
executed works.") At the root of these conflicting values is a 
concern that extraction of protectible elements would 
eliminate protection for works which are an original 
compilation of unprotected elements which, as the Supreme 
Court made clear, should be included under the aegis of the 
copyright statute. Feist. 499 U.S. at 358. As the Knitwaves 
court observed, if extracting only protectible elements was 
taken to its logical conclusion, "[courts] might have to 
decide that there can be no originality in a painting because 
all colors of paint have been used somewhere in the past.'* 
Knitwaves 71 F.3d at 1003. To avoid this extreme, this 
Court must strike a balance between extraction of protected 
elements and consideration of overall look and feel when 
applying the discerning ordinary observer test: 
*17 Through Knitwaves, the Second Circuit has recently 
reconfirmed that the more discerning ordinary observer 
test is not an invitation to dissect a work into its 
constituent elements or features. The works as a whole 
must be compared to each other. 
A/.//. Segan. 924 F.Supp. at 521. 

The question of substantial similarity is largely answered by 
the comparison conducted in the probative similarity 
analysis. Tienshan. 895 F.Supp. at 658. However, it is 
necessary to identify the protectible elements of Basha's 
pendants. Id. Staurino Fratelli created three basic designs of 
baby shoe pendant: one with a bow set on a band running 
across the toe; one with a strap across the instep and a band 
running across the toe; one with a strap and no band across 
the toe. The proportions of the shoe were specifically 
adjusted to be round, even bulbous, with an ovoid opening 
to the shoe, creating an overall look of chubbiness. 
Protectible elements are found in Staurino Fratelli's different 
arrangements of the ornamentation with french enamel and 
diamonds, such as the setting of diamonds on strap or bow 
and band, the use of contrasting colors of french enamel on 
toe and sides, and the pattern of the seven stones on the toe. 
See, Kninviives. 71 F.3d 1QQ4 (finding selection of leaves 
and squirrels as dominant design elements, fall palette of 
colors, and arrangement of elements into pattern to be 
protectible); Tienshan. 895 F.Supp. at 658-59 (finding 
placement on box of text, trademark, logo and photographs 
of actual plates and bowls to be protectible); Saban 
Entertainment. Inc. v. 222 World Corp.. 865 F.Supp. 1047. 



1051 fS.D.N.Y.1994^ (features in Power Ranger cartoon 
characters rarely found in combination distinguish them 
from generic masked heroic figures). 

As set forth above, comparison of Linea Aurea's pendants to 
those sold by Basha reveals a close resemblance in protected 
features as well as overall look and feel. The shoes are 
almost identical in size and shape. Linea Aurea's shoes also 
incorporate two of the three basic variations established by 
Staurino Fratelli. Linea Aurea's shoes are omamented 
similarly to those carried by Basha, for example, Linea 
Aurea coats its shoes with french enamel and insets 
diamonds on the band and strap. Even the choice of colors 
for the enamel is similar. While the Linea Aurea shoes are 
slightly smaller, they closely resemble Basha's pendants in 
their rounded proportions. In sum, sufficient similarities 
exist in both protectible elements and in the "total concept 
and feel" that a discerning observer would conclude thai one 
was the copy of another. 

As set forth above, comparison of Behnam's line of 
pendants to the Basha pendants reveals substantial similarity 
in six of Behnam's 48 pendants. These include the two 
pendants with the seven stones arranged on the toe, the two 
pendants with diamond-covered bows on the toe, the 
pendant with a plain strap across the instep and diamonds 
covering the toe, and the pendant widi the diamond-covered 
strap across the instep. 

D, Merger Defense: Idea/Expression 

*18 Both Linea Aurea and Behnam contend that Staurino 
Fratelli's expression of baby shoes is merged with the idea 
of baby shoes, and is therefore unprotectible, and that the 
similarities between their pendants and those of 
Basha/Staurino Fratelli are common to any execution of the 
idea of baby shoes. Citing Herbert Rosenthal Jewelry 
Corporation v. Kalpakian. 446 F.2d 738 r9th Cir.l97n . In 
Rosenthal, the coiut ruled that despite evidence of actual 
copying and substantial similarity between the jeweled bee 
pins created by plaintiff and defendant, no infringement had 
occurred, because "the idea and its expression appear to be 
indistinguishable" and the similarities observed were 
"inevitable from the use of jewel-encrusted bee forms in 
both." Id. at 742. According to this doctrine, "[t]he idea and 
expression will coincide when the expression provides 
nothing new or additional over the idea," Sid & Marty Krofft 
Television Productions. Inc. v. McDonald's Corporation. 
562 F.2d 1157. 1168 f2d Cir.l977V however, "[t]he 
complexity and artistry of the expression of an idea will 
separate it from even the most banal idea." Id, 

While there is no dispute that the simple idea of baby shoe 
pendant is unprotectible, "from an artistic standpoint, there 
is, indeed, a virtually infinite variety of ways to express the 
idea of [baby shoes]." Kurt S Adler. 897 F.Supp. at 95. In 
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the instant case, Staurino Fratelli has designed a version of a 
baby shoe pendant which is more complex and artistic than 
the banal ' idea of baby shoe pendants. David Staurino 
testified that he spent two months adjusting the exact size, 
style and proportions of the pendant. He then designed 
several specific ornamentations of the shoe, using 
diamonds, french enamel, gold and silver. These specific 
choices as to size, shape, proportion, and ornamentation 
constitute an artistic expression of a baby shoe pendant 
beyond its stereotypical features. In sum, the Staurino 
Fratelli pendants contain far more than the "dash of 
originality" needed to provide copyright protection. 
Tienshan. 895 F.Supp. at 658 (citing Rogers. 960 F.2d at 
2021 

Moreover, the Counterclaim Defendants' own evidence 
undercuts their claims of idea/expression merger. First, 
Defendants produced an actual baby shoe and a silver baby 
shoe ornament to establish that Staurino Fratelli merely used 
the basic idea of a baby shoe, but, in fact, the shoe and 
ornament differed in design from the pendants made by 
Staurino Fratelli: both sported both strap and bow; neither 
included a band across the toe. Second, the drawings by the 
defendants' own designers contained variations on a baby 
shoe which do not appear in Staurino Fratelli's designs, such 
as a bootie, a sneaker, a slipper without bow or strap, and a 
strapped instep with a bow on the side. In light of these 
many alternative versions of baby shoe design, the 
Counterclaim Defendants merger defense must fail. 

* 19 For the reasons set forth above, Basha has demonstrated 
a likelihood of success on the merits in its claim of 
copyright infringement. 

//, Irreparable Harm 

Where a plaintiff makes out a prima facie case of copyright 

infringement, irreparable injury can be presumed. 

Fisher-Price. 25 F.3d at 123: Kurt S. Ad/er 897 F.Supp . at 

96: Tienshan. 895 F.Supp. at 659: Golden Bear. 27 

U.S.P.0.2 dat 1552. As explained by the Second Circuit: 

[Tjhis is because the confusion created in the marketplace 

will damage the copyright holder in incalculable and 

incurable ways ... confiision may cause purchasers to 

refrain from buying either product and to turn to those of 

other competitors. Furthermore, if an infringer's product is 

of poor quality, a more lasting but not readily measurable 

injury may be inflicted on the plaintiffs reputation in the 

market. 

Fisher-Price. 25 F.3d at 124 (interna! quotations and 

ellipses omitted). Basha presented testimony to support this 

presumption; customers and authorized retailers have 

complained about the presence of '*knock-ofF' versions 

being sold in the marketplace at a lower price, and several 

exclusive retailers have informed him that they will not 



market his baby shoe pendants if the presence of knock-offs 
continues. Linea Aurea, less and Behnam have not 
presented any evidence to rebut this presumption. 

IK Motion for Recall 

Basha requests an order directing the Counterclaim 
Defendants to recall all infringing pendants sold to 
customers. Linea Aurea claims that it has sold 100,000 baby 
shoe pendants since September 1996. Behnam has not 
provided a figure of its total sales, although the figure would 
have to be adjusted to include only those shoes which have 
been determined to be substantially similar to the Staurino 
Fratelli pendants. 

"[T]he imposition of a recall requirement is well within the 
district court's broad powers as a court of equity." Perfect 
Fit Industries. Inc. v. Acme Quilting Co. Inc.. 646 F.2d 800, 
805 (2d Cir.!9Kn. A district court must consider the likely 
burden and expense of a recall to the defendant, and balance 
that burden against the benefit that would accrue to the 
plaintiff. Id. at 807. In this case, the burden to the 
Counterclaim Defendants in recalling existing stock ordered 
by other jewelry businesses would not be unduly 
burdensome. The Counterclaim Defendants need only write 
a letter to its wholesale customers and pay the cost of the 
return for customers who comply. Id, The recall of 
wholesale orders would significantly benefit Basha, who has 
testified that he risks losing customers if the infringing 
shoes are disseminated in the general marketplace. 

However, the recall order will not apply to. existing stock 
ordered by individual customers for personal use. Eve of 
Miladv V. Impression Bridal. Inc.. 951 F.Supp. 484. 491 
(S.D.N.Y.1997V In Eve of Milady, the court issued a recall 
order as to infringing bridal gowns which had been ordered 
by retailers, but not as to gowns which had been ordered by 
individual customers because "such an order would be a 
source of immediate prejudice to the brides who had 
planned to wear the defendants' dresses at their weddings." 
Id, in the instant case, the baby shoe pendants are likely 
presents for new parents, and recall would impose prejudice 
to the individual customers who have already formed 
sentimental associations between the pendants and their 
babies. Recall to individual customers would also impose a 
greater burden on the Counterclaim Defendants. 

F, Motion for Expedited Discovery 

*20 Basha also moves for expedited discovery pursuant to 
RulgS 30(a), i2(al and 34(a^ of the Federal Rules of Civil 
Procedure in order to discover the ftill nature of each 
counterclaim defendant's infringing activities. District 
Courts have broad power to permit expedited discovery in 
appropriate cases, see Rules 26(d>. 33^a> and 34fbK 
Fed.R.Civ.P .. and such discovery is routinely granted in 
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actions involving infringement and unfair competition. See, 
S-g-. Rev/on Consumer Products Corp. v. Jennifer Leather 
Broadway .S_^S F.Sudd. 1268, 1269 fS.D.N.Y. 1994V gfd 
without opinion, 57 F.3d 1Q62 r2d Cir. 1995V Francis S. 
Dennev. Inc. v. f.S. Lah. Inc.. 737 F.Sudd. 247. 24S 
fS.D.N.Y.lQOO). Basha's discovery motion will be granted. 

Conclusion 

For the reasons set forth above, and pending a trial on the 
merits of this action, it is hereby ordered that J.D. Finesse 
d^/a Linea Aurea, Katherine Tess Inc. and Behnam are 
enjoined from manufacturing or selling any baby shoe 
pendants which are substantially similar to the Staurino 
Fratelli pendants licensed to Aron Basha. It is also ordered 
that Behnam and Finesse recall infringing pendants which 
have been sold to its wholesale customers. 

Basha's motion for expedited discovery regarding the ftiil 
namre of each Counterclaim Defendant's infringing and 
improper activities is also hereby granted. 

It is so ordered. 

1997 WL 639037, 1997 WL 639037 (S.D.N.Y.), 45 
U.S.P.Q.2d 1078 

END OF DOCUMENT 
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United States District Court, E.D. Michigan, Southern 

Division. 

George LYNN and Terrance Beauchamp, Plaintiffs, 

V. 

Dennis RADFORD, et al.. Defendant. 

No. 99-71007. 

March 16,2001. 

Gar\' E. Levitt. Bloomfield Hills, for Plaintiffs Lynn & 
Beauchamp. 

Johnnie B. Rambus, Lacey & Jones, Birmingham, for 
Defendant Kenneth Owens. 

John P. Timmonv. VanOverbeke, Michaud & Timmony, 
P.C., Detroit, for Defendant Dennis Radford. 

Joseph M. White. Patterson, Phifer, & Phillips, P.C., 
Detroit, for Christopher Hatcher. 

Peter G. Rhnades. Detroit City Law Department, Detroit, for 
City of Detroit & Isiah McKinnon. 

MEMORANDUM OPINION AND ORDER DECLARING 

DISCLOSURE OF INFORMATION BY GOVERNMENT 

TO PLAINTIFFS NOT TO VIOLATE THE FEDERAL 

PRIVACY ACT 

PEPE . Magistrate J. 

*1 Plaintiffs have filed a Section 1983 claim against various 
Detroit Police Officers, the City of Detroit, the fonner 
police chief, the Commander of the Sixth Precinct, and the 
Detroit Police Department. Pursuant to a Fed.R.Civ.P. 45 
subpoena plaintiffs sought information from the Federal 
Bureau of Investigation ("FBI") regarding its investigation 
of several officers in the Sixth Precinct In order to obuin 
this information fipom the United State's Attorney, Plaintiffs 
need a declaration from the Court that disclosure of the 
information will not violate the' Federal Privacy Act, 1 
U.S.C. ^ 552a, Plaintiff moved for such an order, and the 
motion was referred for hearing and determination pursuant 
to 28 U.S .C. .s 636/bVn<AV On February 15, 2001, a 
telephonic hearing was held on the motion. 

The hearing was adjourned until March 15, 2001, for 
additional briefing and so that Plaintiffs could detail exactly 
what information the United State's Attorney was willing to 
provide to them assuming die Court would enter an order 
declaring disclosure of the information not to violate the 



Pnvacy Act. fFNl] The Coun also was to provide notice 
and limited standing to appear at the subsequent hearing to 
any panics whose privacy might be infringed by disclosure 
of the information sought by Plaintiffs. See Laxalt v 
.VfcCIarchv. SOQ F.2d RR<. SQO m r Cir IQ.ST) ("the broad 
authority of the District Court in supervising discovery 
surely affords it the discretion to give such notice itself and 
ask affected parties to appear" when information sought 
about them is protected by the Privacy Act). 

CiL Plaintiff is not seeking through this motion 
information beyond that which the United States 
Attorney is willing to provide. In order to obtain 
this infonnation. Plaintiff would need to file an 
action against the government. 

Plaintiffs have submitted the list of information that the 
United States Attorney is willing to provide. It includes 302 
investigative reports by the FBI pertaining to defendants 
Radford and Hatcher as well as court exhibits from the case 
of United States v. Owens and Radford, 97-81134 
(E.D.Mich. 1 997). a criminal case arising out of the same 
allegations as in this case. Because defendants Hatcher, 
Owens, and Radford are represented in this action, no 
special notice needed to be provided to them regarding 
Plaintiffs' motion. It is possible that there are other persons 
mentioned in those court exhibits apart from these 
defendants or the other defendants in this action. 
Nevertheless, it was determined that the privacy interests of 
such individuals is negligible because the exhibits are 
already part of this district's public court record and are 
readily available ft-om this Court should the Plaintiffs not be 
able to obtain the information from the United States 
Attorney. Cf, U.S. Dep artment nf Justice k Reporters 
Committee. 1Q9 S.Ct. 146S. 1477 MQSQ^ (in finding that 
FBI rap sheets were subject to the protection of the Privacy 
Act, "[p]lainly there is a vast difference between the public 
records that might be found after a diligent search of 
courthouse files, county archives, and local police stations, 
throughout the country and a computerized summary 
located in a single clearinghouse of information"). Unlike 
the cumbersome, multiple court, possible nationwide search 
that provided a de facto privacy in Reporters Committee, 
here the transcripts and exhibits are clearly identifiable in a 
single case and only the financial cost of obtaining them 
would be substantially higher. 

*2 Defendant Hatcher relies on the Supreme Court's 
decision in the Reporters Committee case in opposing 
Plaintiffs' motion. In that case, the Reporters Committee for 
Freedom of the Press and a CBS news correspondent sought 
through the Freedom of Information Act ("FOL\'*) FBI rap 
sheets concerning four members of the Medico family, a 
family with alleged links to organized crime. Id. at 1473. 
Justice Stevens considered whether disclosure of these 
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records " 'could reasonably be expected to constitute an 
unwananted invasion of personal privacy' within the 
nneaning of the [FOIA]," 5 U.S.C. :^ SSKbHlMC) . fFN2] Id 
at 1470. After an extensive review of the purposes of the 
Privacy Act, the purpose fo the FOIA, the history and law 
around rap sheets, and other case law, Justice Stevens found 
that such disclosure would constitute an unwarranted 
invasion of personal privacy: 

FN2. The FOIA and the Privacy Act are 
interrelated. Under the Privacy Act, "No agency 
shall disclose any record which is contained in a 
system of records by any means of communication 
to any person, or to another agency, except 
pursuant to a written request by or with the prior 
written request of, the individual to whom the 
record penains, unless the disclosure of the record 
would be ..." 5 U.S.C. ii 552a (h) . Thereafter, a 
number of exceptions to the general rule are listed. 
One exception, ^ 552a fb)(2l is for the disclosure 
of any information required under the FOIA. The 
other exception, 3 552a fbVin . is for disclosures 
made pursuant to the order of. a court of competent 
jurisdiction. 

The question in this case is which one of these 
exceptions should provide the test for the 
disclosures Plaintiffs seek. If it is the FOIA 
exception, then the next issue requires analysis of 
that statute. See 5 U.S.C. ij 552 . The particular 
provisions analyzed in Reporters Committee would 
be at issue if that were the case. Specifically, the 
FOIA while allowing disclosure of numerous types 
of information compiled by the goverrunent, will 
not allow the disclosure of information compiled 
for law enforcement purposes if it "could 
reasonably be expected to constitute an 
unwarranted invasion of personal privacy." ^ 

as a categorical matter that a third party's request for law 

enforcement records or information about a private citizen 

can reasonably be expected to invade that citizen's 

privacy, and that when the request seeks no "official 

information" about a Government agency, but merely 

records that the Government happens to be storing, the 

invasion of privacy is "unwarranted." 

Reporters Committee. 109 S.Ct. at 1485 . Justice Stevens 

also clarified that the identify of the individual(s) seeking 

the information has no bearing on the merits of requests 

made pursuant to the FOIA, Id at 1481. 

Plaintiffs in the brief in support of their motion rely on 
Laxalt. 809 F.2d at 890. supra. In that case, the defendants 
to a libel action sought information from the FBI on Senator 
Paul Laxalt, and, as here, moved for an order that disclosing 



it would not violate the Privacy Act. Id at 887 The District 

Coun denied the motion because the defendants had failed 

to show that they needed the information in question. Id. In 

an opinion by Harry T. Edwards, now Chief Judge of the 

D.C. Circuit, the Circuit Court reversed: 

The Privacy Act ... does not create a qualified privilege as 

that concept is generally understood.... Rather, the plain 

language of the statute permits disclosure "pursuant to the 

order of a court of competent jurisdiction." 5 U.S.C. ^ 

552arbVin n982V Neither the statute nor anything in its 

legislative history specifies the standards for issuance of 

such a court order. We therefore find no basis for 

inferring that the statute replaces the usual discovery 

standards of the [Federal Rules of Civil Procedure 

("FRCP") ]... [A] party can invoke discovery of materials 

protected by the Privacy Act through the normal 

discovery process and according to the usual discovery 

standards, and the test of discoverability, is the relevance 

standard of Rule 26(b)(1) of the FCRP. 

Id. at 888-889. Judge Edwards went on to state a district 

court's supervisory powers would often be weightier when 

the information sought is protected by the Privacy Act. Id. at 

889. This might require courts to issue protective orders, 

perform in camera inspections, and to inform affected 

parties in order to promote as much as possible the policies 

of the Privacy Act. Id. at 889-890. 

*3 Although Laxalt was decided before Reporters 
Committee, there is no reason to conclude that Supreme 
Court overruled Laxalt with its decision in Reporters 
Committee because the cases are distinguishable on a 
critical element. Reporters Committee involved a FOIA 
request for information from die FBI about members of the 
Medico family by third parties. In Laxalt, the parties 
seeking information were doing so as part of their discovery 
in a civil case and die discovery that implicated privacy 
concerns related to the plaintiff in that case. In such a 
pretrial case, a party's privacy rights are already modified 
because each party is subject to the compulsory discovery 
rules of the court. In such cases, courts have available the 
protective mechanisms noted by Judge Edwards to lessen 
the intrusion on the privacy interests of parties. As under 
Laxalt, the Privacy Act allows for disclosure of information 
that would ordinarily be discoverable in federal courts 
pursuant to the rules of civil procedure. That Laxalt remains 
good law in the D.C. Circuit in the wake of Reporters 
Committee is evident by the D.C. Circuit's reliance on it in 
Lohrert: v. Donnelly. 187 F.R.D. 1. 8 rP.C.Cir. 19991 . which 
discussed Laxalt at length. Further, there has not been any 
contrary authority in the Sixth Circuit fFN3] or elsewhere. 
Accordingly, the standard set forth by Judge Edwards in 
Laxalt will be the standard utilized here to determine 
whether Plaintiffs are entitled to an order declaring 
disclosure of the information they seek from the government 
not to violate the Privacy Act. ('FN4] 
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FV3. There is, however, at least one district court 
decision in the Sixth Circuit which relies heavily 
on Laxalt in addressing the relationship between 
discovery under Fed.R.Civ.P. 26 and the Privacy 
Act. See Garv v. United States. 19Q8 WL S.34.SS"i , 
Mo. 98-6964 (E.D.Tenn.). 

FN4. Defendant Owens' counsel at the first 
telephonic hearing cited a case . that was 
purportedly inconsistent with Laxalt, and which 
stood for the proposition that documents regarding 
criminal investigations cannot be disclosed absent 
a waiver by those persons investigated, Fund for 
Constitutional Governmenl v. National Archive.^; 
and Records SeiVice: 656 F.2d 856. S16S 
(D.C.Cir.l981) . That case does not stand for the 
proposition stated in the context of a discovery 
request as in this case and Laxalt. As in Reporters 
Comm it tee, the Fund for Constitutional 
Government case involved a FOIA request for 
information regarding criminal investigations. It is 
inapposite for the same reasons discussed in the 
text regarding Reporters Committee. 

There is a concern that allowing parties to obtain 
information protected by the Privacy Act through discovery 
will give rise to the filing of lawsuits for the mere purpose 
of circumventing the Supreme Court's ruling in Reporters 
Committee. There is no such allegation in this case. 
Plaintiffs allege that they were robbed, falsely arrested, and 
framed by the defendant (former) police officers. These 
same allegations were also investigated by the FBI. It is 
clear that Plaintiffs seek the information compiled by the 
FBI for the appropriate purpose of preparing their lawsuit. 
An additional safeguard and reason for assurance in this 
case is that the FBI does not oppose disclosure of the 
information. Although the concern about circumventing 
FOIA is a real one, this is not the proper case for 
questioning the sensible and persuasive precedent set forth 
in Laxalt for parties properly seeking discovery. 

Accordingly, in this case the issue is whether the 
information sought is relevant or reasonably calculated to 
lead to the discovery of admissible evidence. See 
Fed.R.Civ.P. 26(b>. The relevance, of the information sought 
or the possibility it may lead to admissible evidence is 
readily apparent. The 302 investigative reports sought on 
Hatcher and Radford [FN5] pertain to the same allegations 
in this civil action. Similarly, the criminal trial of Owens 
and Radford along with the exhibits thereto also relate to 
these events. Plaintiffs have met their burden under 
Fed.R.Civ.P. 26fb) . and are entitled to the requested 
information. 

FN5. On March 22, 2000, Judge Nancy G. 



Edmunds entered an order staying the proceedings 
against defendant Radford in light of the pending 
appeal of his criminal conviction in the Sixth 
Circuit. Counsel for defendant Radford at the 
telephonic hearing on March 15, 2001, for the first 
time contended that defendant Radford's privacy 
rights would be infringed by allowing disclosure of 
302 investigative reports pertaining to him because 
of his pending appeal. The undersigned is aware 
that a stay was granted to protect defendant 
Radford's right to be free from compulsory self 
incrimination under the Fifth Amendment. The 302 
reports at issue, however, have not been challenged 
on Fifth Amendment grounds, and there is no 
apparent Fifth Amendment concern with allowing 
plaintiffs access to the reports. Further, although 
there is a stay with regard to defendant Radford in 
this case, the 302 reports pertaining to him have an 
independent legal significance. This is because of 
the allegations of group conduct violating 
plaintiffs' rights and because plaintiffs need to 
prove a policy or practice of allowing or 
encouraging such conduct to prevail against the 
City of Detroit. See Sova v. Citv of Mount 
Pleasant. 142 F Id 898. 904 f6th Cir.l998V Thus, 
this order is not inconsistent with Judge Edmund's 
order staying the proceeding against Radford. 

*4 Accordingly, 

IT IS ORDERED AND DECLARED THAT 
DISCLOSURE by the government of the information 
sought by plaintiffs through subpoena, including 302 
investigative reports by the FBI pertaining to defendants 
Radford and Hatcher as well as court exhibits from the case 
of United States v. Owens and Radford, 97-81134 
(E.D.Mich.l997). WILL NOT VIOLATE the Privacy Act, i 
U.S.C. § 552a . 

SO ORDERED. 

2001 WL 514360. 2001 WL 5l4360(ED.Mich.) 

END OF DOCUMENT 
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United States District Court, E.D. Tennessee. 
David GARY and Brisk Transport, Inc., Plaintiffs, 

V. 

LTmTTED states of America, Defendant. 
No. 3:97-CV.658. 

Sept. 4, 1998. 

Maurice W Gerard . Eric J Morrison . Stone & Hinds, PC, 
Knoxville, for David Gary, Brisk Transport, Inc, plaintiffs. 

Michael J Martineau, U S Department of Justice, 
Wasiiington, DC, for USA, defendants. 

MEMORANDUM AND ORDER 

MURRIAN . Magistrate J. 

*1 This case is before the undersigned pursuant to 28 U.S.C. 
^ 636(b) and Rule "^Ifa). Federal RiUcs of Civil Procedure , 
for disposition by the district court of the plaintiffs motion 
to compel production of documents [see Docs. 7 and 9]. 

This is an action to recover damages for an alleged unlawful 
levy by the Internal Revenue Service ("IRS") [Doc. I]. 
Specifically,, plaintiff contends that on or about January 24, 
1995, the IRS filed a Notice of Federal Tax Lien against 
plaintiff, Brisk Transport, Inc. ("Brisk") regarding certain 
unpaid employment taxes; that on or about August 1, 1995, 
a Notice of Federal Tax Lien was filed against plaintiff, 
David Gary, individually; that Gary was the 100% 
shareholder of Brisk; that on or about the same day of 
August 1, 1995, the defendant, through its Knoxville Office 
of the IRS, sent a Notice of Intent to Levy against Brisk by 
hand-delivery to the offices of Brisk; that on or about 
September 6, 1 995, the defendant filed a revised Notice of 
Intent to Levy against Gary, individually; that on that same 
day, September 6, 1995, the defendant issued a Notice of 
Seizure to Gary, individually, with respect to a 1984 CMC 
Brigadier Tmckn^ractor, VIN 1GTP9C1C7EV550787, 
single axle, and in fact seized the truck; that the truck was at 
all times owned individually by Gary; that despite the fact 
that the truck wa$ owned individually by Gary at the time it 
was seized, Gary had not been notified in writing of the 
defendant's intention to levy upon the taxpayer's property at 
least thirty (30) days in advance as required under § 633 Ifd) 
of the Intemal Revenue Code : that the Notice of Intent to 
Levy had been sent to Brisk and the required notice time 
period had elapsed, however, the truck was at no time the 
personal property of Brisk; that the acts of the defendant 
specifically violated ^ 6331 of the Intemal Revenue Code 
and the levy and seizure of the truck owned individually by 
Gary was clearly erroneous and unlawful; that despite the 



defendant's knowledge of the circumstances surrounding the 
unlawful levy and despite his efforts to have the truck 
returned, the defendant continued to intentionally and 
recklessly refuse to return the truck; and that ultimately 
Brisk was forced to cease operationis; that the actions of the 
defendant by officers and employees of the IRS were 
reckless and in intentional disregard of the laws, regulations, 
and rules of the IRS as they knew or should have known at 
the time of the seizure that they had unlawfully levied upon 
the truck and should never have seized same; and that the 
defendant's actions resulted in substantial economic 
damages to both Brisk's continued operation and success 
and to Gary's interest as a shareholder in the corporation 
[Doc. 1]. 

Plaintiffs move the court for an order compelling the 

defendant to produce documents in response to plaintiffs' 

document request no. 2 which requests the following: 

Louis H. Eades' personnel file and all documents therein, 

including, but not limited to, performance reviews, 

complaints, and evaluations. 

*2 [Doc. 7, Exhibit 2]. Initially, I note that Louis H. Eades 
is the Revenue Officer who authorized the seizure of truck 
at issue. Plaintiffs contend that the documents requested are 
both relevant and are reasonably calculated to lead to the 
discovery of admissible evidence under Fed.R.Civ.P. 
26(b)n) : that information in Mr. Eades' personnel file could 
shed light upon any similar actions taken by Mr. Eades; that 
during his deposition, Mr. Eades stated that during the time 
in question he felt that there was an "unofficial" financial 
production quota on agents in terms of dollars collected; 
that also, prior to the events in question in this action, Mr. 
Eades admitted that he was disciplined for being "too easy" 
on a taxpayer; that, diereafter, he received high marks for 
his collection efforts; that information in Mr. Eades' 
personnel file could establish a possible motive for illegally 
seizing the truck or any incentive Mr. Eades may have had 
by taking certain reckless and intentional actions in 
violation of the laws, regulations, and rules of the IRS, i.e., 
meeting collection criteria at the expense of the taxpayer's 
rights; and diat if necessary, the plaintiffs agree to enter into 
an appropriate protective order to guard against any 
disclosure of information in Mr. Eades' personnel file 
outside of the present litigation [Docs. 7 & 8]. 

The defendant responded to the plaintiffs' motion, 
contending that Mr. Eades' personnel file is prohibited from 
disclosure under the Privacy Act, 5 U.S.C. § 552a(b) : that 
there are several exceptions to the prohibition of disclosure 
in this case, including that Privacy Act protected records 
may be disclosed "pursuant to the order of a court of 
competent jurisdiction," § 552arbVin : that the test for 
discovery of Privacy Act protected records is the relevancy 
standard under Fed.R.Civ!p. 26(bUn : but that in applying 
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the relevancy standard, the fact that the requested document 
is a Privacy Act protected record is an important factor; that 
the information contained in Mr. Eades' personnel file is not 
relevant to this action; that the "motive" or "incentive" of 
the revenue officer in taking the allegedly unlawful 
collection action is irrelevant; that since the information 
sought in the personnel file relates to collection actions by 
the revenue officer involving taxpayers other than the 
plaintiff, the information is irrelevant to the determination 
of whether the alleged unlawful actions, even if established, 
constitute a "reckless or intentional" disregard of IRS rules 
and regulations in this case; that plaintiff has failed to 
demonstrate how the presence or absence of financial 
collection goals by the IRS for its revenue officers is 
relevant to the particular collection actions allegedly taken 
by Mr. Eades; that plaintiff has also failed to articulate how 
a letter of commendation or criticism received by Mr. Eades 
from his group manager regarding his collection activities 
involving a taxpayer unrelated to the plaintiff is relevant to 
the factual issues in this case; that even if the revenue 
officer's personnel file is discoverable in this case, the court 
should enter a protective order ordering that the personnel 
file be submitted in camera for the pendency of this, case; 
and that since the case will be tried to the court, the court, 
based upon the evidence at trial, may make a determination 
regarding the relevance, if any, of the information contained 
in the personnel file to the issues under § 7433(a) [Doc. 12]. 

*3 Plaintiffs have filed suit for damages pursuant to 2^ 
U.S.C. -ii 7433(a) . Section 7433(a) provides, inter alia, die 
following: 
If, in connection with any collection of Federal tax with 
respect to a taxpayer, any officer or employee of the 
Internal Revenue Service recklessly or intentionally 
disregards any provision of this title, or any regulation 
promulgated under this title, such taxpayer may bring a 
civil action for damages iagainst the United States in a 
district court of die United States.... 

Thus, in order to succeed on their claim, the plaintiffs 
must show not only that unauthorized collection 
procedures occiured, but that an officer or employee of 
the Internal Revenue Service recklessly or intentionally 
disregarded a provision of the Intemai Revenue Code. 

Cross Marine. Inc. v. United States of America. 70 
A.F.TR.2d 92-5494. 92-1 USTC P 5Q.3Q3. 1992 WL 
124788 (E.D.La.l992^ (UNPUBLISHED) (emphasis 
added). Accordingly, I find the defendant's argument that, 
"the 'motive' or 'incentive' of the revenue officer in taking 
the allegedly unlawful collection action is irTelevant[,]" to 
be completely without merit. The revenue officer's intent or 
motivation in disregarding a provision of the Intemai 
Revenue Code, if at all, is clearly an element of the 
plaintiffs cause of action. 



Mr. Eades testified that he felt that in 1995, there was an 
unofficial quota for collecting dollars froni taxpayers [Doc. 
7, Exhibit 1, Eades* deposition at p. 102]; that he believed 
the unwritten pressure was, the more dollars collected, the 
better it would be reflected in the group evaluation [id., at 
102-103]; that they got graded by teams [id., at 103]; and 
that he received a letter of reprimand in 1993 or 1994 
because he had been too easy on some people and not 
followed up [id., at 104-106]. 

It is the plaintiffs' position that Mr. Eades' personnel file 
regarding other tax collection efforts by him may produce 
evidence of or lead to the production of evidence regarding 
Mr. Eades' collection practices. I am of the opinion that Mr. 
Eades' file could indicate whether Mr. Eades has or has not 
ever before unlawfully levied and/or seized other property 
for the reasons alleged in this case, which could demonstrate 
his awareness of the applicable rules and regulations and 
how to operate appropriately within them; whether Mr. 
Eades was under any pressure to collect a certain amount of 
tax dollars; and whether Mr. Eades had ever before violated 
any other rules or regulations of the IRS in his collection 
efforts. In short, I am of the opinion that the plaindffs 
should be given the opportunity to develop their case; and 
diat Mr. Eades' personnel file may be one of the few ways to 
prove his intent or knowledge regarding the collection at 
issue, whether it be innocent or actionable. Accordingly, I 
am of the opinion that Mr. Eades' personnel file satisfies the 
relevancy standard of Fcd.R.Civ.P. 26(bVl) . 

Defendant is correct that Mr. Eades' personnel file is 
protected by 5 U.S.C. y552a(b) which provides that 
*4 [n]o agency shall disclose any record which is 
contained in a system of records by any means of 
communication to any person, or to another agency, 
except pursuant to a written request by, or with the prior 
written consent of, the individual to whom the record 
pertains, unless the disclosure of the record would 
be-- [pursuant to certain exceptions to this rule]; 



* * * 



There is no dispute that Mr. Eades has not made a written 

request for, or provided written consent for, the disclosure 

of his personnel file. Section 552afb) sets forth, however, 

certain circumstances under which Privacy Act records can 

be disclosed even without the request or consent of the 

individual to whom the record pertains, such as disclosure 

"pursuant to the order of a. comt of competent 

jurisdiction[.]'* 5 U.S.C. S 552a<b¥l H . 

[AJbsent an express congressional intent to the contrary, 

the standards set forth in the FRCP must be followed with 

respect to discovery requests in District Court We 

therefore hold that a party can invoke discovery of 

materials protected by die Privacy Act Uirough the normal 
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discovery process and according to the usual discovery 
standards, and the test of discoverability is the relevance 
standard of Rule 26(b)< 1 ) oF the FRCP . 
The fact that a document is subject to the Privacy Act is 
not, however, irrelevant to the manner in which discovery 
should proceed. Although discovery standards under the 
FRCP permit access to relevant documents protected by 
the Act, those same FRCP standards give the District 
Court ample discretion to fashion appropriate protective 
.orders upon a showing of "good cause." FED.R.CfV.P 
ZhiSd- Where the records sought are subject to the Privacy 
Act, the District Court's supervisory responsibilities may 
in many cases be weightier than in the usual discovery 
context. 



* * * 



.... [T]he applicability of the Privacy Act to the material 
requested is a relevant factor for the District Court to 
consider in determining the appropriate scope and manner 
of discovery in a given case. As we have noted in the past, 
such traditional devices as protective orders and in camera 
inspection offer reliable means with which to give effect 
to liberal discovery principles without threatening the 
interests protected by statutory publication bans: 

* * * 
Laxalf V. Mc ChUchv. 809 F.2d 885. 889 fD.C.Cir.l9S7V 

In light of the foregoing, while I am of the opinion that Mr. 
Eades' personnel file may contain relevant information 
regarding this case, I am fiirther of the opinion that the 
disclosure of this file must be made pursuant to a Protective 
Order, Fed.R.Civ.P. 26fcV The parties are hereby 
ORDERED to meet and confer regarding the terms of an 
appropriate protective order regarding Mr. Eades' personnel 
file. If the parties are unable to agree on the terms of same 
within ten (10) days of entry hereof, the parties SHALL 
make application to the court for the entry of a Protective 
Order. If an agreed protective order is not submitted, the 
parties shall file their own proposed protective orders within 
ten ( 1 0) days of entry hereof and the undersigned will enter 
a protective order thereafter. 

*5 It is ftuther ORDERED that the plaintiffs motion to 
compel be, and same hereby is, QRANTED; and that the 
defendant produce the dociunents requested within ten (10) 
days after the entry of a Protective Order. 

IT IS SO ORDERED. 

1998 WL 834853, 1998 WL 834853 (E.D.Tenn.), 82 
A.F.T.R.2d 98-6964 
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